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TOPICS

Introduction and recap of previous activities

» CP4:. Scope of Protection black and white Marks

« CP5: Relative Grounds — Likelihood of Confusion (Impact of non-
distinctive/weak components)

« Define next steps
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Examination Practices
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EUIPO Guidelines

A unique source of reference on the EUIPO’s practice

EUTM  RCD

European Union Trade Marks Registered Community Designs
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EUIPO Guidelines

Daily Practice Decisions of the Office’s

\ , Operations Departments
Regulation .

Case-law of the Office’s
M2 ’ Boards of Appeal
3
Jurisprudence of the ,

Court of Justice of the
European Union

Common Practices
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ON
INTELLECTUAL PROPERTY OFFICE

EUIPO Guidelines

Preparation of
the draft
Guidelines by
the Office

-CyC I i C Annual review

Consultation of
stakeholders

e O p e n Involvement of

stakeholders

Adoption of the
Guidelines



R EVIPO

EUR:
INTE

OPEAN UNION
LLLLLLLLLLLLLLLLLLLLLL

EUIPN Common Practices

EUIPN Common Practices — Starting Point

Internal dimension

Setting up the Office
and its internal
processes

 Achieve internal
efficiency.

9

External dimension

User oriented
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The EUIPN and the Convergence Programme

-\?’. E U I'P N

oo EUROPEAN UNION
INTELLECTUAL PROPERTY NETWORK

Colaborative Network

connecting

IP Offices, user associations and other IP
organisations

EUIPN Website



https://www.tmdn.org/network/web/guest
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The EUIPN-How does it work

 Project-based approach

« Objectivesand priorities set up by the Members of the

Network

« EUIPO provides infrastructure and reseoy"@es
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The Convergence Programme-Aim

Q} Time and cost savings

Potential reduction in application
processing times and cost savings for
both IPO and users.

@Legal Certainty

Increased legal certainty due to greater
consistency and predictability in
decisions made.

\@ Quality and usability

Efiectve and efficient access to
protection offered by registration
systems

@Clarity and transparency

Communication iniatves keep
stakeholders informed of
advancements in a timely manner, with
unified information
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The Convergence Programe- Principles

Jointly developed by IP offices and Users

H-ﬂﬂ
Halla

¢ Focus on Practices = No legislative amendments required

% Commitment of implementation by the Participating National IP Offices
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EUIPN Convergence Projects — Trade Marks examination

CP3: Distinctiveness - Figurative Marks containing descriptive/non-distinctive words

CP4: Scope of Protection Black and White Marks

CP5: Relative Grounds — Likelihood of Confusion (Impact of non-distinctiveiweak components)

CP8: Use of a Trade Mark in a Form Differing from the One Registered

CP9: Distinctiveness of Three-Dimensional Marks (Shape Marks) Containing Verbal and-or Figurative
Elements when the Shape is not Distinctive in itself

CP11: New Types of Marks

CP12: Proof of Usein Appeal Proceedings
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The Convergence Projects - Results

‘Common Communications’ .
published
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The Convergence Projects - Results

I n Cl l I SI O n I n El 'I PO Motivos de én absolutos — Mareas d i Motivos de denegacion absolutos — Marcas descriptvas

Ejemplos de cardcter distintiv

Signo. Ejemplo
G u I d el I n eS DIRECTRICES RELATIVAS AL EXAMEN DE fle o e oo 5P
LAS MARCAS DE LA UNION EUROPEA
FLAVELUR AND ARSMA Ejemplo CP3
OFICINA DE PROPIEDAD INTELECTUAL |,  aprociacion del umbral figurativo Dy ——
DE LA UNION EUROPEA _ o
(EUIPO) fomhads por un semento Vbl cescTuG yio R IS, do modk - o ey
Iser registrado como marca de la Union Europea. Por consigyuieme, sq _’mr MUE n® 13448 057 Clases 59,11, 374245
|la estilizacion y/o los elementos graficos de un signo son lo suficiente]
PARTE B para que este pueda servir como indicacién de origen. i Combinacion com Colres

En el marco de la Red Europea de Marcas, Dibujos y Modelos (ETM | 4 mera «adiician» de un sola color a un elemento denominative descriptivo carente de

EXAMEN varias oficinas de marcas de la Unién Europea acordaron una practiq  caracter distintivo, ya sea a las letras o en forma de fondo, no serd suficiente para
ja cuando una marca figurativa, que Unicamente contiene elell oforgar caracter distintivo a la marca.

descriptivos o no distintivos, deberia superar el examen de motivos al

N 4 - El uso de colores es habitual en el comercio y no se consideraria una indicacion de
Eﬁﬁme'piﬁg’gstgeﬂgg;ﬂ;;ﬁcfy‘g%apfggfgngp;??{me' distintive (4 o cadancia. Sin embargo, no puede excluirse Ia posibiidad de que una composicion

A especial de colores poco habitual y que el consumidor interesado pueda recordar
SECCION 4 faciments olorgue caracter disinivo a la marca
La Practica Comun establece criterios para determinar si se cumj
L caracter distintivo debido a los elementos figurativos de la marca, con|  Ejenplos de ausencia de carécter distintivo
MOTIVOS DE DENEGACION ABSOLUTOS e Elementos verbales, como el tipo y fuente del texto, la combi Ejomplos CP3
los signos de puntuacion y ofros simbolos, 0 camo se situan i
i lado, de arriba abaijo, etc.).

CA PITULO 4 g Elementos figurativos, como el uso de formas geométricas sir]

y proporcion (tamafio) de los elementos figurativos en relacion
verbales, o si el elemento figurativo es una representacion def

MARCAS DESCRIPTIVAS servicios, o esta directamente relacionado con ellos, y si el elem)
Articulo 7 apartado 1. letra C) del RMUE utiliza habitualmente en el comercio de los productos o servicios| | lavour 10 aroma
J J J | ——————

*véase la Comunicacion Cemun sobre la Practica Comiin del caracter distintivo - Marcas
figurativas que contienen palabras descriptivas o no descriptivas, disponible en
https /iwww tmdn.org/network/documents/10181/278891cf-6e4a-41ad-b8d8-1e0795¢c47cb1

Directrices relativas al examen ante la Oficina, Parte B. Examen Pagina 33
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Poll results

CP11
CPg

CPE

T
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Working Methodology — Update of Caribbean Trade Mark Manual

\ )
N
Define 2 topics Meeting with EUIPO
of the interest IPOs prepares draft
) J
N
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Revision Adoption Publication
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CP4: Scope of Protection black and white Marks

“Common Practice that harmonises the different interpretations of the scope of protection of trade
marks exclusively in black, white and/or shades of grey (whether they cover any/all colours or not)

o

B&W covers o ‘Whatyou see is

allcolours | ecaL UNCERTAINTY  Whatyou get
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CP4 Common Practice — Starting point

Two extremes:
01 B&W covers all colours

02 What you see is what you get

It was not totally clear which offices followed which approach and in
which cases.
LEGAL UNCERTAINTY
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Scope of Protection B&W marks
RESULTS OF INITIAL SURVEY (February 2012)

Do you have any guidelines for examiners
on how to assess the scope of protection of
B&W trade marks?

YES NO
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Scope of Protection B&W marks

CP4

RESULTS OF INITIAL SURVEY (February 2012)

A
.
'S
i 6
: 5
x 3 :
. . . | —
IDENTICAL HIGHLY SIMILAR NO ANSWER
SIMILAR
Relative

Grounds for refusal

42
L]
.. . 5
Priorities 2 I 4
IDENTICAL HIGHLY SIMILAR SIMILAR NO ANSWER
NOENTITLEMENT TO ASSESS PROOF OF 3
USE

NO ANSWER 3

NO

YES

Genuine use

2 1“4

16 13 @0
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Scope of Protection B&W marks

To converge the practice on whether:

« atrade mark registered in B&W and/or greyscale is considered identical to the same
mark in colour as regards priority claims

« atrade mark registered in B&W and/or greyscale is considered identical to the same
mark in colour as regards relative grounds for refusal

« use of a mark in colour is considered use of the same trade mark registered in B&W

» use of a mark in B&W is considered use of the same trade mark registered in colour
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Definition of identity of signs

Defining identity of signs for priorities and relativegrounds

For reasons of coherence and legal certainty “identity” must be interpreted in
the same way irrespective of the provision in which it appears
(Judgement T 378/11 ‘MEDINET’).
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Definition of identity of signs

Judgment C-291/00 ‘LTJ Diffusion’ “a sign is identical with a trade
mark only where it reproduces, without any modification or addition, all
the elements constituting the trade mark or where, viewed as a whole, it

contains differences so insignificant that they may go unnoticed by an
average consumer.” (para. 54)

The Court gives the same definition of identity as in LTJ Diffusion in its
Judgement T103/11 ‘JUSTING’, (para. 16)
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Scope of Protection B&W marks

Insignificant differences

If the differences in colour are so insignificant that they may go unnoticed by the
average consumer, the signs will be considered “identical”

oo
oo

IDENTICAL

Soll &»
N EA Bl oo
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Priority and Relative Grounds

Insignificant differences

earlier mark identity non-identity
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Priority and Relative Grounds

Insignificant differences

Earlier mark Identity non-identity
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What are ‘significant’ differences?
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Common Practice — Relative Grounds

Common practice: Relative grounds

If the signs are not identical they could still be similar.

Similarity, however, is outside the scope of this project.
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Common Practice — Genuine use

A change only in colour does not alter the distinctive character of the trade mark
T-152/11 “MAD’ - CTM on the left genuinely used by signs on the right

When a colour is not claimed in the application,
the use of different colour combinations must be
admitted as long as the letters contrast against
the background

The letter D is represented in red colour does not alter the distinctive
character of the mark, since both the arrangement of the letters of the
contrast against the background of the earlier mark are
maintained
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Common Practice — Genuine use

Is use of a sign in colour is considered use of the same trade mark registered in B&W?

Is use of a sign in B&W is considered use of the same trade mark registered in colour?

Proof of use

For the purposes of use, a change only in colour does not alter the distinctive character of the
trade mark as long as:

The wordffigurative elements coincide and are the main distinctive elements
The contrast of shades is respected
Colour or combination of colours does not have distinctive character in itself

Colour is not one of the main contributors to the overall distinctiveness of the sign
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CP5: Relative Grounds — Likelihood of Confusion
(Impact of non-distinctive/weak components)

Common Practice that provides a set of principles regarding non-distinctive/weak components of
trade marks for the purpose of assessing likelihood of confusion, assuming that the goods and/or
services are identical

NO LOC

N =X [V
> FRESH e | :‘ A
UICE P2 -
‘ 7Y

" JUICE SUN

LOC

(Class 32: Fruit juices) (Class 43: Holiday accommodation services)
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CP5 Common Practice — Scope

Define what marks are subject to assessment of distinctiveness
Objective 1 . The earlier mark and/or parts thereof?
. The later mark and/or parts thereof?

Determine the criteria to assess the distinctiveness of the mark (and/or parts

Objective 2 thereof}

Determine the impact on LOC when the common components have a low

Objective 3 degree of distinctiveness

Determine the impact on LOC when the common components have no
distinctiveness

Objective 4
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Out of Scope

CP5: Relative Grounds — Likelihood of Confusion
(Impact of non-distinctiveAveak components)

CP5 Common Practice — Scope

Assessment of enhanced distinctiveness and/or acquired
distinctivenessthrough use and/or reputation.

Other factors that are considered when assessing the likelihood of
confusion.

Interdependencies between assessment of distinctiveness and other
factors considered when assessing LOC.

Language issues assume that words in English are understood by the
national offices.
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CP5 Common Practice - Objectives

OBJECTIVE 1

Definewhat marks are subjectto assessmentof distinctiveness
* The earliermarkand/or parts thereof?
» The latermark and/or parts thereof?

When evaluating likelihood of confusion:
v" The distinctiveness of the earlier mark as a whole is assessed.

v" The distinctiveness of all elements of the earlier mark and of the later mark
is also assessed, prioritising the coinciding elements.
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CP5 Common Practice - Objectives

OBJECTIVE 2

Determine the criteria to assess the distinctiveness of the mark
(and/or parts thereof)

When assessing the distinctiveness of the components of the marks:

v Same criteria that are used in absolute grounds are used:

a) to determine a minimum threshold of distinctiveness
b) to consider the varying degrees of distinctiveness.
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CP5 Common Practice - Objectives

OBJECTIVE 3

Determine the criteria to assess the distinctiveness of the mark
(and/or parts thereof)

A coincidence in an element with a low degree of distinctiveness, on its own, will not

lead to LOC

However, there may be LOC if:
There are other elements that are The overall impression of the
of a lower (or equally low) degree marks is highly similar or identical

of distinctveness or are of
insignificant visual impact and the
overall impression of the marks is
similar
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Batm Ao (impact of non-distinctiveAveak components)
CP5 Common Practice - Objectives
OBJECTIVE 3

Example — when components have a low degree of distinctiveness

DURALUX VITALUX

VS

Earlier mark Contested mark

(Class 44: Beauty Treatment )

The marks coincide in the weak element “LUX”. The other elements in the marks
‘DURA” and “VITA” are not of lower or equally low degree of distinctiveness, neither
are of insignificant visualimpact, northe overallimpression of the marks is similar
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CP5 Common Practice - Objectives

OBJECTIVE 3
Example — when components have a low degree of distinctiveness

COSMEGLOW vs. COSMESHOW

Earlier mark Contested mark
(Class 3: Cosmetics)

The marks coincide in the weak element “COSME” but the elements “GLOW” and
‘SHOW” are of equally low degree of distinctiveness and the overall impression of the
marks is similar
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CP5 Common Practice - Objectives

OBJECTIVE 3

Example — when components have a low degree of distinctiveness

NO LOC

|
i

VS

Earlier mark Contested mark
(Class 32: Fruit juices)
The marks coincide in the weak figurative elements (the sun and the drinks); the other

elements in the mark (“JUICE”, “FRESH” and ‘SUN”) are of lower degree of
distinctiveness, butthe overallimpression ofthe marksis dissimilar
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CP5 Common Practice - Objectives

OBJECTIVE 3

Example — when components have a low degree of distinctiveness

Vid ¢

‘I
\ el

),,

Earlier mark Contested mark

(Class 43: Holiday accommodation services)

The marks coincide in the weak figurative element (the sun); the umbrella and the
beach ball are of equally low degree of distinctiveness and the overall impression of
the marksis similar
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CP5 Common Practice - Objectives

OBJECTIVE 4

Determine the impact on LOC when the common components have no
distinctiveness

A coincidence only in a non-distinctive element will not lead to LOC

However, there may be LOC if:

When marks also contain other figurative and/or word elements which are similar, there will
be LOC,if the overallimpression of the marks ishighly similar or identical.
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CP5 Common Practice - Objectives

OBJECTIVE 4

BUILDGRO BUILDFLUX

VS

Earlier mark Contested mark

(Class 19: Building materials, Class 37: Constructions services)

The marks only coincide in non-distinctive element “BUILD”, the marks do not contain
other elements which are similar (“GRO” is not similar to “FLUX”), neither the overall
iImpression of the marks is highly similar



R EVIPO

EUROPEAN UNION
TTTTTTTTTTTTTTTTTTTTTTTTTT

CP5 Common Practice - Objectives

OBJECTIVE 4

LOC

TRADENERGY TRACENERGY

Earlier mark Contested mark

(Class 9: Solar energy collectors for electricity generation)

The marks coincide in non-distinctive element ‘ENERGY” but contain other elements
which are similar (“TRADE” is aurally and visually similar to “TRACE”), and the overall
iImpression of the marks is highly similar
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CP5 Common Practice - Objectives
OBJECTIVE 4

NO LOC

Xy ”

: o <3, BANCO
BONERID . #C INVEST

_ |
INVEST

Earlier mark Contested mark

(Class 36: Financial services)

The marks coincide in the non-distinctive elements “BANCO INVEST”, the marks do not
contain other elements which are similar (the figurative elements are not similar),
neitherthe overallimpression of the marks is highly similar
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CP5 Common Practice - Objectives
OBJECTIVE 4
LOC
100 NERGY ) ENERGY
:‘( Vs N
Earlier mark Contested mark

(Class 9: Solar energy collectors for electricity generation)

The marks coincide in non-distinctive elements “ECO” and “ENERGY” but contain other
elements which are similar (figurative elements are similar), and the overall impression
of the marksis highly similar
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CP5: Relative Grounds — Likelihood of Confusion
(Impact of non-distinctive/weak components)

Common Practice that provides a set of principles regarding non-distinctive/weak components of
trade marks for the purpose of assessing likelihood of confusion, assuming that the goods and/or
services are identical

NO LOC

N =X [V
> FRESH e | :‘ A
UICE P2 -
‘ 7Y

" JUICE SUN

LOC

(Class 32: Fruit juices) (Class 43: Holiday accommodation services)
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