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On this session we will cover (1)

Insights from similar schemes (EU; UK...)

What further help is available to assess the requirements of SMEs’ IPRs
e.g.

* Process and Templates based on EC (EUIPO) IP Scan Service

* How to guide SMEs through IP Scan interview

* Intro to IP Scan Templates — IP Scan Interview Guide; IP Scan Report
Template



EUGZZP

EU Georgia Intellectual Property Project

On this session we will cover (2)

IP Scan service - what does ‘good’ look like for Sakpatenti?

« More SMEs engaging with Sakpatenti and awareness of benefits of IP in
general?

« How to better protect IPRs by way of registered IP rights or other means,
such as contracts and the like (more registrations)?

 How to guide an SME through an IP Management Plan?
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Objectives of the IP Scan (EC)

« Facilitate and promote using intellectual
property by innovative European SMEs

 Show the benefits of IP in the individual case of the
SME

« Help develop and/or continue to implement an IP
strategy (not only encourage to register IP rights)

« Ultimately: improve competitiveness

Source: Directorate General Internal Market, Industry, Entrepreneurship and SMEs, November 2020
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Aims of IPPD (Sakpatenti)

IP pre-diagnostics (IPPD) identified as means of building an SME’s IP strategy
enabling:

» Access IP experts — to review their business models, products and/or services and
growth plans and providing advice on an IP strategy.

* More SMEs engaging with IP and Sakpatenti
« SMEs becoming more aware of the benefits and value of IPR
« SMEs understanding the benefits of registered IPR and pursuing same (if appropriate)
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www.eugipp.eu
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Reminder - What is an IPPD?

An introduction to IP and a broad overview of an SMEs IP and wider intangible assets,
aiming to:

« Identify the company’s IP and intangible assets

« Identify risks related to its IP or use of third party IP

* Introduce the company to the value and strategic aspect of IP

« Provide a summary of key IP Management actions identified as part of audit

* Provide follow up support/signposting to help implementation of IP management
actions
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What IPPD is not?

IPPD is not:

« Legal advice — experts should not give advice but provide information to assist the SME to
make informed decisions

« Commercialisation advice — questions in relation to its business plan and IP can assist to
identify risks/opportunities

« Formal IP Searches and Analysis, drafting or filing of IP applications or legal contracts

A follow up session (Post interview/report) can help to determine whether report summary and
recommendations have been understood. This may lead to signposting for further support or
funding to implement IP management recommendations
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USES OF IPPD*

*Not drafting applications/contracts

Know the
strengths and
weaknesses of

your
intangibles

Prioritise and
minimise
expenditure on
intellectual
property

Develop an IP
strategy

Uses of an
IP

assessment

Identify IP
threats and
opportunities

Input into a
business
strategy

Keep an up to
date register of
rights
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DISCLAIMER

Disclaimer: the Intellectual property (IP) pre-diagnostic service provided either by external providers
or the national IP offices to SMEs is partially co-financed by the European Commission (COSME
Programme) and the European Union Intellectual Property Office (EUIPQO) under the SME Fund initiative.
It is meant to provide a practical, objective and factual analysis to help European SMEs better
understand the value of intellectual property for businesses and in particular, identify the intellectual
assets they hold and the possible IP protection options for those assets. Neither the EUIPO, the
European Commission, nor the IP pre-diagnostic service providers are liable for the
consequences of the actions taken on the basis of the IP pre-diagnostic service
recommendations. Beneficiary SMEs are solely liable for any consequences of the actions they take
based on strategic recommendations proposed. Before taking specific actions in relation to IP protection
or enforcement, all beneficiaries are advised to seek independent advice from a qualified IP attorney.
[to be modified if needed at national level]

BJ GEGGK projed, funded by the EuropeanUnion and implemented by the EiropeanUnion Intellectual Roperty Office (BJIPQ
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~4 months > 6 months
1
[ |
~3 days ~2 weeks
1 1
I | | 1
SME IPO provision of IPPD proof of service Follow
request receipt Experts/NDA in delivery up
to IPO to SME place
\ J
N
Prep, interviewand
report
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One Way Non-Disclosure Agreement
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Non-Disclosure Agreement

This Agreement is entered into on this [insert number of day] day of finsert Month

= ?' and year] by and between:
E U G ' ‘ I 1. [Insert official beneficiary SME name], having its registered office or based

EU Georgia Intellectual Property Project in finsert the Legal Address of the Entity], represented by [insert name and basis
for representation] hereinafter referred to as the Discloser and

2. [insert IP pre-diagnostic expert’'s name], based in [insert the Legal Address
of the Entity or of the expert] hereinafter referred to as the Recipient [modify as
above if you need to have a signature on behalf of the institution and not the

expert]
WHEREAS:
IP scan The Discloser hereto requests/qualifies to receive the intellectual property pre-
= diagnostic service and the Recipient hereto agrees to provide the intellectual
N on 'D ISCIOSU re Aq reeme nt property pre-diagnostic service to the Discloser.

Throughout the duration of the intellectual property pre-diagnostic service, the
Discloser may share confidential information with the Recipient subject to the terms
and conditions set forth below.

IT IS AGREED AS FOLLOWS:




=) IPPDtemplates
EUGZZP

EU Georgia Intellectual Property Project

SR EES

5 IPlliDC[;nt | IPPD admin
PP guide

IPPD
interview
guide

guide

One way
NDA

IPPD report

Disclaimer & Confidentialit
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IPPD INTERVIEW GUIDE

preparation

SME self
assessment
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IP SCAN INTERVIEW GUIDE — PREPARATION — DESK RESEARCH

SME self assessment™ and basic economic
data from the application [*eg template or
Goldseam IP Profile tool]

Financial
situation

Competition IPR databases
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SME’S BUSINESS MODEL
ey Aciiies |

{oF®
2

Of:

Business Model Canvas



https://www.osmoscloud.com/blog/business-model-canvas/
https://en.wikipedia.org/wiki/Business_Model_Canvas
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IPPD INTERVIEW GUIDE - INTERVIEW

Inform about IP Searches
Discuss IP management and strategy
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IPPD REPORT

Standard
additional
annexes

Main
report

Executive
summary

Standard
annexes

1 page strengths/ add IPO to be added based

bullet points weaknesses website on specific needs

== strategic
recommendations
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IP SCAN MAIN REPORT

WL

SME’s business model and company strategy

Identification and analysis of existing IP and IP-relevant intellectual assets
Use of IP searches
IP management

Summary and strategic recommendations
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the clarity of the business
model description for
suggesting an initial IP
strategy

are the recommendations
relevant to the business
model described?

|IP SCAN REPORT — IPO QUALITY CHECKS

have the IP relevant
intellectual assets been
identified in a plausible
manner (in comparison to
the business model)?

do the recommendations
include references to
public support and private
services to facilitate their
implementation?

is there a section on IP
management?

is the annex adapted to
the recommendations
that have been made?
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delete what does not apply in the table below:

Identified IP and IP- relevant
assets registration
recommendations

IP related actions
recommendations

IP risks
recommendations

Business strategy
recommendations

* Trade marks
* Designs
* Patents
* Utility models

* Trade secrets (NDA)
* Copyright

* Domain names

* Geographical
Indications

* Topographies of
Integrated circuits

* Plant variety

* Integration of IP searches into
the IP management processes

* Financing methods for IP
protection

* |P based business
(monetization): licensing, selling,
franchising, cobranding

* |P Internationalization
(geographical scope)

* Consultation to IP advisers

*Third party IPR’s
(infringement of others)

*Enforcement
(infringements of one’s
own rights)

*Ownership of IPRs in
contracts

*Loss of benefits due to
lack of protection

*IP integrated business
models

*QOrganisational methods
(internal and external)

*Internationalization
strategy

* Financing strategy
* R&D strategy

*Marketing and branding
strategies

*Market and customer

access recommendations
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Other Examples (UK)
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Objectives of the IP Audit Plus Scheme (UK)

« To connect businesses with good quality guidance and advice along with
the services that they need to make their IP work for them as they work to
grow their business. IP Audits Evaluation

* More than putting registered rights in place; making sure that businesses
can identify opportunities to use their IP to generate income/value, such as
through licensing and franchising.

« Making sure that businesses are aware of the risks/limitations and
understand how to manage them (not just potential infringement but also
internal IP management strategies; for example, ensuring that employee
contracts, amongst other things, are sound).

« Long term goal is to ensure that businesses are able to integrate IP into
their wider business strategy. S

Intellectual

Property -
Office

Source: https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation



https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation
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Lessons from the IP Audit Plus Scheme (UK)

Reconsidering trade marks/branding in light of _ 229
possible infringement ° " 5
Registered trade mark rights ||| | | | | 1°% oot <+
Filed an application for a patent(s) _ 17% IP Audits Evaluation
Report
Identified confidential info/ introduced Non- _ 15% !fELriii'."n‘?Jm.pwmm
Disclosure Agreements 9 ot isBeco
Identified/asserted my copyright(s) |l ©% ! TSI PO P LY e

Reviewed our IP management strategy - 8%
Trained our staff on intellectual property - 7%
Not sure [l 6%
Considered IP rights on an international basis [} 5%
I 10

Other

No actions taken

Source: https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation
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Lessons from the IP Audit Plus Scheme (UK)

A summary of 67 IP audits found:
« 55 additional patentable inventions (on top of 21 already owned and 23 in
prog reSS) IP Audits Evaluation

Report

0
Intellectual

Property -
Office

« 115 potential new trade marks (in addition to the existing 62)

« 81 registrable designs (only 9 were previously registered) — and 70% of
companies had design registration potential

« Over 75% of audits found previously unrecognised non-registrable assets,
including copyright material, database rights, trade secrets and software
code

Source: https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation



https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation

kg B P Audits (UK) — 1

Typical report format (full IP Audit) ol
Oﬁ;g'ge,ryUa/
1. The business context Ipd
Identify the core business and the key Qg 2
us

features of the business plan, in particular
the features by which the business intends
to differentiate over its competitors.
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IP Audits (UK) - 2. Audit of existing IPRs and IP assets

* Identify: * i. Technical know-how

« a. Granted patents and pending patent applications * j. Other forms of confidential information, including

- b. Registered trade marks and trade mark trade secrets & other commercial information
applications * k. (Unregistered) design rights

« c. Registered designs and design applications « |. Potential sources of copyright (eg databases,

- d. Unregistered trade mark rights, including trading websites, promotional materials, product information,
names and branding internal documentation)

« e. Domain names « m. IP-relevant contracts (eg licences, franchises, joint

venture agreements, material transfer agreements)

f. Potentially patentable inventions
* n. Known or likely sources of other IP rights, eg

database rights, semiconductor topography rights,
plant variety rights, moral rights.

g. Potentially registrable trade marks

h. Potentially registrable designs
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Identify potential IP-related threats e.g.

a. Third party IPRs

b. Ownership issues surrounding the IPRs identified in (2) above
c. Infringements of those rights

d. Trade mark non-use issues.

Consider potential financial issues relevant to the IP assets, for example financial (including tax)
aspects of the ownership or licensing structure; the role of the holding company, if applicable;
the country(ies) in which the assets are held; and any charges over the IPRs. Recommend
responses, for example conducting searches, establishing contracts and/or obtaining further

professional advice.
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Recommend practices and procedures for improving IP c. Capturing and recording know-how and other confidential

management, for example: information

a. Use of confidentiality (non-disclosure) agreements d. Capturing and recording unregistrable IP such as design right,
copyright and unregistrable or not-yet-registrable trade marks

b. Ownership safeguards e.g. contractual terms in e. Capturing and recording evidence of use of trade marks

agreements with contractors, consultants, licensees and f. Capturing and evaluating potentially registrable IP (patentable

other partners; job descriptions for key staff; terms for inventions; registrable designs and trade marks)

nonemployee directors; appropriate transfers of IP both g. Prioritisation of registrable and registered IPRs, in light of the

within the organisation and externally business plan, and implementation of registration and exploitation

tactics to match

h. Infringement clearance procedures, in particular for new projects
such as the adoption of a new trade mark, the development or
launch of a new product or the



TITLE SLIDE

EUGZZP

EU Georgia Inteflectual Property Project

IP Audits (UK) - 4. IP management (cont/d)

I. More general awareness of relevant third |. Publication clearance procedures, to avoid loss of

party IPRs, for example using watching protectable IP

searches or “landscape” searches m. Maintaining up to date proprietor, licensee and contact
J. Taking expert advice on IP-relevant details for registered IPRs, including domain names
contracts and, where appropriate, their n. Marking — for example flagging application and
registration registration numbers on product literature; use of the ™,
k. Taking expert advice on possible risk ® and © symbols

mitigation options including IP Insurance 0. Improving staff awareness of IP issues and policies

p. Regular reviews of IP rights and strategies, in particular
in light of developments in the business plan.
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« Recommend key actions to align the IP strategy with the general business strategy over the
short to medium term. Identify “quick wins” for safeguarding and/or exploiting the IP. Advise
on suitable options for exploiting the company’s IP, again to fit with the overall business plan,
eg by licensing and/or enforcing and/or using the IP to attract and reassure investors and
business partners.

* Flag potential options for IP-related tax savings, eg through R&D tax credits and/or Patent
Box.

« Warn of potential weaknesses and threats which might impact on the value of the IP and IP
strategy in the context of the short to medium term business plan. If feasible, provide
indications of the likely costs of adopting the audit recommendations over the short to
medium term.
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ONLINE TOOLS TO HELP WITH IP ‘PREDIAGNOSTIC’ AUDITS

“An IP audit allows a firm to gain a clear picture of
a company’s IP assets to ensure that it
is able to manage its own IP and develop an effective management plan or strategy to run and grow the business.”

IP Diagnostic IP management
]
]
* An overview of IA to help SME ]
management identify priorities. *

» Creation of IA register

IP valuation




FURTHER ONLINE TOOLS - AN OVERVIEW OF THE ONLINE PROCESS

15-20 mins Instant

!

Instant

<5 mins

30-40 mins
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Goldseam innovation profile
o Benefits Development stage Intellectual assets
Description 26 types 6 stages 5 families
3 ‘families’ 18 sub-stages >80 types**
e

= —

—

-

—

Know-how Markets Registered IP
250+ types 4 super-sectors rights *
17 ‘families’ 20 sectors

350+ sub-sectors

Patent families can be populated from one family member saving you
time

** Constantly being updated based on new research
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IP DIAGNOSTIC - YOU CAN USE GOLDSEAM TO CAPTURE IPR

Fa Enter summary details of registrable intellectual property rights which have been granted,

E registered or applied for.
(if you dont have any, just ciick nexd.

Universal

Rights avaiable in most countnes

Trade mark Patent Design

Selected registered rights:

Right type Number

Trade mark 2507468

Trade mark 2507502
Patent

iass-fibre reinf

compositions

TW201713724

Country-specific

Rights only registrable in certain countries

Copyright | Utility model

Title Status
Carbonweave Registered
Modulus 9X Registered

Published

d polycarbonate mouiding

biishy
vith improved toughness Ficted

Geographical indicator

Activity date
Registration date »
16/10/2008 2
Registration date =
16/12/2010 £
Application date p -

07/06/2016

Application date
07/06/2016
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GOLDSEAM IP PROFILING TOOL = INTELLECTUAL ASSET SELECTION:

Copyright assets

As defined in law, but broken down to make them easier to understand, like
software code

Contracts

Resources & relationships

» Assets that are ‘built-in’ to the offer, like trade secrets and proprietary
processes

» Assets linked to knowledge and contracts, like specialist/technical know-how
and licences

Endorsements
Evidence of acceptance, like awards and accreditations

) » General » Know-how » Benefits » Market sectors » Sub: » Regi rights » Assets » Summary

below.

g Lastly, identify all the non-physical assets you believe to be relevant from each of the five categories

You are likely to have assets that fall into a number of categories. Click each icon to review the content and descriptions, then just drag the items you want from
the 'available' to the ‘selected list or double click to select. Choose as many from each category as you consider relevant.

© = & o 4

Copyright Contracts Resources Relationships Endorsements

Assets which attract Legally binding Intemal, company- Extemal, non-contractual Independent, extemal

automatic protection agreements which are controlled assets that are connections evidence of authorisation

against copying, as currently in force integral to your offer and/or approval
defined in law

<«
Artistic works =

Covers graphic, photographic, sculpture, collage, engraving and similar
work_Includes architectural designs (buildings or model buildings) and
craft-based works

Broadcasts.
Past and future scheduled public transmissions (by any means,
including radio, television and online;

Compiations of data held on compuler gathered nthe ornary course ==
|

Derivative works k
Transiations, adaptations and callections of oiginal works =

Dramatic works
Original performances, including drama, dance and mime

© Database right

of business and regularty updated (not including customer ists)

Literary works
services or activties, such 2s blogs, presentations and website text
Marketing literature

(@)  omaton procuced by the crganisaton (n print o eectonicaly) hat
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contains three types of entry:

Appraise report outputs = IP audit management points

I risks which may require your attention
é Other information to help you make the mast of your 1P

ﬂ Tips on how to make your P stronger or more commercially successful

Instant on screen report .
Your IP action plan for:

* A personalised Action Plan (to IP profiled by Goldseam) Sollomon valuation methodology for IP & intangibles
+ Highlights risks requiring attention L ©
w  General Information [Hide All]
» Information to help make most of your IP A\ L et
* Tips on how to make IP stronger or more commercially stronger A =
oo ]
e.g. What should you be doing to protect your IP, exploit it and generally getting your A\ S o il o f somece nfringes your rights?And have willyou ind ot whether anyone has? 1t bghly
intangibles working harder on your behalf — e.g. Do you own your IP? Do you use ’ rm———
NDAs (includes links to model templates)? Are you at risk of infringement? Can you /AN =
protect rights better with registered rights? Information on international Systems Choose  remicr st b o your et che 2o ou regsared 1 porfokt s you ngansacon's el
N OO I S
~ Trademarks thide Al (@

» Useful online layout that can be managed online and shared with work —

colleagues/business advisers ‘ ) \/\/’\,/ N

» Tailored precisely to your profile to make sure it is 100% relevant to your

www.inngot.com/tools * Regularly updated;
optimised for UK but country-
specific forms available

innovation challenges.

Price - £95/approx

* Regularly updated, including for country use (specific national IP laws) EUR110/Lari 360
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EU G : v P bUllOln )11 The ciment satss of thia valiaon is: GREEN
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I e S e
SOLLOMON IP VALUATION: SIMPLE AND CONSISTENT e —
et -
pas
Investment Forecasts P
5 questions 5 questions R
Use historical accounts and 3+ years’ projections required R AT sy e
estimates T e
st matedt Turngver s ey
This 1P ks ballevad © harw & Ieapan of 10 yaurs - = -
“Tha mal area of aponciiurs s Cagital Equipment m
L I—
‘TOTAL PAID TO ACOUIRE THE IP: e
> IS e
orvanie ¥ g b m e
mnmm-lm‘:nm !:":
‘WALUEOF RAD TAX CREDITS CLANED: 180000
History Governance e e s
Up to 8 questions for trading businesses ‘Hygiene factors’ g ew  tmm
Use historical accounts where applicable 3-5 questions e
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sollomon [ —

‘ ' ‘Thie etsrrant status of this valuaon is: GREEN
EUGZZP o
U Georgia Inteflectual Property Project e O . 5510 1 v
Thas royaity rate Most apcheati 0 ha orgartcations actils b . 238N A%

. . . . A c am
The indicative online tools: ‘Sollomon = -
Assets are captured and ‘scored’ s
User completes a profile to identify registered and unregistered IP, other intangibles, markets, benefits, e e ,;':.; l:_‘; ._.;'; ‘:‘:.; e
know-how and development stage g e e

Financials are entered and ‘scored’ _ /

Investment in IP development, historical trading performance, projected future incomes, ‘hygiene factors’ Toa e f T

(Propetions cakulated by Sadomon ar ghown 1 by

TG P I Dl 0 e GG 1 10 J0urS.

Relief from royalty engine estimates risk-adjusted current value range oo o et -
A well understood methodology; helps users by surfacing applicable licensing rates; capable of being s i
driven from any good business plan DTS e s Ot B B s
‘TOTAL BHHOUSE | RAD COSTS: Mol pleatle
T LAE O I OE D S NS BT ey
Cost Methodologies T 't
‘VALUE OF RAD TAX GREDITS CLAMED: L1B0.M0
Cost-based calculations using both a cost equivalent (reproduction) and invested value (amortisation) e T P
basis also provided in this single report.Used by banks as part of lending process to provide baseline jesen o M) e
view of current value of accumulated IP and intangibles expenditure, a0t
1uiha sam period markiing and kgal costs were £ 321,000 i TR
Reports produced instantly, then moderated offline o p—
*  From approx £495/EUR 455/ Lari 1880 A cost-effective way for any company to
+ ldentified over £800/EUR 945M in hidden assets to date undertake an IP valuation for different

purposes — as set out in session 2
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Other resources

- Sakpatenti resources?

«  WIPO Diagnostic

« Other NIPOs

* EU IP Helpdesk

- |P Databases

« Inngot online tools [Goldseam; Appraise; Sollomon]
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