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First Workshop Content

« Overview of IPRs and IAs within scope of typical IPPD service
« Delivery of IPPD — typical steps by adviser

* Uses of IPPD

« Practical sessions — ‘mock’ interview

* Intro to IPPD templates

THANK YOU FOR YOUR ENGAGEMENT AND SURVEY RESPONSES!
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On today’s workshop, we’ll cover...

Review and feedback from first workshop
Any knowledge gaps remaining?

Review of IP identification/management areas needing further insights

Next steps — what is required to deliver service?

1

2

3

4. Reminder of typical IPPD ‘journey’ and templates

5

6. Breakout groups — define service message/engagement with stakeholders
7

Capture results and wrap up
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Survey Monkey

SESSION 1 FEEDBACK
identifying gaps in

E U G g ? P ‘ knowledge/needs

EU Georgia Intellectual Property Project
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Survey Monkey results — Q1

1) Overall, did you feel the Training
Course met your needs to provide
background to a future IPPD service .

in terms of 1
content/templates/outputs/interview
technique?

« Comment - | found that the training course has met ,

my needs in providing a foundation for the future
IPPD service

= Mostly yes (16)
= Mostly no (0)
= Comments (1)

Mo answer (0)
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Survey Monkey results - Q2

Patents — 90% yes

Trade Marks — 90% yes

Designs — 76% yes; 14% no; 10% no
a) identify the following types answer

of IP and intangible assets Copyright — 57% yes: 33% no: 10%
no answer

2) Based on the content presented,
do you feel you have sufficient
knowledge to assist companies to:
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Survey Monkey results - Q2

2) Based on the content presented, » Patents — 90% yes
do you feel you have sufficient . Trade Marks — 90% yes
knowledge to assist companies to: - Designs — 76% yes: 14% no: 10% no
b) assist companies to answer
develop strategies to better . Copyright — 57% yes: 33% no; 10%

protect/manage the following
types of IP and intangible assets

no answer
» Other IPR (eg PVR) —57% yes; 33%
no; 10% no answer
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Survey Monkey results - Q2

2) Based on the content presented, » Contracts (licences; NDAs etc) 57%
do you feel you have sufficient yes
knowledge to assist companies to: - External relationships (customer
b) assist companies to loyalty; social media Followers;
develop strategies to better supplier arrangements) and
protect/manage the following Endorsements — 33% yes; 57 % no;
types of IP and intangible assets 10% no
 Internal resources (trade secrets) —
80% yes
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Survey Monkey results — Q3

3) Sakpatenti mostly grants IPRs * 39% yes; 61 % no

a) Do you think it would
benefit from working with other
stakeholders that are more
familiar with business issues of
SMEs to deliver a future IPPD
service
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Survey Monkey results — Q3b

3) If yes, what Georgian * Innovation agencies (eg GITA -Georgian
stakeholders (IP professionals; Innovation and Technology Agency),
innovation agencies; accountants; * Chamber of Commerce;

Chambers of Commerce, Incubator * Auditors;

etc.) do you foresee being a ‘partner’ * IP professionals;

in a future Georgian IPPD scheme? * Tech park, Georgia

« Science funds;

* Accountants;

* Incubator

« Other IP Stakeholders




EUGZZP

EU Georgia Intellectual Property Project

Survey Monkey Results - observations

« Sakpatenti Team confident identifying TM/patents. Most ok with designs; less so copyright.

« Less confidence on identifying/managing other IPRs (PVRs etc) or wider intangibles (e.g
contracts; except perhaps trade secrets/know how)

« Need to identify further training for Sakpatenti examiners on commercialisation of
patents/patent strategies?

« Q 3A (benefit from working with stakeholders) — interpreted narrowly? Q not limited to
Stakeholders solely delivering IPPD.

« Is there a role for stakeholders to help administer/market/help with onboarding of SMEs onto
an IP Scan service?

* What about stakeholders being involved in follow on help?
» Dependent on format of service?
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Quick review of gaps

GAPS IN KNOWLEDGE
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Overview of Key IP and Intangible Assets to be considered as part of IPPD

Formal IP rights like
patents, trade marks,
industrial designs,
copyright

(Also, sui generis
database rights, Gls,
plant variety rights,
semiconductor
topography rights ...)

The intellectual capital you don’t own, but you use —
including your team, and IP licensed to you

Non-physical things
you own, like trade
secrets, processes,

contracts, customer &

supplier relationships,
IP Insurance




EUGZZP

EU Georgia Intellectual Property Project

IP assets that are within scope for IPPD
e.g. licensing
Not only all the ... but also all /

intellectual the IP and
property Patents intangibles you Copyright Contracts
assets you can can’t*

register...
_/ /
secrets
Trade marks e.g. software
code
/- e.g. awards &
permissions

Designs Relationships

—/
e.g. customer
insights

Plant Variety
Rights

* In some countries
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Contracts (1)

Contracts

Licensor - Agreements granting third parties a icence o use your organisation’s
fechnology, creative works, brands andfor other non-physical assets, usually in

exchange for royalty payments

Franchisor - Agreerments granting third parties rights fo sell goods andfor services

usnhgym.\rhraﬂ%‘v.afwma! ang\:'br bus.\he.sspsysﬂsm. usually in exchange for 3

revenue/profit share

Lessor - Agreements granting third parfies rights fo use assets ownad by youw under a

Iease or hira purchase contract

Public sector - Ag fio supply ies, bodies or

dapartmants

Private sector contracts - Rights and Dbﬁg\a.fmns fo provide specific discrefe, one-off

deliverables, 8.g. individual consfruction projects

Subscription, service and support agr

suppart or training contracts H‘Ja? a‘e.(w»ar repeat income and sus!am your cummur
relafionships, e.g. Software as a Service (SaaS) agreements

Supply chain contracts - Agreements to supply other ongamisations with your finished
components or manufaciured goods

Blockchain - Management of a proprietary. contractually binding digital
ledgertransaction record using Blackchain technology

tokens (NFT) - A unigue unit of data empioying fechnology that allows
nificated

digital confent such as videos, songs and images, fo become logged and authe
nt such as 5, 5 a 5, me an
using Blockchain technology

Customer orders - Formal, documented requests fo supply your products or services
fo customers in future, on agreed terms
Agentireseller a rnemems Agreements with third
anabie you to sell your products or services maore
Terms and conditions of supply - Standard wording that sets ouf the contractual
basis on which you deliver your goods andior services to your customers, covering
compliance matfers (e.g. privacy, data profection)

ias, e.g. distributors, that

IP assignee - Agreements confimming thaf i property origir loped by
others has been transfered to your mqam'sab'un
Licensee - . creative warks,

ermitting your
brands andior ather nan-physmaf assef.s cmgmal’br dsvshued by a Mpaﬂy (for which
myakres may be payab)el}

via a branded

busmm mndaf} ina spewﬁc ma#cuf and..tr rerrmry !or which a mw:us{m:ﬁ share is
payable
IP sattlement agreements - Rights fo continue using thind parfy infelectual properfy
ra.g. by way nfatlss-l’l‘cancus} without infringement as a raswlf of legal agreements or

ivity arrangements - Contracts which give your nisafion exclusive rights to
a‘ﬂwop buy. se#wmﬂrmmgwdswsmm.ampaﬂy or negotiate their
suppdy to others

non-exclusive ag t to sell a third

-G
party’s products or services [nof a licence or franchise)

Partnership, research, development and/or collaboration agreements - Formalised
co-gperations that provide you with access fo third party know-how and resources but
do not create joint veniures or new legal entities

Mineral rights, exploration rights & land agreements - Rights to exploit water, land,
minerals, fimber and other natural resources, including rights of construction (e.g.
planning consents)

Consultancy agreements - Formal written arrangements to secure access to external
specialist resources that assist the organisation with development or delivery of its
products and/or services (not including sub-contractors)

Sub-contractors - Agreements with third parties to deliver part or all of your finished
product, process or service

Supplier contracts - Agreements which secure access fo external resources or
materials you need, which may include preferential terms

Directors' service agreements - Signed undertakings that bind directors to act in the
best interests of your organisation

Employment contracts - Signed documents setting out your organisation's rights of
access to employee intellectual capital and ownership of knowledge outputs

Non-disclosure agreements (NDAs)/ confidentiality undertakings - Agreements
which require secrecy to be maintained between your organisation and one or more
third parties, for one or more specific purposes

orship agr ) - One or more contractual relationships with third parties
to support their activities, delivering economic/reputational benefits by association to
your organisation

Standstill/non-compete agreement(s) - Legally binding agreement enabling your
organisation and a specified third party to co-exist for a period of time following
resolution of a dispute

Domain names - Contracts or subscriptions providing your organisation with access fo
specific URLs (domain names) relevant to its activities

Social media accounts - Right to use a specific social media account name or ‘handle’

Software licences - Permission to use third party software packages lo support the
organisation's day-to-day operations (e.g. Office 365)

Lessee - Financial contracts that provide your organisation with access to assets, e.g.
buildings, machinery, vehicles, for a defined period

© Inngot Ltd 2013-2022. All rights reserved




How and who
can use
information

‘Purpose’

Nature of
confidential
information to
be protected
under NDA

Length of time
NDA in force

One-way or
two way
agreement

© Inngot Ltd 2013-2022. All rights reserved
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NDA Observations

 What is important to get right?

* Problems as NDA doesn’t describe purpose

* No definition of confidential information (how to tell
confidential vs non-confidential information)

» Generally mutual (two-way agreements are best)

* Importance of getting in place at right time (don’t invalidate
future patent rights)

* No additional steps taken to maintain confidentiality (includes
internal confidentiality terms in employee contracts)

» Country of Law

© Inngot Ltd 2013-2022. All rights reserved
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One Way Non-Disclosure Agreement

LLLLY

EUGZZ

236032330600 ) |
Lagotrmzgmmbngol gg :if;ﬁ%?_’ Q EVIPO

Non-Disclosure Agreement

This Agreement is entered into on this [insert number of day] day of finsert Month

= ?' and year] by and between:
E U G ' ‘ I 1. [Insert official beneficiary SME name], having its registered office or based

EU Georgia Intellectual Property Project in finsert the Legal Address of the Entity], represented by [insert name and basis
for representation] hereinafter referred to as the Discloser and

2. [insert IP pre-diagnostic expert’'s name], based in [insert the Legal Address
of the Entity or of the expert] hereinafter referred to as the Recipient [modify as
above if you need to have a signature on behalf of the institution and not the

expert]
WHEREAS:
IP scan The Discloser hereto requests/qualifies to receive the intellectual property pre-
= diagnostic service and the Recipient hereto agrees to provide the intellectual
N on 'D ISCIOSU re Aq reeme nt property pre-diagnostic service to the Discloser.

Throughout the duration of the intellectual property pre-diagnostic service, the
Discloser may share confidential information with the Recipient subject to the terms
and conditions set forth below.

IT IS AGREED AS FOLLOWS:

© Inngot Ltd 2013-2022. All rights reserved
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EMPLOYMENT CONTRACTS

A definition of “confidential
information”

A definition of “intellectual
property”

Clauses that require the
employee to assist the
company in obtaining good
title to all inventions and IP

A definition of an “invention’

Non-compete / non-
solicitation clauses

Use of IP during / after
employment

© Inngot Ltd 2013-2022. All rights reserved
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Absence of contracts/important terms in contracts

Missing terms in eg Risks:
Distribution/Manufacturing « Confusion over subject matter of contract
agreements: » Collaborator registers your trade mark in
* Missing IP definitions; distributor country before they do or have
* No reference to use of IP clause to ensure transferred to you
» Lack of get out clauses « Terms to avoid manufacture/sale of low quality
- Define contract country of law in goods under your brand
case dispute arises * IP ownership not clear for joint
. Ability to audit developments/tooling etc

© Inngot Ltd 2013-2022. All rights reserved
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RISKS IN COLLABROATION

» Different mindsets around the table
* In aresearch collaboration, a partner may wish to publish early
» Differences in law in international collaborations

* IP ownership

* No collaboration agreement in place (or in place too late!) .
* You don'’t ringfence background IP
» Potential loss of control over use of IP

* No usage/exploitation rights defined for background/foreground/sideground IP

* You undervalue your IP

© Inngot Ltd 2013-2022. All rights reserved



°  https://www.gov.uk/guidance/lambert-toolkit /

*  https://www.gov.uk/government/publications/inte
llectual-property-for-business/ip-for-business-tools

e https://www.gov.uk/guidance/model-agreements-
for-collaborative-research

* National IPO/WIPO guidance etc

* EUIP Helpdesk - fact sheets/documents eg EU-
IPR-Guide-IP-and-Contracts.pdf / Fact-Sheet-
Commercialising-IP-Licence-

Agreements /IP_joint_ownership_updated.pdf

© Inngot Ltd 2013-2022. All rights reserved
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https://www.gov.uk/government/publications/intellectual-property-for-business/ip-for-business-tools
https://www.gov.uk/guidance/model-agreements-for-collaborative-research
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Further help?

* Help/Fact sheets Examples:
— Need to be business friendly * WIPO - templates/tools
» Helpline  EU IP Helpdesk
— People:Training of Sakpatenti front « Other IPOs:
line staff/expensive — UKIPO Lambert agreement
* Model agreements — UKIPO IP Access Fund (further
» Refer to IP Professional grants to access IP professional
— SME perceives too help)
expensive/doesn’t follow up on IP — Business friendly guides (eg IPOS
management points from IP Scan International)

© Inngot Ltd 2013-2022. All rights reserved
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WIPO resources

WIPO IP for Business
Information on IPR

Data Sheets on Commercialising IP

Links to further information eg Ip
audit benefits

https://www.wipo.int/sme/en/

© Inngot Ltd 2013-2022. All rights reserved
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WIPO IP audit webpage

Meda | Meeings | GontaciUs | IPPodal | Engish~
« General overview
. . IPServices  Policy  Cooperaion  Resources  AboutlP  About WIPQ

 Different Types of IP Audit p———

Intellectual Property Audits
b U S eS An intellectual property (IP) audit is a tool for identifying your

potential IP assets. Ideally an audit should be carried out by

professional IP auditors, but often a preliminary audit can be done
° Be n efits ceu in-house, within your company.

Through an IP audit you can make an inventory of your potential IP assets. This helps you to:

= Uncover unused or under-utiized assets
« Determine ownership of these assets
« Identify any related threats, i.e. IP infringement from your side or by others

Types of IP audit

There are three main types of IP audit

General-purpose Event-dr Limited-purpose
This is broadest type of IP audit, used by This type of IP audit is also known as “IP due  This is the IP audit with the narrowest scope.
new comparies or those considering diigence”. ltis used to assess the valueand It is situational in nature and typically used fo
implementing new IP policies, standards or  risk of a company's IP assets. The event- justity a legal position or the valuation of a
procedures. driven auditis often utiized: particular P asset. It can also be applied in
the context of:

Itis aiso suitable for companies « inthe context of mergers/acquisitions and
implamenting new marketing approaches joint ventures; » personnel tumover
directions, or major reorganizations. « before entering into a financial transaction  « foreign IP fiings:

involving IP. such as an inital public - before engaging in e-commerce;

Ltd 2013-2022. All rights reserved
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Contracts — examples of external resources

 The IPO has produced two sets of Lambert « EU IP Helpdesk: Helpline/resource
agreements which form a useful starting point: library/training/events etc

* University/SME https://intellectual-property-
https://www.gov.uk/guidance/university-and- helpdesk.ec.europa.eu/regional-
business-collaboration-agreements-lambert- helpdesks/european-ip-
toolkit helpdesk_en

- B2B * IPO International (Singapore)-
https://www.gov.uk/government/publications/i guides and case studies
ntellectual-property-for-business/ip-for- https://iposinternational.com/en/res
business-tools ources/business-guides

© Inngot Ltd 2013-2022. All rights reserved


https://www.gov.uk/guidance/university-and-business-collaboration-agreements-lambert-toolkit
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https://intellectual-property-helpdesk.ec.europa.eu/regional-helpdesks/european-ip-helpdesk_en

EUGZZP

EU Georgia Inteilectual Property Project

External Relationships

© Inngot Ltd 2013-2022. All rights reserved
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External Relationships

Relationships

Marketplace - A business model based on an exfernal network of users, colaborators
andfor supphers thaf delivers synergies by sharing and augmenting each other's
contribufions (e.g. eBay)

Influencer links - Your isation employs, or has access fo, opinion leaders who
are recognised as being influential in vant markets

Social media followers - Access fo a large audience thaf is enabled and facilifated by
your organisafion’s social media presance, enabling you fo communicate with and
influgnce your markef

First mover advantage - Your arganisation prowvides a product or sarvice which is
demonstrably the first of ifs kind within an exisfing markef category, or which has
created & new G

Market leadership - Your organisation has influence in its market(s) by hawving
demonstrably larger sales (by volume andfor value) than any compefitor, across the
whoie of a parficwar category

Brand/market reputation - Your organisation is recognised in your market for 8 track
record of delivering goods andior senvices af 8 consistent gualityprice point
Corporate social responsibility - Your organisafion is publicly commifted to purswing
policies that are socially andfor environmentally conscious

Customer loyalty - Evidence of enhanced incomes arising from proven cusfomer
pgpﬂn&kytﬂ make reguiarTepeat purchases andfor recommend your organisation fo
others

Customer inmﬂ?m - Recards of customers, their hisforical buying patfems. their
reguirements and specifications

Customer’market knowledge - Uinigue, preferential or specialisf insights info customer
needs and decision-making processes

Si ier knowledge - Unigue, praferential or specialist knowledge of materials,
products or serwices needed fo underpin cusformer value andior maintain competifive
advanifage

Intellectual property advice - Relationship with one or more external IP prachices,
andfor qualiffed in-house IF expertise, routinely used

© Inngot Ltd 2013-2022. All rights reserved
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External Relationships

Important to spend time to manage external relationships (eg customer loyalty; social media
followers; supplier arrangements; influencers)

Opportunities:
- Networks have value! (eg supply chain)
- Customer Intelligence is an asset

Risk

- Lack of Brand Guidelines — loss of control and goodwill attached to brand

- Lack of internal information systems (to capture information on external relationships)
- Care re: Data Protection (GDPR; data security)

© Inngot Ltd 2013-2022. All rights reserved
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Endorsements

© Inngot Ltd 2013-2022. All rights reserved
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Endorsements

Recommendations

Regulatory approval - Permission to operate in or supply 8 market that is subjecf to
reguigtory enfry requirerneants, representing & bamer fo competiion (e.g. FDA approval]
Mark of conformance - Authonised fo use & certified or recognised mark thal confirms
compliance or conformance with reguiatory standards (e.g. CE marking)

Company accreditation - Achievement of & relevant, recognised gualiy standard (e.g.
1508001)

Permissions/irights to operate - Consents providing Sccess (o resowces neaded for
your orgamisafion fo operate, e.g. voadcas! ficences, fishing ¥oences, landing slods,
berthing nights, production quofas or faxl icences

Industry association membership - Membership of a relevanf trade body that has
responsibility for seffimg and policing standards in your industry

Grant recipient - One or maore successi application(s) for imnovation and growth
funding from government or industry SOUrces

Tax credit recipient - Receipt of cradits against faxes otherwise payabis, e.g. due fo
qualifying R&D expenditure, creative activity or Patenf Box' eligibilify

Award recipient - Winner of 2 recognised open competition relevant to your
organisation’s markefplace

Customer reviews - Your organisalion banefits from a substantial body of indepandeant
festimonials provided by users of your goods and/or Sernices

Collective mark‘mark of origin - Authorsation o use a recognized, protectad mark of

and/or origin that is owned or controfled by a third ad].r (e.g. Scotch whisky),
uaﬂng F'm!a% Designations of Origin andsa%ﬂa

Intellectual property audit - A documented, independent review of your arganisation’s
IP, available for inspection

© Inngot Ltd 2013-2022. All rights reserved
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Endorsements

Examples — 1ISO9001; FDA approval; CE marking

Checklist:

« Early stage business — check what approvals are needed to be able to trade (help from
stakeholders)

« Mature business — what approvals are needed to expand business eg regulations in export
countries

Opportunity:
« Take advantage of endorsements/awards for marketing purposes to build value/goodwill
* Apply for tax relief (embed systems to capture R&D time etc)



EUGZZP Impressions from IP audits conducted over the last year

EU Georgia Intellectual Property Project
WHAT ARE WE SEEING IN IP TERMS?
Trade marks often not registered, lacking in scope or cover Basic knowledge of copyright often missing
an outdated subset of appropriate goods and services . Ownership issues: stock photos often used without appropriate licensing, IP is not
. Even marks that are in use, driving revenue and vital to the assigned from contractors
company, are often poorly or inadequately protected . © statement ofteliRisciacmtiniticnaad
. Branding guidelines (to ensure consistent use of brand Record-keeping and copyright management poor

elements) are often absent .
Contracts and domains

Patenting not always considered . Lack of understanding of key terms/appropriate royalties (e.g. in licensing)

. Searches not likely to be thorough (or understood!) . Employment contracts often lack standard IP clauses

. Software companies often incorrectly assume that pfitent . Frequently domains are registered to director, designer or web hosting
protection is not available to them (or if so, that it j straightforward company and not client company

and harmonised)
Companies often encounter issues as they grow and internationalise

Trade secrets often poorly managed . As companies export, IP position becomes worse, with little or no protection in key
. Lack of knowledge of trade secrets and ability tofprevent their use if territories
properly managed: often no clear understanding & secrets owned . o . .
. Risk of distributors registering company trade marks overseas
. Know-how often not captured. Many things consider8g ‘know- how’ may - . .
. Insufficient barriers to entry for competitors
actually be trade secrets
Designs very rarely registered, even if relevant Companies often interested in IP value
. Lack of understanding or appreciation in the SME community . To support negotiations or investment

© Inngot Ltd 2013-2022. All rights reserved
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WHAT ARE WE SEEING IN IP TERMS?

Patents generally the best managed assets, where they are relevant

CRYUTrouUmc

ompanies often involved in collaborative development (e.g. H2020 funded etc.)

. They know that these arrangements pose some IP risks, but aren’t sure why, or how to minimise these

here further support available that they are not accessing? eg NIPOs, EUIPO/EPO, WIPO, EU IP He, C
Not enough attention being paid to raue TITares

. Understandable at an early stage, but little visibility of potential future ‘road blocks’

Trade secrets often poorly managed

Ity procedures

ck of awareness of potential copyright/design issues
. Lots of assignments required from contractors
. Insufficient records being kept of inventive/creative process (e.g. in staff notebooks)

Greater relevance for designs, but most haven’t considered protecting them

Strong interes

© Inngot Ltd 2013-2022. All rights reserved
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What are the matters to be considered?

 How broad should the scope of the For example

service be? « Standardised approach eg run as a clinic
 What level of detail? and signpost to additional IP support
 What does Sakpatenti feel competent OR

delivering (identifying gaps)? « In between — Tailored recommendations
« How much time per delivery? and signposting for answers
 What is the output/now much should be OR

tailored? - Deliver tailored support — bespoke report
* Measuring quality of service delivery with personalised recommendations

(later) (including TM searches

© Inngot Ltd 2013-2022. All rights reserved
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DELIVERY of IPPD Service

- Overview of typical steps of delivery
- Templates - reminder
* Insights from other services
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TYPICAL ‘JOURNEY’
N\

Data from client Secondary Meeting / Draft report Feedback
research interview

* Registered « IP intelligence » Confirm * Further * You read and
IPR —TMs understanding research feedback
« Other used/database « Collect more « Collating « Audit
examples searching (esp data information modified and
. Licences ™) « Understand into draft finalised
obtained and + Company issues and report
granted website and where
« Copyright data / assistance
assets used corporate required
« Biz plan if structure « Help to fill the
available? * Products / gaps [IP
services sold education]
and
\ ) \ competitors y \ y \ ) \ y




=) IPScantemplates
EUGZZP

eorgia Intellectual Property Proje

IP SCAN INTERVIEW GUIDE — PREPARATION — DESK RESEARCH

SME self assessment™ and basic economic
data from the application [*eg template or
Goldseam IP Profile tool]

Financial
situation

Competition IPR databases
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Data Capture — Application Form

IP Audits Plus Forms UK 2021-22 | 4

« Use of application form to capture data
Supporting Information

Brief background of the business including products and/or services

Ask client to pre-populate information

Company name/background including a summary of the identified IP.

Turnover

# of employees

IP registered rights (if any)

Aims of audit — company needs?
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TYPICAL ‘JOURNEY’

Data from client Secondary Meeting / Draft report Feedback
research interview

* Registered « IP intelligence » Confirm * Further * You read and
IPR —TMs understanding research feedback
« Other used/database « Collect more « Collating « Audit
examples searching (esp data information modified and
. Licences ™) « Understand into draft finalised
obtained and + Company issues and report
granted website and where
« Copyright data / assistance
assets used corporate required
« Biz plan if structure « Help to fill the
available? * Products / gaps [IP
services sold education]
and
\ y \ competitors ) \ \ y
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SR EES

D ( N\
5 IPIIiDcant | IPPD admin
PP guide

IPPD
interview
guide

guide

One way
NDA

IPPD report

Disclaimer & Confidentialit
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ALLLY

Inteflectual P

IPPD INTERVIEW GUIDE - INTERVIEW

Inform about IP Searches
Discuss IP management and strategy
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IP SCAN MAIN REPORT

WL

SME’s business model and company strategy

Identification and analysis of existing IP and IP-relevant intellectual assets
Use of IP searches
IP management

Summary and strategic recommendations
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delete what does not apply in the table below:

Identified IP and IP- relevant
assets registration
recommendations

IP related actions
recommendations

IP risks
recommendations

Business strategy
recommendations

* Trade marks
* Designs
* Patents
* Utility models

* Trade secrets (NDA)
* Copyright

* Domain names

* Geographical
Indications

* Topographies of
Integrated circuits

* Plant variety

* Integration of IP searches into
the IP management processes

* Financing methods for IP
protection

* |P based business
(monetization): licensing, selling,
franchising, cobranding

* |P Internationalization
(geographical scope)

* Consultation to IP advisers

*Third party IPR’s
(infringement of others)

*Enforcement
(infringements of one’s
own rights)

*Ownership of IPRs in
contracts

*Loss of benefits due to
lack of protection

*IP integrated business
models

*Organisational methods
(internal and external)

*Internationalization
strategy

* Financing strategy
* R&D strategy

*Marketing and branding
strategies

*Market and customer

access recommendations
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1.

REPORT COMMENTS

Markets And Competitors

USP and Market Intelligence - IP Searching

FURTHER INFORMATION

Location of Patent Libraries

When a business invents or creates, it is important it understands whether what it has uncovered is
indeed new and/or unique before spending vital funds on further development. Targeted searches
utilising specialist [P databases can help it to find out what others are doing and gain valuable strategic
insights. It can also help to understand if the business may be infringing a third party’s rights. The
business should conduct IP searches alongside other research as part of its business strategy, such as
market research for a typical business plan. The business can get free help on initial guided/assisted IP
searching (e.g. trade mark and patent) at the local Patent Library (PATLIB) or by consulting free IP
databases.

Following assisted or pro bono searching and ad-hoc analysis, the business should consider a more
thorough analysis using the skills of an |IP professional (particularly if the initial searching indicated
potential opportunities/risks). The business should continue to search periodically or to take advantage
of IP watch services to keep its market intelligence current, for instance around technical advances and
competitor innovation.

Search for a trade mark

Patent database

Find a reqgistered design
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contains three types of entry:

Appraise report outputs = IP audit management points

I risks which may require your attention
é Other information to help you make the mast of your 1P

ﬂ Tips on how to make your P stronger or more commercially successful

Instant on screen report .
Your IP action plan for:

* A personalised Action Plan (to IP profiled by Goldseam) Sollomon valuation methodology for IP & intangibles
+ Highlights risks requiring attention L ©
w  General Information [Hide All]
» Information to help make most of your IP A\ L et
* Tips on how to make IP stronger or more commercially stronger A =
oo ]
e.g. What should you be doing to protect your IP, exploit it and generally getting your A\ S o il o f somece nfringes your rights?And have willyou ind ot whether anyone has? 1t bghly
intangibles working harder on your behalf — e.g. Do you own your IP? Do you use ’ rm———
NDAs (includes links to model templates)? Are you at risk of infringement? Can you & a—s
protect rights better with registered rights? Information on international Systems ook emir tam bt our b the s ofyou egtared oo s our a1
N e o St o s i sy o
~ Trademarks thide Al (@

» Useful online layout that can be managed online and shared with work —

colleagues/business advisers ‘ ) \/\/’\,/ N

» Tailored precisely to your profile to make sure it is 100% relevant to your

www.inngot.com/tools * Regularly updated:;
optimised for UK but country-
* Regularly updated, could be adapted for country use (specific national IP laws) specific forms available

innovation challenges.
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kg Bl 1P Audits (UK) - Overview

Typical report format (full IP Audit) ,Q’”g:
oégge,fjf“e/

1. The business context Ip%

2. Existing IPR/IAs Yts p,

3. IP threats QS

4. IP Management

5. Strategic recommendatins



kg B P Audits (UK) — 1

Typical report format (full IP Audit) D
Oy
1. The business context Ipd
Identify the core business and the key Qg 2
us

features of the business plan, in particular
the features by which the business intends
to differentiate over its competitors.
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IP Audits (UK) - 2. Audit of existing IPRs and IP assets

Identify: .
a. Granted patents and pending patent applications °

b. Registered trade marks and trade mark
applications .

c. Registered designs and design applications .

d. Unregistered trade mark rights, including trading
names and branding

e. Domain names

f. Potentially patentable inventions

g. Potentially registrable trade marks

h. Potentially registrable designs

I. Technical know-how

j. Other forms of confidential information, including
trade secrets & other commercial information

k. (Unregistered) design rights

|. Potential sources of copyright (eg databases,
websites, promotional materials, product information,
internal documentation)

m. IP-relevant contracts (eg licences, franchises, joint
venture agreements, material transfer agreements)

n. Known or likely sources of other IP rights, eg
database rights, semiconductor topography rights,
plant variety rights, moral rights.



EUGZZP IP Audits (UK) - 3. Audit of potential IP threats

EU Georgia Intellectual Property Project

Identify potential IP-related threats e.g.

a. Third party IPRs

b. Ownership issues surrounding the IPRs identified in (2) above
c. Infringements of those rights

d. Trade mark non-use issues.

Consider potential financial issues relevant to the IP assets, for example financial (including tax)
aspects of the ownership or licensing structure; the role of the holding company, if applicable;
the country(ies) in which the assets are held; and any charges over the IPRs. Recommend
responses, for example conducting searches, establishing contracts and/or obtaining further

professional advice.
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IP Audits (UK) - 4. IP management

Recommend practices and procedures for improving IP c. Capturing and recording know-how and other confidential

management, for example: information

a. Use of confidentiality (non-disclosure) agreements d. Capturing and recording unregistrable IP such as design right,
copyright and unregistrable or not-yet-registrable trade marks

b. Ownership safeguards e.g. contractual terms in e. Capturing and recording evidence of use of trade marks

agreements with contractors, consultants, licensees and f. Capturing and evaluating potentially registrable IP (patentable

other partners; job descriptions for key staff; terms for inventions; registrable designs and trade marks)

nonemployee directors; appropriate transfers of IP both g. Prioritisation of registrable and registered IPRs, in light of the

within the organisation and externally business plan, and implementation of registration and exploitation

tactics to match

h. Infringement clearance procedures, in particular for new projects
such as the adoption of a new trade mark, the development or
launch of a new product or the
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IP Audits (UK) - 4. IP management (cont/d)

I. More general awareness of relevant third |. Publication clearance procedures, to avoid loss of

party IPRs, for example using watching protectable IP

searches or “landscape” searches m. Maintaining up to date proprietor, licensee and contact
J. Taking expert advice on IP-relevant details for registered IPRs, including domain names
contracts and, where appropriate, their n. Marking — for example flagging application and
registration registration numbers on product literature; use of the ™,
k. Taking expert advice on possible risk ® and © symbols

mitigation options including IP Insurance 0. Improving staff awareness of IP issues and policies

p. Regular reviews of IP rights and strategies, in particular
in light of developments in the business plan.



EUGZZP IP Audits (UK) - 5. Strategic recommendations
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« Recommend key actions to align the IP strategy with the general business strategy over the
short to medium term. Identify “quick wins” for safeguarding and/or exploiting the IP. Advise
on suitable options for exploiting the company’s IP, again to fit with the overall business plan,
eg by licensing and/or enforcing and/or using the IP to attract and reassure investors and
business partners.

* Flag potential options for IP-related tax savings, eg through R&D tax credits and/or Patent
Box.

« Warn of potential weaknesses and threats which might impact on the value of the IP and IP
strategy in the context of the short to medium term business plan. If feasible, provide
indications of the likely costs of adopting the audit recommendations over the short to
medium term.
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WIPO Dlagnostic
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WIPO Diagnostic

* Free tool; available in 6 languages
* 10 sections

» 45-50 pages of report if all sections
selected

* Eg 4 page report for trade marks
alone

* Provides links to other respective
IP Guides

IP Services Policy ‘Cooperation Resources About IP About WIPQ

Home 5 About IP 5 IP for Business s WIPO IP Diagnostic

WIPO IP Diagnostics

With WIPO IP Diagnostics you can undertake
a basic diagnostic of the intellectual

property (IP) situation of your business. It is in
the form of a questionnaire with several
sections that will ask you questions on
different IP topics (e.g. innovative products,
trademarks, licensing, designs,
internationalisation, etc.).

After you complete a section, a report that gives you
recommendations and further information on IP and business
competitiveness will be generated.

» Why use WIPO IP Diagnostics?

Find out more: Brochure i | FAQ [

Start WIPO IP Diagnostics
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Other Service Examples
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The « Coaching INPI » range

dpr COACHING
s inpi

p

IP PREDIAGNOSTIC

Assessment of IP
needs for SMEs that
have little or no use of
intellectual property.

Allows to identify

courses of action

through a set of
recommendations.

IP PASS

Financial support for
companies that

| benefitted from our

recommendations.
Helps them to
implement the

recommendations

they were given.

IP MASTER CLASS

| Training course for

innovative small
and medium
companies that
wish to use their
intellectual
property as an asset
in their business
strategy.

© Inngot Ltd 2013-2022. All rights reserved
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Process

2)

10) CC receives Service Delivery Confirmation
sunvey and Invoice from the expert

£t - .
it 5)Onste sk -tk

with SMIE {2-4 hours) 6)* Expert elaborates the
Reportand shares it with
. the SME

I

9) =ME delivers Service Delivery
Confirmation survey to CC

I Expert]
1) CC notifies IPA4SME g
support Action grant Beneficiary 3) CCfacilitates initial contact
SME with expert and shares IPSAwith
Coordination himiher
Centre (CC) T
2) SME completes the IPA4SME 4) Expert doesinitial analysis (SME’s
Self-Assessment (IP5A competitive environment &
sessment (PEA) : 12) Expert
. Schedules a visit E5UEs
11) CCvalidatesboth
AORto CC
questionnaires (iP pre-dicgnostic T) SME meets the expertio
discuss recommendations

i ) . - quaNTy check by an GXRMa ey

service reception and provision) Wfocezface or virtuatly) Only the non-confidentlal conmn of the
REDINT'S CONCLSIONS Wl D6 SNarad Wi e O
and pays the fee to the expert
Preferable timing for service delivery
5 i} 8
), 25 2 8)
Max. 2 weehks Max. 4weeks

'—E 9)
Max. 1 mont|

v
Max. 2weeks

© Inngot Ltd 2013-2022. All rights reserved
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UKIPO

Innovate
& 4 & Tl M ¥
EDGE UK

Intellectual f cxgsmen

Intellectual Intellectual : e
Propert Propert
Offige g P"OPG"W Oﬁge Y Growth Hub
Ofﬂce European Union
IP Audits Plus IP Access - Revi R
IP Audit Report Guidance Innovate UK EDGE Application Form Annex 1 ntegrate Review Report
Apri 2021 Innovate UK EDGE

1PO | Making lfe better through IP [m Innavate
= | o

Imeticiz Property O 1S an oparating name of the Patent OMce EDoE

1PO | Maxing life better through 1P

Infefiactial Property OMica 1S ah oparating name of the Patent Offce

Po | Making life better through IP

© Inngot Ltd 2013-2022. All rights reserved
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Service development

 What existing tools are suitable/could be considered for Sakpatenti
use?

« Alongside such ‘standardised’ reports, Sakpatenti may consider
enhancing with creation of a short summary/personalised action plan
« What other documents/model agreements/fact sheets will be useful?

« Learning from Others:
- what has worked?
- application/guidance forms — what is needed (onboarding/evaluation)?

© Inngot Ltd 2013-2022. All rights reserved
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Thoughts? What are the matters to be considered

* How broad should the scope of the For example
service be? « Standardised approach eg run as a clinic
and signpost to additional IP support

 What level of detail?

« What does Sakpatenti feel competent

OR
* |n between — Tailored recommendations and

delivering? signposting for answers

* How much time per delivery? OR

* What is the output and how much of - Deliver tailored support — bespoke report
that output is going to be tailored? with personalised recommendations

(including TM searches

Quality of measurement (later)

© Inngot Ltd 2013-2022. All rights reserved




RENIIE
POTENTIAL USES OF IPPD*

*Not drafting applications/contracts

Know the
strengths and
weaknesses of

your
intangibles

Prioritise and
minimise
expenditure on
intellectual
property

Develop an IP
strategy

Uses of an
IP

assessment

Identify IP
threats and
opportunities

Input into a
business
strategy

Keep an up to
date register of
rights
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Proposed Group Session

Aim — to develop/discuss SME and Stakeholder messages/Actions

© Inngot Ltd 2013-2022. All rights reserved
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‘Selling’ Service and maximising outputs

SMEs Stakeholders
* May see IP as a barrier as don’t « Opportunity to engage with local
understand: stakeholders
— Benefits  How can you work together for
— Uses mutual benefit and ultimately for the
— Simple management tips to benefit of SMEs

enhance value and secure rights

I[P perceived to be:

- Too expensive
- Too complicated (legalese)

© Inngot Ltd 2013-2022. All rights reserved
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Breakout into two groups

Group 1 — Service message (SME Group 2 — Stakeholders (help to get
marketing message) message/outputs to SMES)
Remember - SMEs make little use of Aim - To discuss ways existing
intellectual property. stakeholders can collaborate to
They see IP as a cost and a legal strengthen service outcomes. ldeas

instrument rather than an investment and
a business tool

for formal and informal co-operation
will be collected.

« Who are they?
« Why work together?

© Inngot Ltd 2013-2022. All rights reserved

 What is service ‘hook’ (message)?
* What is SME need?
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GROUP 1 - Service message

+ What is your ‘hook’ going to be (ie AIDCA - sales and marketing acronym:

marketing message)? « Attention: First, grabbing the attention of
your prospect

» Use flip chart to capture ideas to
attract SMEs to engage with
service

e Guide —use AIDCA

* Interest: Then, piquing their interest in your
product or service

* Desire: Then, generating desire for your
product or service

« Conviction: Next, developing conviction
within your prospect

 Action: Finally, inspiring your prospect to
take action

© Inngot Ltd 2013-2022. All rights reserved
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Attention: First, grabbing the attention of your prospect

SME Need
« Growth
* Export opportunities I/
* Finance ~

* Reduce Infringement risk....

© Inngot Ltd 2013-2022. All rights reserved
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Interest: Then, piquing their interest in your product or service

What are they going to get?

How is it of value to SME?

© Inngot Ltd 2013-2022. All rights reserved
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Desire: Then, generating desire for your product or service

How can you make the service
attractive to SMEs?

* Price
* Personalised approach

© Inngot Ltd 2013-2022. All rights reserved
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Conviction: Next, developing conviction within your prospect

« Credibility of service (Team)
* Risks of not doing it

© Inngot Ltd 2013-2022. All rights reserved
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Action: Finally, inspiring your prospect to take action

SMEs are time poor
« How do you emphasise

* Introduce element of
scarcity/exclusivity of prog

© Inngot Ltd 2013-2022. All rights reserved
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GROUP 2 - Stakeholders

* Who? Examples;

* Innovation agencies (eg GITA -
Georgian Innovation and
Technology Agency); Chamber of
Commerce; Auditors; IP
professionals; Tech park, Georgia
Science funds; Accountants;
Incubator;

* Other IP Stakeholders
* Overseas IPOs (study trips)?

© Inngot Ltd 2013-2022. All rights reserved
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Stakeholders

Eg Innovation Agency Examples:
1. Current IP offering? 1. Webpage offering general IP
2. Why work together? (How can information; Funding for IP
they benefit from engaging with matters?
IP Scan?) 2. Referral of ‘clients’ for IP support;
3. How can this be developed? Follow on support (eg exporting)
Shared objectives 3. Introduce Model of Cooperation
(stakeholder agreement)
4. Who are most willing/motivated
partners?

© Inngot Ltd 2013-2022. All rights reserved
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GROUPs

« Two Groups — one focussing on SME and one on Stakeholders
« Use Flip Chart to capture outputs (example headings provided)
« Appoint someone to capture outputs on Flip Chart (or laptop)

* Present results

» Ask questions!

© Inngot Ltd 2013-2022. All rights reserved
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Service - what does good look like?

Evaluation
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Evaluation methodology

A broad policy cycle known as ROAMEF is used across the UK government. It charts how policies are
developed, appraised, evaluated, and then fed back into policy design.

A Rationale — setting out the rationale for government action in any particular area
A Objectives — defining the objectives a policy or programme aims to achieve

A Appraisal — assessing the best ways of delivering a policy or programme, and estimating the costs and
benefits

A Monitoring — continuously checking progress of the policy in delivering the stated objectives

A Evaluation — assessing the effectiveness and impact of the policy to see whether the anticipated
benefits have occurred

A Feedback — ensuring learning from the policy is fed back into its implementation and into the design
of other policies or programmes
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Service - what does good look like?

Evaluation of service

* What were the observed outcomes (such as technological development, or
increased turnover)?

e How much of any observed change in outcomes can be attributed to the
programme?

* How did changes vary across groups (across smaller and larger companies, or across
sectors)?

* Were there any unintended outcomes?
* Did the programme achieve its objectives?
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Evaluation uses

* Marketing of programme success
e (Case study generation

* Development of programme
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REMINDER - Objectives of the IP Audit Plus Scheme (UK)

« To connect businesses with good quality guidance and advice along with .

the services that they need to make their IP work for them as they work to B N
grow their business. IP Audits Evaluation
* More than putting registered rights in place; making sure that businesses

can identify opportunities to use their IP to generate income/value, such as
through licensing and franchising.

« Making sure that businesses are aware of the risks/limitations and
understand how to manage them (not just potential infringement but also
internal IP management strategies; for example, ensuring that employee
contracts, amongst other things, are sound).

« Long term goal is to ensure that businesses are able to integrate IP into
their wider business strategy. S

Source: https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation



https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation
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Lessons from the IP Audit Plus Scheme (UK)

Reconsidering trade marks/branding in light of
possible infringement

Registered trade mark rights

Filed an application for a patent(s)

Identified confidential info/ introduced Non-
Disclosure Agreements

Identified/asserted my copyright(s)

Reviewed our IP management strategy
Trained our staff on intellectual property

Not sure

Considered IP rights on an international basis
Other

No actions taken

I 220
I 107
I 170
I (5%
I <7

I s

B 7

B s>

B 5%
I c50
I 10

Source: https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation

Intellectual
Property
Office

€y

IP Audits Evaluation

Report
Version: Final v3.0
Prepared for: Intellectual Property Offica

Raf: JN1596/DDAIM
Date: March 2014

ioned b
of the researc

by the intelloctual Progerty Cffica (IPO)
hers, Not ecessarly e views
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Lessons from the IP Audit Plus Scheme (UK)

A summary of 67 IP audits found:
« 55 additional patentable inventions (on top of 21 already owned and 23 in
prog reSS) IP Audits Evaluation

Report

0
Intellectual

Property -
Office

« 115 potential new trade marks (in addition to the existing 62)

« 81 registrable designs (only 9 were previously registered) — and 70% of
companies had design registration potential

« Over 75% of audits found previously unrecognised non-registrable assets,
including copyright material, database rights, trade secrets and software
code

Source: https://www.gov.uk/government/publications/intellectual-property-ip-audit-evaluation
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Wrap Up

Q&A?
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alison@inngot.com
@DrAlisonOrr

@Inngot
https://www.linkedin.com/in/alison-orr-7292292/

EU Georgia project, funded by the European Union and implemented by the European Union Intellectual Property Office (EUIPO)
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