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TOPICS

e Examination Practices
» EUIPO Guidelines

» EUIPN Common Practices

* International Cooperation Practices’ related Initiative
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Examination Practices
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EUIPO Guidelines

A unique source of reference on the EUIPO’s practice

EUTM  RCD

European Union Trade Marks Registered Community Designs
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EUIPO Guidelines

Daily Practice Decisions of the Office’s

\ , Operations Departments
Regulation .

| Case-law of the Office’s
’ Boards of Appeal
3
Jurisprudence of the , -

Court of Justice of the Common Practices
European Union
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EUIPO Guidelines
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The EUIPO Guidelines

The EUIPO's current trade mark and
dosign practice is reflected in a serios
of Guidelines for Examination that are

Intended to help both our users and
our staffl in charge of the various
procedures

'
In this section

l Trade mark pxiidelines Design guideines I Previcus Guidelines Edrions

Trade mark practice Design practice Repository
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EUIPO Guidelines

Preparation of
the draft
Guidelines by
the Office

-Cy C I i C Annual review

Consultation of
stakeholders

- O p e n Involvement of

stakeholders

Adoption of the
Guidelines



R EVIPO

EUR:
INTE

OPEAN UNION
LLLLLLLLLLLLLLLLLLLLLL

EUIPN Common Practices

EUIPN Common Practices — Starting Point

Internal dimension

Setting up the Office
and its internal
processes

 Achieve internal
efficiency.

9

External dimension

User oriented
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The EUIPN and the Convergence Programme

-."7;:‘. E U I'P N

« o EUROPEAN UNION
INTELLECTUAL PROPERTY NETWORK
Colaborative Network

connecting

IP Offices, user associations and other IP
organisations

EUIPN Website



https://www.tmdn.org/network/web/guest
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The EUIPN — How does it work

* Project-based approach

« Objectives and priorities set up by the Members of the

Network

® o

« EUIPO provides infrastructure and resmpges
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The Convergence Programme - Aim

0) Time and cost savings

Potential reduction in application
processing times and cost savings for
both IPO and users.

o) Legal Certainty

Increased legal certainty due to greater
consistency and predictability in
decisions made.

\@ Quality and usability

Effective and efficient access to
protection offered by registration
systems

Q) Clarity and transparency

Communication initiatives keep
stakeholders informed of
advancements in a timely manner, with
unified information
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¢ Focus on Practices - No legislative amendments required

s Commitment of implementation by the Participating National IP Offices
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EUIPN Convergence Projects — Trade Marks examination

CP3: Distinctiveness - Figurative Marks containing descriptive/non-distinctive words
CP4: Scope of Protection Black and White Marks
CP5: Relative Grounds — Likelihood of Confusion (Impact of non-distinctive/weak components)

CP8: Use of a Trade Mark in a Form Differing from the One Registered

CP9: Distinctiveness of Three-Dimensional Marks (Shape Marks) Containing Verbal and-or Figurative
Elements when the Shape is not Distinctive in itself

CP11: New Types of Marks

CP12: Proof of Use in Appeal Proceedings
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The Convergence Projects - Results

‘Common Communications’

published

ONLINE
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Principles of the Common Practice
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The Convergence Projects - Results

EUIPN Common Practices

Inclusion
Guidelines

in EUIPO

Motivos de 6n absolutos — Marcas d

DIRECTRICES RELATIVAS AL EXAMEN DE

LAS MARCAS DE LA UNION EUROPEA

OFICINA DE PROPIEDAD INTELECTUAL

DE LA UNION EUROPEA
(EUIPO)

PARTE B

EXAMEN

SECCION 4

MOTIVOS DE DENEGACION ABSOLUTOS

CAPITULO 4

MARCAS DESCRIPTIVAS
Articulo 7, apartado 1, letrac), del RMUE

Motivos de absolutos — Marcas descriptivas

Ejemplos de cardcter distintivo:

La presencia de elementos figurativos puede otorgar caracter distil
formado por un elemento verbal descriptivo yfo no distintivo, de modk
ser registrado como marca de la Union Europea. Por consiguiente, sq
la estilizacion y/o los elementos gréficos de un signo son lo suficiente]
para que este pueda servir como indicacién de origen.

En el marco de la Red Europea de Marcas, Dibujos y Modelos (ET!
varias oficinas de marcas de la Unién Europea acordaron una practi
la cuando una marca figurativa, que Unicamente contiene elel
descriptivos o no distintivos, deberia superar el examen de motivos alf
[que el elemento figurativo le otorga suficiente caracter distintivo (t:
como Proyecto de Convergencia 3 o Practica CP3)?

La Practica Comin establece criterios para determinar si se cum
caracter distintivo debido a los elementos figurativos de la marca, con

Elementos verbales, como el tipo y fuente del texto, la combir
los signos de puntuacién y otros simbolos, o cémo se sitian
lado, de arriba abajo, etc.).

g Elementos figurativos, como el uso de formas geométricas sir|
y proporcion (tamafio) de los elementos figurativos en relacién df
verbales, o si el elemento figurativo es una representacion def
servicios, o esta directamente relacionado con ellos, y si el elem|
utiliza habitualmente en el comercio de los productos o servicios|

Signo. Ejemplo
ﬂ.vm. n{. — Ejemplo CP3
FlAVEUR AND ARSMA Ejemplo CP3
4.2 Apreciacion del umbral figurativo mv Epemplo CP3

Signo Asunto Productos y servicios

MUE n® 13 448 087 Clases 5,9,11,37.42.45

—hest—

Ejemplos CP3

il Combinacion con colores

La mera «adicién» de un solo color a un elemento denominativo descriptivo carente de
caracter distintivo, ya sea a las letras o en forma de fondo, no sera suficiente para
otorgar carécter distintivo a la marca

El uso de colores es habitual en el comercio y no se consideraria una indicacion de
procedencia. Sin embargo, no puede excluirse la posibilidad de que una composicion
especial do colores poco habitual y que el consumidor interesado pueda recordar
facilmente olorgue cardcter distintivo a la marca

Ejemplos de ausencia de cardcter distintivo.

Flavour and aroma

lavour and aroma

*Véase la Comunicacion Comin sobre la Practica Comun del caracter distintivo - Marcas

figurativas que contienen palabras descriptivas o ne descriptivas, disponible en

hittps//www tmdn org/network/documents/10181/278891cf-6ed4a-41ad-b8d8-1e0795c47cb 1

Directrices relativas al examen ante la Oficina, Parte B, Examen Pagina 33
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CP3: Distinctiveness - Figurative Marks
containing descriptive/non-distinctive words

Common Practice in relation to when a figurative mark, containing purely descriptive /non- distinctive
words, passes the absolute grounds examination because the figurative element renders sufficient
distinctive character.”

FLAVOUR AND AROMA A  ~<Fresh Sardine

Fﬂwou. o we— ( ﬂmﬂﬁash Sardine

(Class 30: Coffee) (Class 29: Sardines)
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CP4. Scope of Protection black and white Marks

“Common Practice that harmonises the different interpretations of the scope of protection of trade
marks exclusively in black, white and/or shades of grey (whether they cover any/all colours or not)

3

B&W covers o/ ‘What you see is

allcolours ) esaL UNCERTAINTY  Whatyou get



R EUVIPO EUIPN Common Practices

OFFICE

CP5: Relative Grounds — Likelihood of Confusion
(Impact of non-distinctive/weak components)

Common Practice that provides a set of principles regarding non-distinctive/weak components of
trade marks for the purpose of assessing likelihood of confusion, assuming that the goods and/or
services are identical

’l , - “
2 FRESH iV 4 : Sa-
UICE =

 JUICE SUN

(Class 32: Fruit juices) (Class 43: Holiday accommodation services)
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CP8: Use of a Trade Mark in a form differing from
the one registered

Common Practice that aims to identify general principles for assessing when the use of a trade mark in a
form differing from the one registered alters its distinctive character and provides guidance in this respect

Alteration of the distinctive character of the sign as registered Mo alteration of the distinctive character of the sign as registered

- GERIVAN “"‘
GERIVAN
x Class 25: Clothing, footwear and headgear Class 25: Clothing, footwear and headgear ,

o
Z
0
=
o
0
<
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CP9: Distinctiveness of 3D Marks (Shape Marks)
containing Verbal and/or Figurative Elements
when the Shape is not Distinctive in Itself

Common Practice that aims establish a minimum threshold for distinctiveness of shape marks when the

shape itself is non-distinctive
Distinctive ’

Class 32 Bottled drinking water

Non-distinctive

Class 16 Packaging/Class 25 Shoes
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CP 11: Representation of New Types of
Trade Marks

Common Practice that aims to identify the general principles on the examination of formal
requirements and grounds for refusal and invalidity of new types of marks, namely sound, motion,
multimedia and hologram marks and the new ways of representing them
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CP12: Evidence in Trade Mark Appeal Proceedings

Common Practice that delivers a set of guiding, non-binding principles regarding evidence in trade
mark appeal proceedings

» Types of evidence and recommended criteria for its acceptance
» Means and sources of evidence

> Relevant date of evidence

» Ways to present evidence

» Confidentiality of evidence
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INTERNATIONAL COOPERATION PRACTICES” RELATED INITIATIVE
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Pilot Project - Convergence of Practices - First Cycle

CP3: Distinctiveness -
Figurative Marks
containing > Fresh Sardine Fresh Sardine
descriptive/non-
distinctive words

CP4: Scope of
Protection Black and
White Marks

CP5: Relative Grounds
—Likelihood of
Confusion (Impact of
non-distinctive/weak
components)

CP6: Graphic
Representation of
Designs
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Recent Developments

CP3
URUGUAY
UzBewwTaj CP5
Documento de Practica 30593030l m3w999bEHo
SERBIA
CP6
Beposaraoha aAoBohema y 3a6yny CARACTER DISTINTIVO: G E O R G]A
(yromaj HenpenosHatsuBax/cA26MX Marcas mixtas que contienen términos
KOMIIOHEHTH) descriptivos/carentes de caracter distintivo
CTBapHE OCHOBE 32 OADHjame
©oB0BBoL 3Gam03TEro 33BelbYEd
3ABO[ 3A UHTEJEKTYAIHY CBOJUHY
PENYENUKE CPEUJE Direccion Nacional de la Propiedad Industrial
Ministerio de Industria, Energia y Mineria
Uruguay bagsMoggerml 0bdgmaddaseramo

bagnmGgdol ghegbaco gabdo - bagdsdabde
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2021 Broaden Project - Convergence of Practices -Second Cycle

CP9: Distinctiveness of Three-Dimensional Marks (Shape Marks)
Containing Verbal and/or Figurative Elements
when the Shape is not Distinctive in Itself

CP8: Use of a Trade Mark in a form differing from the one registered .’A (
/

< \B%
WHITE GORILLA , .

CP10: Criteria for Assessing Disclosure of Designs on the Internet

CP11: New Types of Marks

CP12: Proof of use in appeal proceedings
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2021 Broaden Project - Convergence of Practices -Second Cycle

‘ CP8: Use of a Trade Mark in a Form Differing from the One Registered

CP9: Distinctiveness of Three-Dimensional Marks (Shape Marks)
Containing Verbal and-or Figurative Elements when the Shape is not

Distinctive in itself

CP10: Criteria for Assessing Disclosure of Designs on the
Internet

‘ CP11: New Types of Marks
‘ CP12: Proof of Use in Appeal Proceedings
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Working Methodolog

Evaluation of
practices of
interest by IPO

Preparation of
Practice Paper

Shared
Publication
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Working Methodoloo

\
Evaluation of

practices of
interest
Expression of
interest in selected
Practices

Information
Sharing

First evaluation of
the Practices by IPO
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Working Methodoloqg

N\
Preparation
of Practice
Paper
Preparing Working
Practice Paper Adjusting Legal
(English and IPO official language) References
® o o
Analysis of the
Practice

(Criteria)
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Working Methodoloqg

N\
Shared
Publication
Approval Final Draft Joint Publication
Practice Paper IPO IPO and
(English and IPO official language) EUIPO/EUIPN

Preparation of
Final Formatted
Document
(EUIPO)
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& c & tmdn.org/#/practices

English ~ Signin Register

Practices Events

Home > Pr
Practices
Trade Marks B Jeriars Tzzls Practices Zoeelr ez

CP1. Harmanisation CP2. Corvergance of Class Headings

Classification Pract

CP3. Distinctiveness - Figurative Marks containing descriptive/non-distinctive

words

(CP4. Scope of Proeection of Black. CPS. Grounds - Likelihood of CFS. Use of 2 Trade Mark in 2 Form
and White Marks Confusion (Impact of nan- Differing from the one Registered
distinctive/weak components)
IPO of Jordan Enslish
IPO of Tunisia English Erench Arabic
CP11. New Types of Marks: Collabarative Netwark
exarvinatian of Formal
Repireroanis and Graunds for
Retusal _ - — -
IPO of Georgia English Seorgian
IPO of Uruguay Englis Zpanizh
IPO of Monaco English Erench
e IPO of Albania English Albanian
gns
P& Comvergence on graphic CP7 Hormanisation of Produss
representotions of Designs indications IPO of . .
Frea— st e English Maontenegrin
Montenegro
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Questions / Comments
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Www.euipo.europa.eu

L J
@EU_IPO

Youl B
EUIPO

Thank you




