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TOPICS

• Examination Practices

➢ EUIPO Guidelines

➢ EUIPN Common Practices

• International Cooperation Practices´ related Initiative



Examination Practices.



A unique source of reference on the EUIPO’s practice

EUTM
European Union Trade Marks

RCD
Registered Community Designs

1500 pages

EUIPO Guidelines

EUIPO Guidelines



Jurisprudence of the 

Court of Justice of the 

European Union

Case-law of the Office’s 

Boards of Appeal

Decisions of the Office’s 

Operations Departments

Common Practices

Regulation

Daily Practice

EUIPO Guidelines

EUIPO Guidelines



EUIPO Guidelines

EUIPO Guidelines



-Cyclic

-Open

Annual review

Preparation of 
the draft 

Guidelines by 
the Office 

Consultation of 
stakeholders

Adoption of the 
Guidelines

Involvement of 

stakeholders

EUIPO Guidelines

EUIPO Guidelines



Internal dimension

• Setting up the Office 

and its internal 

processes

• Achieve internal

efficiency.

EUIPN Common Practices – Starting Point

External dimension

User oriented→

Public

Consultations

EUIPN Common Practices



The EUIPN and the Convergence Programme

Colaborative Network

connecting

IP Offices, user associations and other IP 

organisations

EUIPN Website

EUIPN Common Practices

https://www.tmdn.org/network/web/guest


The EUIPN – How does it work

• Project-based approach

• Objectives and priorities set up by the Members of the 

Network

• EUIPO provides infrastructure and resources

EUIPN Common Practices



CONVERGENCE

The Convergence Programme - Aim

Communication initiatives keep 

stakeholders informed of 

advancements in a timely manner, with 

unified information

Clarity and transparency

Effective and efficient access to 

protection offered by registration 

systems

TIME AND COST 
SAVINGS

QUALITY AND 
USABILITY

CLARITY AND 
TRANSPARENCY

LEGAL 
CERTAINTY

CONVERGENCE

Potential reduction in application 

processing times and cost savings for 

both IPO and users. 

Increased legal certainty due to greater 

consistency and predictability in 

decisions made. 

Legal Certainty

Quality and usability

Time and cost savings
1

2 3

4

EUIPN Common Practices



❖ Focus on Practices→No legislative amendments required

❖ Commitment of implementation by the Participating National IP Offices

The Convergence Programe - Principles

Jointly developed by IP offices and Users

EUIPN Common Practices



EUIPN Convergence Projects – Trade Marks examination 

CP3: Distinctiveness - Figurative Marks containing descriptive/non-distinctive words

CP4: Scope of Protection Black and White Marks

CP5: Relative Grounds – Likelihood of Confusion (Impact of non-distinctive/weak components)

CP8: Use of a Trade Mark in a Form Differing from the One Registered

CP9: Distinctiveness of Three-Dimensional Marks (Shape Marks) Containing Verbal and-or Figurative 
Elements when the Shape is not Distinctive in itself

CP11: New Types of Marks

CP12: Proof of Use in Appeal Proceedings

Introduction



´Common Communications´

published

ONLINE

The Convergence Projects - Results

EUIPN Common Practices



Inclusion in EUIPO

Guidelines

The Convergence Projects - Results

EUIPN Common Practices



CP3: Distinctiveness - Figurative Marks 

containing descriptive/non-distinctive words

Common Practice in relation to when a figurative mark, containing purely descriptive /non- distinctive 

words, passes the absolute grounds examination because the figurative element renders sufficient 

distinctive character.”

(Class 29: Sardines)(Class 30: Coffee)

EUIPN Common Practices



CP4: Scope of Protection black and white Marks

“Common Practice that harmonises the different interpretations of the scope of protection of trade 

marks exclusively in black, white and/or shades of grey (whether they cover any/all colours or not)

LEGAL UNCERTAINTY

B&W covers

all colours

‘What you see is 

what you get’

EUIPN Common Practices



CP5: Relative Grounds – Likelihood of Confusion

(Impact of non-distinctive/weak components)

Common Practice that provides a set of principles regarding non‐distinctive/weak components of 

trade marks for the purpose of assessing likelihood of confusion, assuming that the goods and/or 

services are identical

EUIPN Common Practices



CP8: Use of a Trade Mark in a form differing from

the one registered

Common Practice that aims to identify general principles for assessing when the use of a trade mark in a 

form differing from the one registered alters its distinctive character and provides guidance in this respect

EUIPN Common Practices



CP9: Distinctiveness of 3D Marks (Shape Marks) 

containing Verbal and/or Figurative Elements

when the Shape is not Distinctive in Itself

Common Practice that aims establish a minimum threshold for distinctiveness of shape marks when the 

shape itself is non-distinctive

EUIPN Common Practices



CP 11: Representation of New Types of 

Trade Marks

Common Practice that aims to identify the general principles on the examination of formal 

requirements and grounds for refusal and invalidity of new types of marks, namely sound, motion, 

multimedia and hologram marks and the new ways of representing them

EUIPN Common Practices



CP12: Evidence in Trade Mark Appeal Proceedings

Common Practice that delivers a set of guiding, non-binding principles regarding evidence in trade 

mark appeal proceedings 

➢ Types of evidence and recommended criteria for its acceptance

➢ Means and sources of evidence

➢ Relevant date of evidence

➢Ways to present evidence

➢ Confidentiality of evidence

EUIPN Common Practices



INTERNATIONAL COOPERATION PRACTICES´ RELATED INITIATIVE . .



Pilot Project - Convergence of Practices  - First Cycle

International Cooperation Practices´ related Initiatives

CP3: Distinctiveness -
Figurative Marks 

containing 
descriptive/non-
distinctive words

CP4: Scope of 
Protection Black and 

White Marks

CP5: Relative Grounds 
– Likelihood of 

Confusion (Impact of 
non-distinctive/weak 

components)

CP6: Graphic 
Representation of 

Designs



Recent Developments 

International Cooperation Practices´ related Initiatives



Fir

CP10: Criteria for Assessing Disclosure of Designs on the Internet

CP11: New Types of Marks

Cy

CP12: Proof of use in appeal proceedings

CP8: Use of a Trade Mark in a form differing from the one registered

CP9: Distinctiveness of Three-Dimensional Marks (Shape Marks) 

Containing Verbal and/or Figurative Elements

when the Shape is not Distinctive in Itself

Broaden Project  - Convergence of Practices -Second Cycle

International Cooperation Practices´ related Initiatives



CP8: Use of a Trade Mark in a Form Differing from the One Registered

CP9: Distinctiveness of Three-Dimensional Marks (Shape Marks) 
Containing Verbal and-or Figurative Elements when the Shape is not 
Distinctive in itself

CP10: Criteria for Assessing Disclosure of Designs on the 
Internet

CP11: New Types of Marks

CP12: Proof of Use in Appeal Proceedings

Broaden Project  - Convergence of Practices -Second Cycle

International Cooperation Practices´ related Initiatives



Working Methodology

Evaluation of 
practices of 

interest by IPO

Preparation of 
Practice Paper

Shared 
Publication

International Cooperation Practices´ related Initiatives



Working Methodology

Information 
Sharing

First evaluation of 
the Practices by IPO

Expression of 
interest in selected 

Practices

Evaluation of 
practices of 

interest

International Cooperation Practices´ related Initiatives



Working Methodology

Preparing Working 
Practice Paper               

(English and IPO official language)

Analysis of the 
Practice 
(Criteria)

Adjusting Legal 
References

Preparation 
of Practice 

Paper

International Cooperation Practices´ related Initiatives



Working Methodology

Approval Final Draft 
Practice Paper IPO               

(English and IPO official language)

.
Preparation of 

Final Formatted 
Document 

(EUIPO)

Joint Publication 
IPO and 

EUIPO/EUIPN                                         
.

Shared 
Publication

International Cooperation Practices´ related Initiatives



International Cooperation Practices´ related Initiatives



Questions / Comments




