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PH TRADEMARKS FILED UNDER THE
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International Bureau
(IB) of WIPO conducts
formality examination;

Applicant submits Office of Origin registers in the .
the International certifies the Intslfnﬁt'ohaltﬁegster& . s
Application to the application form publishes in the Gazette; -

. . . o issues Certificate of
Office of Origin ?;(;I’\;:Il':gsmlts It Registration; notifies the

Designated contracting
parties /
\ ]




ROLES OF IP OFFICES




* |Intellectual Property Office
where the basic application or
the basic registration originates

« where an application for
iInternational  registration IS
presented




Provides assistance to Trademark Owners and
Applicants

Receives the International Application (l1A)
Assesses and certifies the IA

Transmits the IA to WIPO

Remedies irregularities issued by WIPO

Transmits to IB requests from holders for changes
required to be sent thru the OO

Monitors the basic mark
— Notifies IB of Ceasing of Effect




. @ of r@ of the application by the office of origin

* The named in the international application is
th as the owner of the basic mark.

 The in the international application is the s

the basic mark.

* The listed in the international
application ar by the scope of the basic mark.
* Any , such as a claim_to color as a distinctive

feature of the mark, are the @ those contained in
the basic mark.




NATIONAL INTERNATIONAL CORRECT?

APPLICATION
OWNER’S NAME ABCC Corporation ABC Corporation x
MARK
o X

GOODS/ 1. Coffee, tea, cocoa, 1. Coffee, tea V
SERVICES rice

2. Coffee, tea, cocoa, 2. Coffee, tea, cocoa, rice,

rice pasta x
INDICATIONS Color claim: Yellow Color claim: Orange X
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* Classification of goods and services

* Indication of goods and services

* Other irregularities (ex. Applicant’s identity,
entitlement, indication of contracting
parties designated, etc.)
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Protection may no longer be invoked if within
5 years the basic mark has been canceled,
renounced, revoked, invalidated or has lapsed

Dependency Principle: the International
Registration is dependent on the basic mark
for a period of 5 years




e Country party to the Madrid Protocol
that is designated in the international
application. s

 Country where the filer wants his/her
mark to be registered




TTTTTTTTTTTTTTTTTTTT

Substantive examination of International
Registrations (IRs)

— Issues Madrid Provisional Refusal of Protection
(PRP) or Madrid Confirmation of Total PRP

Sends Grant of Protection (GPs) to IB
Sends Final or Further Decisions to IB
Notifies IB of invalidations

Amend the IRs for WIPO notifications received
regarding a change of name of the holder,
limitations or corrections




PH as Office of Origin

IPOPHL

PH as Designated Contracting Party

-8

IPOPHL




TRADEMARK SEARCH




« ASEAN TMView
e TMView
* Global Brand Database

 |P Offices website
 WIPO Madrid System Member
Profiles




PREPARING AND FILING

THE
INTERNATIONAL APPLICATION




natural person or a legal entity, which
has an entitlement or connection with a
member of the Madrid System

Basic mark - has an application or

registration with the office of origin




Office of a country- the applicant is a national of that
country or is domiciled or has a real and effective
industrial or commercial establishment in that
country

Office of a contracting organization (like the EU)- the

applicant is a national of a member State of that
organization or, who is domiciled or, has a real and
effective industrial or commercial establishment in
the territory of that organization.




* application or registration with
the office of origin (local filing
or registration)

* single mark or several marks




Assistant

* MM2 is presented to IB
—Entries in the form must be
typewritten




Applicant’s details
Representative’s details if any
Entitlement to file

Basic application or registration
Priority Claim, if any

Goods or services covered

Mark

Colors claimed, if any

Designhations

Certification and signature by the office of origin
Payment of application fees




DESIGNATIONS

11. DESIGNATIONS™

Check the corresponding boxes:

O AE

O AF
O ac

AL
] am
AT
[ avu
O az
O Bsa

mi=lc]
CIsH

[ BN
O Ba

O Ber
CeT
Csw
Csx
ey
Oca
CIcH
OcL
I cN
[ co
Clcu
Clcv
O cw
Clcy
Cecz

United Arab
Emirates

Afghanistan

Antigua and
Barbuda

Albania
Armenia
Austria
Australia
Azerbaijan

Bosnia and
Herzegovina

Bulgaria
Bahrain

Brunei
Darussalam?®

Bonaire,
Saint
Eustatius and
Saba’a

Brazil=h
Bhutan
Botswana
Beoglux
Belarus
Canada
Switzerland
Chile

China
Colombia
Cubas
Cabo Werdet
Curacaof
Cyprus

Czech
Republic

bz
mi=3

&lgeria,
Estonia

Eurocpean
i a

Uninoz.

Finland
France
United
Kingdomed
Georgia
Guemseysk
Ghana
Gambia
Greece
Croatia
Hungary
Indonesia
Irelands
Israel
Indias

Iran (Islamic
Republic of)
lceland

Italy
Jamaica
Japans,
Kenya
Kyrgyzstan
Cambodia

Democratic
FPeople’'s
Republic of
Korea

Republic of
Korea

O xz
Cra

Cu
OLr
ClLs
CLT
Cwv
] mAa
o mc
1 mD

I meE
o me
] M

O MmN

Kazakhstan
Lao People's
Democratic
Republic
Liechtenstein
Liberia
Lesotho®
Lithuania
Latvia
Morocco
hMonaco

Republic of
Moldova

Montensegro
Madagascar

Morth
Macedonia

mMongolia

[ mw nalawis

] mx
] my
0 mz
m T
m s
O NZ

O oa

hexico
Malaysiab
Mozambiguet
MNamibia
Morway

New
Zealand®
African
Intellectual
Property
Organization
(OAPIE
Oman
Philippines
Pakisians
Poland,
Portugal

O ua

INTELLECTUAL PROPERTY
OFFICE OF THE PHILIPPINES

[ RO Romania
CrRs serhia
[ rRU Russian
Eederation.
[ RW Rwanda
[ s sudan
[ sE Sweden
[ sG singapares
[ s1 slovenia
[ sK slovakia
[ sL Sierra Leone
] sM San Marino

[0sT Sao Tome
and Principe

[ sx Sint Maarten
(Dwutch part)f

[ sY Syrian Arab
Republic

[ sz Eswatini

] TH Thailand

[ T Tajikistan

[ ™ Turkmenistan

[ TN Tunisia

[ TT Trinidad and

Tnbaget

Ukraine

nite es
of Amercad
Z Istan

ClvN Viet Nam

Clws Samoa

[0 ZM Zambia

] 2w Zimbabwe




SECOND LANGUAGE

INTELLECTUAL PROPERTY
OFFICE OF THE PHILIPPINES

I the European Union is designated, it iscompulsory to indicate a second languagejbefore the Office of the
European Union, among the following (check one box only):

French (erman [talian Spanish




MM18

To be d to each int tional or subsequent ql in which
the United States of America is a designated Contracting Party’.

DECLARATION OF INTENTION TO USE THE MARK: UNITED STATES OF AMERICA

By designating the United States in the intemational application/subsequent designation, the
person signing below declares that:

(1) the applicantholder has a bona fide intention to use the mark in commerce that the
United States Congress can regulate on or in tion with the good ices
identified in the international applicatior quent designati

(2) helshe is properly authorized to execute this declaration on behalf of the
applicanthelder;

(3) helshe believes applicant'holder to be entitled to use the rnark in commerce Ihai_ths

United States Congress can regulate on or in tion with the g ices
identified in the int i applicatior quent designation; and

(4) to the best of his/her knowledge and belief no other person, firm, corporation,
association, or other legal entity has the right to use the mark in commerce, either in
the identical form thereof or in such near resemblance thereto as to be likely, when
used on or in fion with the goodsizervices of such other person, to cause
confusion, or to cause mistake, or to deceive,
to the best of the signatory’s knowledge, information, and belief, formed after an inquiry
reasonable under the circum , the i and other factual contentions
made above have evidentiary support.

| declare under penalty of perjury under the laws of the United States of America that all the
foregoing statements are true and comect to the best of my knowledge and belief. | understand
that willful false statements and the like may jeopardize the validity of the application or
document or any registration resulting therefrom, and are punishable by fine or imprisonment,
or both (18 U.S.C. §1001). 35 U.S.C. §25(b).

Signatory's Name (Printed)

Signatory's Title

N This form contains the exact wording of the declaration of intention 10 use the mark required by the United
States of America. It should not be amended in any respect. Deletions, modifications or inclusions of text will result
in the declaration being considered as imegular. The United States of America requires that the declaration of
intention to use the mark be made in English, even if the lication or the ion is in
French or Spanish. Therefore, this form is avaitabe in English only.

MM18 (E) - July 2021

INTELLECTUAL PROPERTY

MEEIFE AE TUE bU|| IPPINES

MM18 (E), page 2

INSTRUCTION

This declaration must be signed by:

(1) the applicant’holder or a person with legal authority to bind the applicantholder; or

a person with firsthand knowledge of the facts and actual or implied authority to act
on behalf of the applicant/holder; or

an attorney who is authorized to practice before the United States Patent and
Trademark Office under 37 C.F.R. §10.1(c), who has an actual written or verbal
power of attomey or an implied power of attorney from the applicant/holder.

INFORMATION REQUIRED BY THE INTERNATIONAL BUREAU

Where the present declaration refers to an international application based on a
basic application, indicate:

Basic Date of the basic
application application
number: (ddimmiyyyy):

‘Where the present declaration refers to an international application based on a
basic registration, indicate:

Basic Date of the basic
registration registration
number: (ddimmiyyyy):

Where the present declaration refers to a subsequent designation of an
international registration, indicate:

International registration number:

International Bureau's reference
(where applicable):

Name of applicant/holder:

MM18 (E) - July 2021




e

PAYMENT OF FEES e

INTELLECTUAL PROPERTY
OFFICE OF THE PHILIPPINES

FEES PAYABLE FOR AN IA:

Basic Fee:

e Black and white CHF 653

e With color/s CHF 903

Complementary fee CHF 100

e for each designated member in respect of which no individual fee is
payable

Supplementary fee CHF 100
e for each class of goods and services in excess of three;
e where, however, all the members designated are those in respect of
which an individual fee is payable, no supplementary fee is required.
Individual fee
e for the designation of each member that has made the relevant
declaration




Debiting the amount from a Current Account with WIPO

from funds already transferred to WIPO

transferring the required fees into WIPO’s postal account
(within Europe only) or bank account

credit card if:
* Office of origin has used Madrid E-Filing
* Applicant used Madrid Application Assistant
* With an Irregularity notice concerning fees




* Responsibility of the applicant

e Some offices collect and forward the fees
to IB for the applicant

* PH:
* IPOPHL: handling fee only
* PH local banks: for the different
desighated countries due to IB




MANAGING

THE
INTERNATIONAL REGISTRATION




Monitor your registration
e Madrid Monitor - Real-time search

Expand protection - Subsequent Desighation

Limit the goods and services - restriction of the goods
and services for some of the members designated

Renounce the protection - abandon the effects for
some but not all the desighated members




* Manage the representative

 Change holder’s details

 Change ownership

* Renew registration




* Know the maintenance requirements
of the designated contracting parties
« WIPO Madrid Member Profiles

Database
e For ex. PH: Declaration of Actual
Use (DAU)




GLOBAL!




Thank Youl!

POPH!
RISING
Vision
2025

ofo

Scan this to
Visit our page

Intellectual Property Center
#28 Upper McKinley Road

McKinley Hill Town Center

Fort Bonifacio, Taguig City

Philippines

0000 PorHL

Like and follow us for more updates




