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PREAMBLE

Background

These Common Guidelines for the Examination of Industrial Designs in the
ASEAN Member States (hereinafter called “the Common Guidelines”) have
been prepared in the context of the EU-ASEAN Project on the Protection of
Intellectual Property Rights (ECAP lll). That project was approved by the
European Union and ASEAN in 2009 to support the objectives of the
ASEAN Economic Community Blueprint, and the strategic goals as
identified in the ASEAN IPR Action Plan 2011-2015.

The overall objective of ECAP Il Phase Il is to further integrate ASEAN
Member States into the global economy and world trading system to
promote economic growth and reduce poverty in the region.

The project’s specific objective is to enhance ASEAN regional integration
and further upgrade and harmonise the systems for the creation, protection,
administration and enforcement of intellectual property rights in the ASEAN
region, in line with international intellectual property standards and best
practices, and with the ASEAN Intellectual Property Rights Action Plan
2011-2015.

The former EU Office for Harmonization in the Internal Market (OHIM),
currently succeeded by the EUIPO, was entrusted with the implementation
of Phase Il of ECAP Il over the period 2013-2015.

On 12 March 2015, in Bandar Seri Begawan, Brunei Darussalam, the ECAP
Project Steering Committee (PSC) approved the project Annual Work Plan
(AWP) for 2015. The PSC decided to include within that work plan the
organisation of a key activity “aimed at enhancing the quality, consistency
and transparency of the work undertaken by the ASEAN I[P Offices with
regard to the examination and registration of industrial designs”. The work
plan specifies that this result will be achieved through the elaboration of
“guidelines” that may be applied by interested ASEAN IP Offices.

All ASEAN Member States have enacted or are in the process of adopting
legislation — either in the form of dedicated laws or as specific chapters or
provisions within a broader law — to allow for the registration of industrial
designs. In some of those countries, those laws are supplemented by other
norms of lower hierarchy, including implementing regulations and
subsidiary administrative decisions.

The following ASEAN Member States have also published or adopted for
internal use by their Office examiners, manuals, guidelines or specific
practice directives for the examination of industrial design applications:
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Indonesia: Guidelines — Substantive Examination of Industrial Design

— 2015

Lao PDR: Industrial Designs Manual — October 2003

Decision of the Minister of Science and Technology on the
implementation of Law on Intellectual Property concerning
Industrial Design, No. 755/MOST, 20 September 2012

Law on Intellectual Property, No 38/NA dated 15 November
2017

Malaysia: Module for Industrial Design Examination (2014)

Philippines: Revised Implementing Rules and Regulations adopted since

April 20, 2011 in conjunction with the [POPHL
Memorandum Circular No. 17-013 "Amending The Revised
Implementing Rules and Regulations on Patents, Utility
models, and Industrial Designs”, 10 July 2017

BOP Memorandum Circular No. 14-004 issued by the
Director of Patents on "Deferred Publication of Industrial
Design Application”, 20 May 2014

BOP Memorandum Order No. 16-005 regarding the
"Implementation of the Kind Codes in the Publication of
Patents, Utility Models and Industrial Designs based on
WIPO Standard St. 16 and the Revisions of WIPO
Standard St. 3, 21 June 2016

BOP Memorandum Circular No. 17-002 regarding
"Implementation of the Revised Patent Quality Review
System for Utility Models and Industrial Designs”, 20
October 2017

RA 10530 — An act defining the use and protection of the
Red Cross, Red Crescent and Red Crystal emblems,
providing penalties for violations thereof and for other
purposes, 7 May 2013.

Singapore: Practice Direction No. 4 of 2018 — Registration of Graphical

|10 _\\\

User Interfaces (GUIs), 20 June 2018

IP2SG Practice Direction No. 1 of 2021 - Electronic Online
System (EOS), 10 September 2021

Practice Direction No. 4 of 2020 — Classification of Articles,
Non-Physical Products or Sets of Articles and Non-
Physical Products for the Purposes of Registration of a
Design, 23 December 2020
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Registered Designs Guidelines on Non-Physical Products,
17 November 2020

Thailand:  Inspection Manual for the Application for Design Patents.

Viet Nam: Rules of Examination of Industrial Designs Registration
Applications, Promulgated by Decision 2381/QD-SHTT of 8
December 2009 of the IP Viet Nam’s Director General.

These Common Guidelines have been drafted taking into account the laws,
regulations and available jurisprudence of the ASEAN Member States,
relevant to the examination of industrial design applications. The
aforementioned internal guidelines and manuals used by some of the
offices to examine design registration applications have been considered.

The Common Guidelines also take into account EU standards and best
practices, in particular the Guidelines for Examination in the European
Union Intellectual Property Office (EUIPO) on Registered Community
Designs — Examination of Applications for Registered Community Designs
2021, and Examination of Design Invalidity Applications 2021 (hereinafter
called, respectively, “the EUIPO Guidelines (Applications)” and “the EUIPO
Guidelines (Invalidity)”.

The first draft of these Common Guidelines was presented to the intellectual
property authorities of the ASEAN Member States at the “ASEAN Design
Consultation Meeting and Elaboration of Common Guidelines for Design
Examination”, held in Langkawi, Malaysia, on 2-5 June 2015.

The Guidelines reflect the suggestions made at the Langkawi meeting and
the inputs and comments sent after that meeting by the authorities of the
ASEAN Member States.

Revision of the Common Guidelines

The process to revise these Common Guidelines was started in 2021 and
concluded in 2022, in the framework of the “ARISE Plus - Intellectual
Property Rights” project developed by the European Union for the ASEAN
region (hereinafter “ARISE+ IPR”).

ARISE+ IPR is a beneficiary-driven project designed by the EUIPO to
support trade development and the integration of the ASEAN Member
States. It envisages upgrading and improving the ASEAN countries’
intellectual property systems in line with international best practices and
standards.

The Common Guidelines were revised by a project consultant taking into
account intervening developments in the ASEAN intellectual property laws
and regulations, as well as the suggestions, examples and inputs obtained
mainly from the ASEAN IP authorities and the EUIPO.

The draft was reviewed by the ASEAN Member States in November 2021,
and the final revised Common Guidelines were delivered in March 2022.
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Purpose of the Common Guidelines

The implementation of common guidelines for the examination of industrial
designs in the ASEAN Member States is challenged at present by the fact
that some major differences subsist in the systems for the examination and
registration of industrial designs in those countries. Some of those
differences are anchored in national laws and will require legislative action
if any changes are to be made. However, greater convergence at the level
of administrative standards and internal directives will tend to enhance
consistency in the practice of those national offices as regards the
registration and maintenance of industrial design rights.

These Common Guidelines are intended to supplement the
abovementioned internal guidelines and manuals, and to support a
convergence of the design examination standards and criteria applied by
the ASEAN designs offices. The Common Guidelines may also serve as a
practical training tool for examiners and as a reference document for
professional advisors and industrial property agents.

Attention is drawn to the fact that industrial designs may also receive
protection in the ASEAN Member States through the law of copyright, to the
extent that industrial designs are recognised as “works” or as “works of
applied art”. This may result from compliance with international standards
under the Berne Convention for the Protection of Literary and Artistic Works
of 1886, as revised in 1971, and from provisions in national copyright laws
that protect works of applied art. However, these Common Guidelines do
not deal with the protection of unregistered designs or works of applied art
under the law of copyright, or the validity of such protection.

These Guidelines are not binding on the participating ASEAN industrial
designs offices and do not purport to reflect the current practice in all those
offices. While much of the matter covered in the national laws and practice
of the ASEAN Member States is consistent in substance with these
Common Guidelines, some divergence may remain in respect of certain
specific points. Further development and use as reference material of
these Common Guidelines is expected to stimulate gradual convergence
of the standards and criteria for the examination of industrial designs in the
ASEAN Member States. The registration of industrial designs still depends
on the national laws and regulations of the ASEAN Member States.

|12 \\\
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ABBREVIATIONS USED IN THE COMMON
GUIDELINES

ASEAN Member States (Country Codes)

BN:

ID:

KH:

LA:

MY:

MM:

PH:

SG:

TH:

VN:

Brunei Darussalam
Indonesia
Cambodia

Lao PDR

Malaysia

Myanmar
Philippines
Singapore
Thailand

Viet Nam

Other abbreviations

CDR: Council Regulation (EC) No. 6/2002 of 12 December 2001 on
Community Designs (Community Design Regulation)

CDIR: Commission Regulation (EC) No. 2245/2002 of 21 October 2002,
implementing Council Regulation (EC) No. 6/2002 on Community Designs
(Community Design Implementing Regulation)

DA:

DL:

DR:

ECJ:

EU:

Designs Act/Registered Designs Act / Designs Order

Designs Law/Registered Designs Law

Designs Regulation(s)/Designs Rules

Court of Justice of the European Union (European Court of Justice)

European Union
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EUIPN: European Union Intellectual Property Network

EUIPO: European Union Intellectual Property Office

HAGUE AGREEMENT:The Hague Agreement Concerning the
International Registration of Industrial Designs, Geneva Act of July 2, 1999

IPL: Intellectual Property Law

LCL: The International Classification of Industrial Designs, under the
Locarno Agreement Establishing an International Classification for
Industrial Designs, Locarno, October 8, 1968, as amended on September
28, 1979

PARIS CONVENTION: Paris Convention for the Protection of Industrial
Property, concluded in 1883, last revised in Stockholm, 1967

Office: The national Office or national administrative authority responsible
for registering industrial designs

TRIPS: Agreement on Trade-Related Aspects of Intellectual Property
Rights

WIPO: World Intellectual Property Organisation

WTO: World Trade Organisation

References

All website references are current as of 1 March 2022.
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GROUNDS FOR REFUSAL OR INVALIDATION OF
REGISTRATION

INTRODUCTION

Under the laws and regulations of the ASEAN Member States relating to
industrial designs the registration of an industrial design and the validity of
such registration require compliance with a number of conditions. Several
such conditions relate to the industrial design itself as an object of protection
and to supporting documents that have a direct relation to the scope of
protection of the industrial design. These requirements are broadly referred
to in these Common Guidelines as “substantive” conditions for registration.
At present the substantive conditions and the related formal requirements
to register an industrial design in the ASEAN Member States are not
harmonized. These Common Guidelines propose a number of criteria and
standards for the examination of industrial design applications, and for the
revocation of industrial design registrations.

These Common Guidelines deal, in particular, with the following selected
topics relating to industrial designs:

«  Definition of industrial designs

Novelty

*  Visibility

= Technical or functional features

«  Conflict with prior rights

*  Public policy, public order and morality
=  Specific statutory prohibitions

* Representation of the design

*  Product indication

*  Multiple application and unity of design.
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While the above subjects are not all covered in the laws of the ASEAN
Member States, all of those laws have some provisions on most of these
topics. Itis also noteworthy that these topics and the corresponding grounds
for refusal or revocation of registration are not examined at the same
procedural stage or by the same type of authority in the ASEAN Member
States. Some of those issues may be examined ex officio by the industrial
property authority while others will be checked only following a third-party
opposition filed against the registration.

In several ASEAN Member States, some of the conditions for the validity of
an industrial design registration will only be examined in the context of
revocation, cancellation or invalidation proceedings. Such proceedings may
be heard by an authority within the national IP administration or by a judicial
authority.

It can be argued that some of the matters covered by these Guidelines are
not issues of substance but of form. However, those topics have been
included to the extent that they are substance-related and have a direct
bearing on matters such as the definition of an industrial design as an object
of protection, the scope of protection, the registrability of an industrial
design or the subsequent validity of a design registration.

Issues of entitlement and ownership of an industrial design or of rights in a
registered industrial design may, under the applicable national laws,
determine the registrability of an industrial design in the name of a particular
person, and may be invoked as grounds for invalidation of a registration
erroneously granted to a particular person. However, the questions relating
to the entitlement and ownership of an industrial design will generally be
decided by judicial authorities and will not come under the purview of
administrative industrial design authorities. These matters are therefore not
covered in these Common Guidelines.

ANNEX | of these Guidelines contains excerpts of the provisions of the laws
and regulations of the ASEAN Member States that are relevant to the topics
discussed herein.

ANNEX Il of these Guidelines contains the internet links to the websites of
the ASEAN Member States’ industrial design authorities. These websites
provide further information regarding the legislation and registration
procedures for industrial designs.

ANNEX Ill of these Guidelines contains the contact details of IP Offices of
the ASEAN Member States.

|16\ \\
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1. Definition of ‘industrial design’

1.1.Definition under national laws

The term “industrial design” is defined in each of the industrial designs laws
of the ASEAN Member States.! The definitions of ‘industrial design’ found
in the ASEAN laws are summarized below:

Brunei Darussalam: "Industrial design" means features of shape,
configuration, pattern or ornament applied to an article? by any industrial
process, being features which in the finished article appeal to and are
judged by the eye [...].

Cambodia: [...] any composition of lines or colours or any three-
dimensional form, or any material, whether or not associated with lines
or colours, is deemed to be an industrial design, provided that such
composition, form or material gives a special appearance to a product
of industry or handicraft and can serve as a pattern for a product of
industry or handicraft, and appeals to and is judged by the eye.

Indonesia: Industrial design shall mean a creation on the shape,
configuration, or the composition of lines or colours, or lines and colours,
or the combination thereof in a three or two-dimensional form which
gives aesthetic impression and can be realized in a three or two
dimensional pattern and used to produce a product, goods or an
industrial commodity and a handicraft.

Lao PDR: ‘Industrial design’ means the form or shape of the product,
which is to be created which includes the shape, pattern, line, colour,
etc.

Malaysia: “Industrial design” means features of shape, configuration,
pattern or ornament applied to an article® by any industrial process or
means, being features which in the finished article appeal to and are
judged by the eye [...].

1 See the provisions in BN DA, s. 2; KH DL, art. 89; ID DL art. 1.1; LA IP Law art. 3.8; MY DA, s.
3; MM DL, s. 2(a); PH IP Code, s. 112; SG DA s. 2.1; TH DA s. 3; and VN IPL art. 4.13. Also
the EUIPO Guidelines (Applications), item 4.1.

2 "Article" is defined as any article of manufacture and includes any part of an article if that part
is made and sold separately.

3 "Article" is defined as any article of manufacture and includes any part of an article if that part
is made and sold separately.
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Myanmar: Industrial design means the appearance of the whole or a part
of any industrial or handicraft product resulting from the features of, in
particular, the lines, contours, colours, shape, texture or materials of the
said product itself and/or its ornamentation.

Philippines: An industrial design is any composition of lines or colours or
any three-dimensional form, whether or not associated with lines or
colours; provided, that such composition or form gives a special
appearance to and can serve as pattern for an industrial product or
handicraft.

Singapore: “Design” means features of shape, configuration, colours,
pattern or ornament applied to any article* or non-physical product that
give that article or non-physical product its appearance [...].

Thailand: “Design” means any form or composition of lines or colours
that gives a special appearance to a product and can serve as a pattern
for a product of industry or handicraft.

Viet Nam: An industrial design means a specific appearance of a product
embodied by three-dimensional configurations, lines, colours, or a
combination of these elements.

For the purposes of these Guidelines, an ‘industrial design’ can therefore
be defined as the appearance of a two-dimensional or three-dimensional
product, or of a part of a product, that results from features of shape,
contours, lines, colour, materials or other elements that form the design.®

Registration of an industrial design is not allowed if the subject matter of the
application for registration is not an industrial design as defined in the
national law. If the application relates to matter that does not comply with
the legal definition of ‘industrial design’, or if it is established that the object
of the application is not a design, the examiner shall propose the refusal of
the registration. In this case, it will not be necessary to examine the
application for other grounds of refusal.

4 "Article” is defined as anything that is manufactured (whether by an industrial process, by
hand or otherwise), and includes any part of an article if that part is made and sold separately,
and any set of articles.

“Non-physical product” means anything that (i) does not have a physical form; (ii) is produced
by the projection of a design on a surface or into a medium (including air); and (iii) has an
intrinsic utilitarian function that is not merely to portray the appearance of the thing or to convey
information; and includes any set of non- physical products.

5 In these Guidelines the expressions “industrial design” and “design” are used
interchangeably.

EERARN
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If the subject matter of an application was registered as an industrial design
in contravention of the requirement to comply with the statutory definition,
the registration may be revoked, cancelled or invalidated.

1.2.Elements of the definition
The legal definitions of ‘industrial design’ mentioned above prescribe or
imply the following common elements that the subject matter of an
application must comply with in order that it may be admitted as an industrial
design:
() it must comprise features of appearance or features that
‘appeal to the eye’, that result from one or several factors
including shape, lines, colours or combinations thereof;

(i) it should be capable of embodiment in a product or article;

(iif) such product or article should be made in industry or handicraft.

1.2.1. Features of appearance

An industrial design relates to the appearance or visible aspect of a product,
or an article, that appeals to, and may be “judged by, the eye”.

If an application refers to matter that cannot be characterized as the
appearance or visible aspect of a product, that matter should not be
admitted as an industrial design and the design examining authority should
raise an objection to the application.

The following subjects warrant particular consideration to determine
whether they can qualify as matter capable of giving an appearance to a
particular product for design registration purposes:

1.2.1.1. Words, letters and other characters

Words, letters and digits presented as abstract concepts, independently
from an embodiment in a product, will not constitute the appearance of a
product.

This does not preclude the possibility that products may be shaped as
letters or digits, or that the surface appearance of a product may consist of
patterns of two-dimensional representations of words, numbers or other
characters. Moreover, the visible appearance of products may consist of
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letters, digits or symbols, and they would be regarded as the appearance
of those products for purposes of registration.

For example, the following surface pattern contains letters and words:®

—

£

1.2.1.2. Colours

A colour presented or claimed as an abstract notion, independently from an
embodiment in any shape or contour, cannot be accepted as the
appearance of a product.

However, industrial designs can and often do contain features of colour that,
in combination with other features, compose the appearance of a product.
A design may be registered with one or several colours that will be regarded
as one of the claimed features.” This applies to both three- dimensional
designs and two-dimensional designs such as surface ornamentation,
logos, graphic symbols and similar devices that can be regarded as
products.

For example, the following three-dimensional designs of wristwatches
comprise both shape and colour:8

% Image from: http://janefarnhamdesigns.com/portfolio/love-letters/

7 Under the laws of some ASEAN Member States colour cannot be claimed as a feature of
industrial designs.

8 Image from http://articulo.mercadolibre.com.co/MC0O-414986807-reloj- swatch-coleccion-
new-gent-hombre-o-mujer-originales-_JM
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1.2.1.3. Music and sounds

Music and sounds are not perceptible by the sense of sight and cannot
provide a visible appearance to a physical product. This does not exclude
the possibility of giving products the shape of musical notes, or claiming a

design for surface decoration of products with, for example, the appearance
of written musical notation.

For instance, the following surface pattern design contains musical notes:®

1.2.1.4. Photographs

A photograph may provide a product with a surface appearance that can be
regarded as a design for that product. This is the case with products such

9 Image from: http://nevarsoahc.deviantart.com/art/music-pattern-149006824



http://nevarsoahc.deviantart.com/art/music-pattern-149006824

COMMON GUIDELINES FOR THE EXAMINATION OF INDUSTRIAL DESIGNS

as, for example, shirts, tableware, wallpaper, etc. where the photograph is
printed, stamped or engraved on the article to give it its design.

Moreover, a photograph itself may be considered as the appearance of
products such postcards, papers, printed matter and similar articles (see
Locarno Classification class LCL 19).

Examples of product designs based on photographs:

Shirt 10

Lamp shade. ™

19 Image from: https://mosistar.com/product/jazz-musical-instruments-3d-all-over-printed-clothes-
1h0464/

1 Image from: https://www.zazzle.com/tiger and_sunset lamp shade-256363176195451711
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1.2.1.5. Architectural plans, blueprints, construction plans

Architectural plans, blueprints and construction plans for buildings,
machines or other devices may be regarded as the appearance of specific
products indicated in the application as “printed matter” (see Locarno
Classification class LCL 19.08).

Two-dimensional architectural plans, blueprints and construction plans for
buildings, machines or other devices cannot be admitted as industrial
designs of three-dimensional buildings, machines or other devices because
the two-dimensional plans or prints do not render the appearance of the
corresponding finished product.

Architectural plans, blueprints and plans of machines, devices and other
artefacts may also be protectable under copyright law if they meet the legal
requirements for such protection, in particular the condition of originality.

Examples of product designs based on plans or blueprints:

Blanket, bedspread *?

2 Image from:
https://ih1.redbubble.net/image.1327593979.7951/ur,comforter_top_king,square,600x600.1.jpg
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Wallpaper 13

1.2.1.6. Graphs, charts, maps and teaching materials

Printed teaching materials such as graphs, charts, tables and maps are
products and their appearance can be regarded as those products’
industrial design. They can be admitted for registration purposes where the
product indication is “teaching materials” (see Locarno Classification LCL,
class 19-07).

This is without prejudice that such designs may also be applied to other
products as surface patterns or other two-dimensional designs in the form
of ornamentation, for example for products such as table linen, beach
towels, wall paper, etc.

Maps and graphs and charts may also be protectable under copyright law
if they meet the legal requirements for such protection, in particular the
condition of originality.

Examples of product designs based on graphs, charts or maps:

13 Image from: https://www.etsy.com/listing/793951352/yacht-blueprint-white-
wallpaper?ga_order=most_relevant&ga search type=all&ga view type=gallery&ga search query=blueprint+
wallpaperé&ref=sc_gallery-1-3&plkey=09b4d9fdeb6dbdb7b1c6137bac49d3bda5beldcf%3A793951352&frs=1
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Beach towel 15

1 Image from: https://www.41orchard.com.au/product/world-map-no-14/

15 Image from: https://www.amazon.co.uk/Underground-Printed-Beach-Transport-
Collection/dp/B0040PJ2G0
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1.2.1.7. Computer screen displays, screen icons and GUIs

The design of the displays of screens of computers, portable devices and
similar products, and designs of graphical user interfaces (GUIs) and icons
used on screen displays could be registered as industrial designs.16
Likewise, icons, sets of icons and other visually perceptible features of
computer programs can be indicated as products that embody designs.
(See Locarno Classification, class LCL 14- 04 that covers “Screen Displays
and lcons”).

The designs of GUIs, icons, graphic symbols and web banners used on
screen displays may be registered as individual designs or as a set of
designs, if they comply with the standard conditions for design protection.
Such visually perceptible elements effectively give a specific appearance to
devices that have screen displays. That appearance may be claimed as an
industrial design for those products.

The following image illustrates the design of a set of icons for a mobile
phone display:’

The following are other examples of designs of GUI and icons:18

16 See, for instance Singapore’s Practice Direction No. 4 of 2018 — Registration of Graphical
User Interfaces (GUISs).

17 Image from: http://store.apple.com/us/buy-iphone/iphone6

18 Images, respectively, from, https://www.omnisci.com/technical-glossary/graphical-user-
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Screen displays, designs of GUIs, graphic symbols, web banners and icons
may also be protectable under the copyright law of certain countries if they

meet the legal requirements for such protection, in particular the condition
of originality.®

1.2.2. Embodiment in a product

An industrial design must be embodied in an industrial product or handicraft
article. The essential purpose of an industrial design is to give a unique
appearance to a utilitarian or functional object. Matter that cannot be

interface and https://mockitt.wondershare.com/ui-ux-design/qui.html .

19 Screen displays and icons might not be accepted as industrial designs in certain countries,
for example Viet Nam. In Viet Nam an industrial design must be the appearance of a product
that can be circulated in the market independently. In this case, the icons themselves cannot
be sold independently without the cell phones.
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embodied or fixed in an object capable of being produced or manufactured
in industry or handicraft, cannot be registered as an industrial design.

The following subjects may warrant particular consideration to determine
whether they can qualify as embodiments of products and useful articles of
commerce:

1.2.2.1. Concepts, principles

An industrial design may not consist of abstract concepts, mathematical
formulae or ideas that cannot perceptibly be embodied in a product.
Likewise, sets of instructions or games are intangible concepts or ideas that
cannot be embodied in a specific article or product. However, the utensils
and physical accessories used to play a game or apply the instructions are
products that may embody industrial designs.

1.2.2.2. Methods, processes

Methods of construction?® and processes to obtain products, economic or
technical results are essentially ideas and instructions addressed to human
beings. They cannot as such give a visible appearance to a product and
may therefore not constitute industrial designs.

1.2.2.3. Computer programs and layout-designs

Computer programs are creations that cannot, as such, be visibly embodied
in a physical article. This is the case despite the fact that they can be
operated on physical devices (computers, telephones, etc.) and can
recorded in physical supports (memory chips, CD disks, etc.). As they
cannot be visibly embodied as such in an industrial product they cannot
constitute an industrial design.

Computer programs and software may be assimilated to literary works and
protected under copyright law.

Layout designs of integrated circuits are a sui generis intellectual property
object of protection. Layout designs may be embodied in physical products,
namely integrated circuits or electronic ‘chips’. However, a layout design
cannot be perceived by the naked eye during normal use of an electronic
circuit and therefor would not meet the visibility requirement.

Layout designs of integrated circuits are normally protected under special
legal statutes and not under industrial design law.?!

2 See the definition of ‘industrial design’ in BN DA's. 2; MY DA s. 3(1); SG DA s. 2(1).

21 See the Treaty on Intellectual Property in respect of Integrated Circuits, 1989 (IPIC Treaty),
and TRIPS Articles 35 to 38.
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1.2.2.4. Powders and fluids

Products that consist of substances in the form of powder or fluid do not
have a defined shape or precise contours. The appearance of those
products in their usual state for use by final consumers cannot be
predetermined. Therefore, their shape cannot be represented in a precise
manner. That type of products cannot embody an industrial design.

In some cases, this may also apply to products in the form of paste or pellets
if its shape is undefined or unstable. For example, in Viet Nam the following
design was found to be inadmissible:??

Application N°: 3-2005-00960 Toothpaste — LCL: 28-03

The design was rejected due to the lack of industrial applicability. The
toothpaste in reality does not have a stable shape. Its shape depends on
the pressure put by the user on the tube and depends on the position and
the angle of the tube compared to the toothbrush. The shape of the
toothpaste may not be cylindrical but subject to distortion. Accordingly, the
design cannot be applied in mass production of an article embodying it.

Example of the appearance of a product in form of pellets or grains:23

.‘h ?.

r " a®
=

1.2.2.5. Parts of products

A design may apply to only a part of a product, as opposed to the whole
product. The part that embodies the design may be an integral, inseparable

22 Example provided by the industrial property authorities of Viet Nam.

2 Example provided by the industrial property authorities of Malaysia. Image from
https://www.flickr.com/photos/foto-nn/3695413282
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part of a larger article, or a separable piece that may be replaced as a spare
part or an accessory of a complex product.

The law may confine the protection for designs of a part of an article to
cases where the part may be made and sold separately. In these cases, a
design would not be recognized if it was embodied in a part or a feature that
is inseparable from, or integral with, a larger product.?

As regards the scope of legal protection for parts or features that are
integral with and inseparable from a larger product, it is noted that claiming
only a specific part or feature of the overall appearance of a larger product
would not prejudge the scope of protection of the design for that part or
feature. National law may restrict the protection for a part or feature by
making such protection dependent on the overall appearance of the larger
product.

The examining authority (administrative or judicial) may apply a standard of
‘overall impression’ to decide a case of conflict involving features or parts
that are inseparable from a larger product, rather than focus on the claimed
part or feature. In this regard, if the products in conflict do not produce the
same overall impression on the average informed consumer, the authority
may find non-anticipation or non- infringement, notwithstanding the fact that
a similar part or feature is included in both products.

The ‘overall impression’ approach would confine within reasonable limits
the scope of protection of an industrial design relating to an integral
inseparable part of a larger product. This would also recognize that, in the
marketplace, products and articles are commercialized as finished,
integrated products, not as loose parts or features that cannot be
commercialized or sold detached from those products. The examining
authority may find that the overall appearance of the products and the
overall impression they make on the relevant consumers should be
dispositive, rather than the similarity of a single part or feature taken in
isolation.

The representation of the design in the application for registration and any
description or clarifying notes should make clear what part or feature of the
product is being claimed as the design and what is the product to which that
part belongs. Regarding the representation of parts of products, see item
8.6, below.

The following is an example of a design for a part of a product (‘Tablet
computers’) that is integral and inseparable. The part that is claimed
appears in solid lines and the part that is not claimed is depicted by dotted
lines (see also item 8.6, below):2°

2 For instance, see BN DA s. 2(1) “article”; MY DA s. 3(1) “article”; SG DA s. 2(1) “article” (a).
This is also the practice in the designs offices of Thailand and Viet Nam, which do not register
industrial designs for parts or features that are integral with a product. Industrial design
registration is, however, available for spare parts that are separable.

%5 Example from International Design Registration DM/085175.
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The following is an example of a design embodied in a spare part (‘Wheel
rim’) for an automobile wheel to be assembled into a larger product with
which it normally functions (wheel and car), where such part is not integral
with the larger product and may be regarded as a separable product:26

1.2.2.6. Complex products

An industrial design may be applied to a complex product as a whole. A
complex product may be defined as a product composed of multiple
components that can be replaced permitting disassembly and re-assembly
of the product (see item 8.5.1, below).?” However, some of the visible
components of a complex product may also embody a protectable industrial
design (see item 3.2, below).

% Example from International Design Registration DM/084901.

27 See, for instance, CDR, Article 3(c).
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A typical example of a complex product is an automobile, which has its own
overall design but is composed of several different visible parts and pieces
that can be replaced in case of damage to restore its original appearance.
Some components of a complex product may be changed deliberately to
alter the original aspect of the vehicle.

National or regional laws sometimes subject the industrial designs of spare
parts and pieces of complex products to specific exceptions or limitations
in order to facilitate the repair of complex products that incorporate such
parts and pieces.

1.2.3. Products of industry or handicraft

1.2.3.1. Industrial application

The law may establish as an express requirement for registrability of an
industrial design that it comply with the condition of being capable of
industrial application.2® This condition is complied with to the extent that the
product or article that embodies the design may be manufactured
industrially or produced by handicraft.?®

Industrial designs are embodied in functional, utilitarian articles. They
provide aesthetic value to those products in order to make them more
attractive to the potential buyer. The design must be able to serve as a
model or pattern for the manufacture of an industrial or handicraft product.

To be registered as a design, the product that embodies the design should
be capable of being reproduced in substantial quantities in such a way that
each of the individual items produced has an appearance identical to the
original model. Products, articles and objects that do not comply with this
repeatability requirement because they cannot be produced in identical
copies, or cannot be manufactured industrially or in the context of handicraft
activity, may not be products for design registration purposes.

For example, the following design in Viet Nam was found not to comply with
the repeatability requirement:20

2 For example, BN, DA s. 13.3, 1. 5; PH IPC s. 112, 1. 1500; SG DA s. 9.3, 1. 12; TH DA
s.56; and VN IPL art. 63.3

2 Several definitions of ‘industrial design’ contain references to ‘products’ of ‘industry’ or
‘handicraft’. See items 1.1 and 1.2, above.

30 Example provided by the industrial property authorities of Viet Nam.
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Application Number: 3-2012-01727 Filing Date: 27/11/2012
Stone panel — LCL: 25-01

The filed design was rejected due to the lack of industrial applicability. The
design is created by joining pieces of natural stone in random shapes,
sizes, patterns and colours. These pieces of stone are arranged randomly
so that they make a roughly square panel. Hence, there are not two panels
with the same shape and pattern, and therefore, the same aesthetic
impression. Accordingly, the design cannot be applied in mass production
of an article embodying it.

1.2.3.2. Living and natural products

Living products and organisms are not regarded as industrial or handicraft
products and their shapes cannot be registered as industrial designs for
those products. Even if the shape of the product deviates from that of the
usual corresponding living organism, the design should be refused.
Moreover, a design that discloses the appearance of a living organism in its
natural state, in principle, should also be refused for lack of novelty (see
item 2.1, below).

Two issues arise simultaneously with respect to the shape of natural
products: ‘appearance consistency’ and ‘manner of production’.

Appearance consistency is a requirement for industrial design recognition
that may not be attained by natural products. Natural animal and vegetable
products produced by man, as well as natural products found in nature, do
not have shapes that may be expected to be consistently identical for each
individual product. Therefore, their appearance could not remain true to a
predetermined design.

The second issue is that the manner of production of natural products is not
industrial or handicraft. Although certain agricultural products may be mass-
produced by processes akin to industrial operations, ordinary agricultural
production is not regarded as ‘industrial’ for this purpose. Consequently,
natural fruits, flowers or animals cannot normally be regarded as products of
industry’ that may embody an industrial design.
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For example, the following shapes could not be claimed or registered as
industrial designs for the products in question: 31

However, if natural products such as fruits may be produced so that their
shapes are the result of a manual or industrial process, and have the
required appearance consistency, they could be considered as registrable
industrial designs if all other conditions for registration are fulfilled.

For example, the following man-made, industrially applied shapes for fruits
(and the designs of the moulding devices, where applicable), that cannot
be regarded as ‘natural’ shapes, could be regarded as designs for those
products (LCL class 01.02): 32

31 Images taken, respectively, from http:/en.wikipedia.org/wiki/Apple ,
http://pixgood.com/wheat-germ.html, https://spanish.alibaba.com/product-detail/100-pure-ad-
natural-rose-essential-oil-at-low-price-62002844411.html and
https://miamiflowermarket.com/small-sunflowers. See also the EUIPO Guidelines
(Substantive Requirements) item 4.1.7, and (Invalidity), item 5.1.1.

32 |p Office of Viet Nam does not follow this approach.
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Fruit 33

No objection should be raised if the representation of the design clearly
does not show a living or natural product, or if the application specifies that
the product is artificial. Such would be the case, for instance, if the
application related to a design for products classified under class 11-04 of
the Locarno Classification, that covers “Artificial Flowers, Fruit and Plants”.

The appearance and shapes of fruits, flowers, animals and other creatures
of nature may validly inspire designs for other products, including artificial
fruits, items of decoration and surface patterns for textile products, printed
products and other two or three-dimensional objects.

For example, the following products embody registrable industrial designs
shaped, respectively, as a fruit and an animal: %4

3 Image taken from https://www.instructables.com/how-to-make-Buddha-shape-pears

34 Images taken, respectively, from: http://www.garrettspecialties.com/trade-show- items-
useful-giveaways-c-71 160.html and http://www.amazon.ca/Piggy-Shape- Money-box-
Storage-Decorated/dp/B008297LOM
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1.2.3.3. Works of art

Products that are produced as singular creations or that are cast on
substrates such as a canvas, marble, clay or metal, and conceived as
individual works of art, will not be regarded as industrial designs. For this
purpose, it is irrelevant that the work may be reproduced in multiple copies
by lithography, printing or reduced models.

The following examples illustrate works that are works of art and not
utilitarian products that embody an industrial design:3°

However, a work of art can be, and often is, the basis for an industrial
design. For example, the designs of utilitarian products such as textile
goods, paperweights or souvenirs, as well as GUIs, icons and other graphic
symbols, may have been created as works of art that are embodied or

printed on the product, or a design that is shaped, moulded or patterned on
a work of art.

35 Images taken, respectively, from
http://www.diytrade.com/china/pd/3832187/stainless_steel shinning_sculpture wit
h_artistic_design.html| and http://www.figurativeartist.org/andrew-benyei-figurative- sculpture/
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The essence of any industrial design is the embellishment of utilitarian
objects and products of industry. A designer’s contribution will make the
appearance of a useful object aesthetically pleasing and should be
regarded as an artistic input.

Because of their artistic nature, industrial designs may also be recognized
and protected under copyright law as works of applied art.3®¢ The Berne
Convention for the Protection of Literary and Artistic Works (the Berne
Convention), Article 2(1), expressly recognizes ‘works of applied art’ as an
artistic work for the purposes of their protection by copyright.

Certain works of applied art may effectively benefit from overlapping
protection under copyright law as ‘works of applied art’ and under industrial
design law as industrial designs. The extent of such overlap will depend on
the specific provisions of the relevant national (or regional) laws.

It should be noted that the conditions for the protection of works under
copyright law and of industrial designs under design law are not the same.
The main condition for the protection of a work by copyright is that the work
be original, that is, that it be a personal expression of an individual author
that reflects the author’s personality. On the other hand, an industrial
design normally requires that the design comply with absolute (objective)
novelty and visibility (see items 2.1 and 3.1, below). Some laws also require
the design to have ‘individual character’ (for instance, CDR, Article 6).

3% For example, see the provisions on ‘works of applied art’ in the copyright laws of BN, s. 2
and 6; KH art. 7(h); ID art. 12(1)(f); LA art. 92.1.1.9; MY, s. 3, 7(1)(c), 7(5); PH, s. 171.10; SG
DA's. 2(1); THs. 4; VN IPL art. 14.g.
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2. Novelty

An industrial design cannot be validly registered if it is not new. Absolute
worldwide novelty is required in order that a design may be registered or
maintained on the register.%”

Depending on the applicable legal provisions, novelty may be examined by
an industrial property authority prior to registration, either ex officio or
following an opposition filed on grounds of lack of novelty. Novelty may also
be examined in revocation, cancellation or invalidation proceedings before
an industrial property authority or before a judicial authority (court of law).

Regardless of the procedural stage for the examination of novelty, the
conditions of the novelty requirement remain essentially the same.38

2.1 Definition of novelty

Novelty of a design is determined by reference to everything that has been
made available to the public before a relevant date with respect to that
design.

To this effect, the novelty requirement will be met if the design is not
identical or substantially identical with any earlier design disclosed to the
relevant public before the applicable date.

211 Public of reference

The public of reference to decide whether an industrial design has been
made available is not only the general public or the average consumers but,
more importantly, the sector of informed consumers that usually purchase
or use the products that embody the industrial design. That sector of
informed consumers will usually be more aware of the existence of a design
in connection with specific products than members of the general public
who do not normally have contact with all products.

37 See the provisions in BN DA, s. 9; KH DL, art. 91; ID DL art. 2; LA IPL art. 15.1; MY DA, s.
12 (1), (2)(a); PH IP Code, s. 23, 24,113.1, IP Rules r. 1502; SG DA s. 5; TH DA s. 56, 57,
VN IPL art. 63.1, 65.1. Also the EUIPO Guidelines (Invalidity), section 5.7.

% The laws of some ASEAN Member States mention certain conditions that a design must
meet for purposes of registration, in addition or alternatively to the novelty requirement. Such
conditions, which include the “originality” or “creativity” of the design, are not discussed in
these Common Guidelines.
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The public of reference should also include the trade, industry and business
circles that ordinarily deal with the production, importation, distribution or
marketing of the products that embody the design. Those circles have
closer contact with, and easier access to, the sources of information where
designs are disclosed. In particular, they are aware of supply sources,
catalogues and databases for the different types of products, and have
privileged access to suppliers, contacts, trade fairs and other sources that
allow them to receive the latest information in the relevant fields.

It is not necessary that the general public be able to access the sources of
disclosure of designs to destroy their novelty. The required novelty will not
be complied with if the informed consumers or business circles have had,
or could have had, access to those sources of disclosure before the relevant
date.

A design should not be regarded as disclosed to the public if it has been
disclosed to persons that are bound by a confidentiality agreement or by
any sort of contractual relationship that would require those persons not to
disclose or communicate the design. Likewise, disclosure of a design within
a confined circle of persons in such a manner that the information could not
normally or reasonably be accessible to the public or to the specialized
trade circles, should not be considered as a disclosure that is relevant for
novelty purposes.

2.1.2 Relevant date for novelty purposes

The relevant date to determine novelty will generally be the date of filing of
a regular application to register the industrial design with an industrial
property Office. A regular application is one that complies with the
requirements prescribed to obtain a filing date.

2.1.2.1 Priority

If the applicant invokes a right of priority under the Paris Convention, the
relevant date will be the date of the earliest priority filing invoked. The period
of priority for industrial designs is six months. This means that, for the
benefit of priority to operate, the application must be filed with the Office not
later than six months after the filing date of the priority application. If the
applicant claims the priority of two or more earlier applications, the date of
the earliest of those applications must be taken.

Under the principles of the right of priority established by the Paris

Convention, a regular filing in a country bound by that Convention should
be regarded as the relevant date in order to decide on novelty in case of
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intervening applications, disclosures or other actions in respect of an
industrial design. The Paris Convention provides the following in Article 4.B:

“‘B. Consequently, any subsequent filing in any of the other
countries of the Union before the expiration of the periods referred
to above shall not be invalidated by reason of any acts
accomplished in the interval, in particular, another filing, the
publication or exploitation of the invention, the putting on sale of
copies of the design, or the use of the mark, and such acts cannot
give rise to any third—party right or any right of personal
possession.”

A right of priority can only be validly invoked in respect of industrial designs
that are identical in both the priority application(s) and the application filed
with the Office. If the designs contained in the application under
consideration present perceptible variations or differences, the right of
priority will not operate.

The Paris Convention, Article 4E(1), provides as follows:

E. (1) Where an industrial design is filed in a country by virtue of a
right of priority based on the filing of a utility model, the period of
priority shall be the same as that fixed for industrial designs. [...]

On this basis, the Office must require that the claimed priority be a first
filing for an industrial design registration, an industrial design patent, a
utility model registration or a utility model patent. The Office may refuse a
priority claim if it is based on an earlier application that does not relate to
an industrial design or a utility model, for example, a trade mark application
or an application for a patent of invention (utility patent).3®

A priority claim based on a utility model is acceptable if the appearance
of the utility model is the same as the design under examination. Only the
appearance of a priority utility model should be taken into account. The
functionality of the priority utility model is not relevant for purposes of a
priority claim for an industrial design application.

For example, in the following case a priority claim based on an earlier
application for a patent of invention should be refused because the priority
application does not relate to an industrial design or a utility model:

39 Under Malaysian legislature and practice, the Malaysian IP Office may only accept a priority claim
that relates to an earlier industrial design application filed in a member country of the Paris Convention.
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Where the designs contained in an application come from several earlier
priority filings, the applicant may invoke multiple priorities as well as partial
priorities, as allowed under the Paris Convention.4!

2.1.2.2 Grace period

The absolute novelty requirement for the registration of industrial designs
is quite strict. Therefore, any disclosure of a design before the relevant filing
or, where applicable, priority date can destroy the required novelty.

Disclosures that can affect a design’

s novelty will include disclosures

resulting from acts of the designer himself or his successor in title, or from
acts performed by persons who obtained the design directly or indirectly

from the designer, legally or by illegal means.

40 Source: Industrial Designs, Malaysia IP Office.

4! See the Paris Convention, Article 4.F.
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Laws providing for a grace period in favour of designers aim at preventing
loss of rights in case of early or involuntary disclosure of a design. This also
takes into account that often such disclosure is required in order to test a
product’s design in the marketplace, to prepare a licensing or distribution
agreement or to introduce a design at an official exhibition.

In order to avoid the consequences of a loss of novelty in the above-
mentioned cases, the law may provide for a grace period or a period of
immunity in favour of a designer, or his successor in right, who has
disclosed a design before filing an application for its registration.

A grace period is established as a fixed period of time, computed from the
date on which a design is disclosed, during which the designer (or his
successor in title) can file an application to register that design, without such
disclosure being cited against the required novelty. To this effect, a
disclosure of the design under the prescribed circumstances would not be
taken into account for purposes of establishing the novelty of the design. 42

The grace period is usually a period of twelve months that precedes the
date of filing of the application with the Office. Where a priority application
is claimed, the grace period will precede the filing date of the priority
application. However, the law may establish a grace period of only six
months (instead of twelve months), or may limit the benefit of the grace
period to particular cases of disclosure, for example, where disclosure took
place at an official or officially recognized exhibition, or resulted from an
illegal act or abuse committed against the designer or his successor in title.

The examiner must take the grace period into account if it is invoked by an
applicant or by the holder of an industrial design registration to prevent a
refusal of registration or the revocation of the registration for reason of a
disclosure occurred during the grace period. The applicant or holder will
bear the burden of proving the facts that are relevant for the grace period
to operate.

2.1.3 Possible sources of disclosure

Disclosure of a design in a way that makes the design accessible to the
public will require that the design may be seen or retrieved from certain
public sources. The main sources of disclosure through which a design can
be made available to the public are discussed below.*3

42 See the provisions in BN DA s. 12, 13; KH art. 92; ID DL art. 3; LA IPL art. 30; MY DA,
s. 12 (3); PH IP Code, s. 25, 119.1, IP Rules r. 1503, 1601; SG DA s. 8, 9, 10; TH DA s. 19,
57; and VN IPL art. 65.4. Also, the EUIPO Guidelines (Invalidity), paragraph 5.7.1.4.

43 See the EUIPO Guidelines (Invalidity), paragraph 5.7.1.2.

| 42 \A\\
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2.1.3.1 Commercial distribution and use in trade

Disclosure of an industrial design may result from the introduction into the
marketplace of products or articles that embody the design. If the articles
that embody the design are put on the market, the design becomes
immediately accessible to the public at large as the consumers may directly
see and purchase the products. The same applies to cases where the
products are distributed to the public free of charge as samples, as market
test runs or for advertising purposes.

Disclosure in trade includes cases of disclosure through television news,
programs, advertising and documentary videos.

2.1.3.2 General publications

The graphic or photographic representation of a product that embodies a
design, in public periodicals, newspapers, magazines or other publications
would disclose and divulge the design to the extent that the design can be
clearly distinguished in those representations. Such publications must be
taken into account when analysing whether the design is to be regarded as
novel under the law.

The same applies to specialized publications such as professional
periodicals and thematic magazines dealing with, for instance, fashion,
wearing apparel, interior decoration, architecture, hobbies, automobiles or
technical matters.

Industrial and commercial catalogues distributed by producers and
distributors of products that embody the design are also valid references to
establish prior art and disclosure of the design. This applies to both
catalogues distributed within the relevant trade circles and catalogues
distributed to the public at large, whether in printed form or on the internet
(see below).

2.1.3.3 Official publications

Publications issued by the national industrial property authorities (IP
Offices) of any country, such as official gazettes and bulletins, are also
relevant sources of disclosure. Unless the law provides otherwise, the
reproduction of an industrial design in an official publication is to be
regarded as a disclosure of the design to the public. In fact, that is the
intended primary effect of announcements made in such official
publications.

The disclosure effect occurs regardless of the specific subject of the official
gazette or bulletin. Not only bulletins or gazettes dedicated to industrial
designs will be relevant, but also bulletins that announce trademarks,
patents and other IP rights.
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An official announcement in a periodical that does not include a
reproduction of the design but lays open the file of the design application
where the reproduction of the design is available upon request by any
member of the public, should also be regarded as full disclosure.

2.1.3.4 Disclosure on the internet

The disclosure of designs is increasingly made via the internet as a
channel of communication due to the growth of e-commerce.

2.1.3.4.1 Possible sources of design disclosure on the internet

Internet sites and databases should be regarded as publicly available
sources of information. A design disclosed on the internet forms part of the
prior art. Disclosure on the internet of a product that embodies an industrial
design, in a manner that allows the public to have clear access to the
appearance of that product, will destroy the novelty of the design in the
same way as the commercial distribution of those articles.

As a general rule, it is irrelevant whether a design was disclosed as a trade
mark, copyright work, patent, utility model or otherwise.

The most common sources of design disclosure on the internet are
websites, apps, electronic mail and file sharing#4. In order to have a valid
legal effect, the source of disclosure of a design on the internet must be
properly identified in the evidence submitted.

Websites

Websites are among the most common sources of design disclosure on the
internet. Presentation or offering of products on internet websites should
be assimilated to commercialization of those products. This type of
disclosure should be recognized even where the website requires a
subscription or payment, or is password protected for access to a limited
group of persons. If access to a website is not restricted by confidentiality
clauses and is accessible to the traders and business circles that deal with
the products in question, a disclosure on that site should be regarded as a
public disclosure.

There is a large variety of websites available on the internet, including
private, corporate, institutional and organisational websites on which
product designs may be disclosed. Such websites include e-commerce
platforms, online databases and social media.*®

4 Only internet widely available sources are acceptable design disclosure sources by the IP
Office of Thailand, such as websites, not being the case of apps, electronic mail and file
sharing.

4 See EUIPO Guidelines (Invalidity), paragraph 5.7.1.5.

EZAN\



COMMON GUIDELINES FOR THE EXAMINATION OF INDUSTRIAL DESIGNS

- E-commerce platforms

Many websites are dedicated to various forms of e-commerce, such as
online retailing, online auctions, online marketplaces, and online
marketing. In practice, a growing number of designs are made available
to the public by displaying them on e-commerce websites.

Offering a product for sale in an e-shop or displaying it in an online
catalogue generally constitutes an event of disclosure of a design
incorporated in that product.

- Online databases

Relevant online databases are those that contain information on filed and
published intellectual property rights. These databases can be
administered by public authorities or private entities.

Publication of a design in a database administered by a public authority
constitutes a disclosure which, in principle, cannot be refuted by relying on
the exceptions addressed in item 2.1.3.4.4, below. These databases
include, for example, online publications of design, trade mark or patent
registrations by industrial property offices.

Disclosures that took place in databases administered by private entities
should be assessed as disclosures in other websites.

- Social media

Online media have significantly changed the way the information is created
and shared. Social media is widely used by designers to share their work
and also by businesses to present new products, etc.

For the purpose of design disclosure, the most relevant online media
services are those related to social media, in particular social networking,
blogs and vlogs.

The content of social media is largely created by users and its
dissemination can be very fast and extensive. When assessing disclosure
of designs on social media services, aspects such as its purpose or nature
are relevant.

Some social media services provide historical information and search
facilities that allow to retrieve the relevant disclosure date of the contents.
However, in some cases, the content in social media might only be
available for a short period of time.

As general recommendations concerning website disclosure, the evidence

taken from a website should be presented by creating a printout or a
screenshot of the relevant information presented therein. Such evidence
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should display a clear image of the relevant design revealing its features,
the date of disclosure and the URL address.

If the information is obtained through a printout, its printing date will be
assumed to be the date of disclosure, unless another earlier relevant date
can be established from the contents of the document or from any other
evidence.

When assessing evidence of disclosure of a design from certain websites
(for instance, online shops, social media sites), the information regarding
the purpose and the main characteristics of the website in question could
be relevant for assessing the availability of the design.

Applications (Apps) 46

A good part of online activity entails the use of apps (e.g. online retail sales,
online auctions, social networking, instant messaging, etc.). Therefore, this
medium may also be taken into account for the purposes of assessing the
disclosure of designs.

Some websites also have an app version to make the website more easily
accessible on mobile devices. As regards the disclosure of designs, apps
and their websites can provide the same relevant content (i.e. date, design)
in a relatively similar manner. However, the means of presenting the
relevant information may differ.

When apps also have a website version, it is preferable to extract the
relevant information from the website. If a website version is not available,
a screenshot from a mobile device can also be used as evidence.

If the information is presented as an app screenshot, the date of the
screenshot will be assumed to be the date of disclosure, unless an earlier
relevant date can be established from the content of the screenshot itself
or from other supporting evidence.

When assessing evidence of disclosure of designs deriving from certain
apps (e.g. those used for shopping, social media, etc.), the information
regarding the purpose and the characteristics of the app in question may
be relevant to assess the disclosure of the design.

Electronic mails 47

Although traditionally electronic mails (e-mails) are perceived as private
correspondence, they are also widely used in e-commerce. Therefore, e-

46 Applications are not regarded as a source of design disclosure by IP Office of Thailand.
47 Electronic mail is not considered an acceptable source of design disclosure by IP Office of
Indonesia or IP Office of Thailand, and is not yet regulated in the law of Cambodia.

| 46 \\\
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mails can also be a source of design disclosure, in particular those that aim
to promote products and are sent to a large number of recipients.

An e-mail that aims to promote a product, including to a limited circle of
persons, should not be considered as private correspondence for
disclosure purposes. For instance, an e-mail sent by the manufacturer of
a certain product to selected retailers offering to put it on the market could
be considered as an event that commercially discloses the design
embodied in that product. Therefore, when assessing the disclosure of a
design through an e-mail communication, it is the content of the message
that should be considered, not its form.

The standard data contained in e-mails can provide valuable indications to
assess the disclosure of a design. For instance, the ‘sent’ or ‘received’
date could establish when the disclosure took place.

The recipients of the e-mail communication and its purpose should be
taken into account as this might serve as an indication as to whether it was
addressed to the specialised circles in the trade sector concerned. Even
if the list of recipients is undisclosed, the content of the e-mail might still
help to determine whether it was intended as a private communication that
is irrelevant for disclosure purposes, or targeted at a broader audience.

It is recommended that the evidence of the e-mail communication should
show a representation of the design, in particular when it was contained in
an attachment to the message. The date that is relevant to assess the
disclosure of the design should be clearly indicated, in particular if the e-
mail contains several dates.

Although e-mails often contain confidentiality claims, the veracity of the
claim should be assessed considering its contents, recipients and purpose
of the message (see item 2.1.3.4.4, below).

File sharing 48

Sharing a file that contains a design through a file sharing system would,
in principle, constitute an event of disclosure of the design. Two of the most
common file sharing services to be considered are peer to peer (P2P) and
file hosting.

These services are similar to the extent that the files available for
downloading would be listed on a sharing platform and, by following their
hyperlinks, users would be able to download the files. In the case of the
P2P file sharing, the files are downloaded directly from the computer of
one user to another, whereas in the case of file hosting the files must first
be uploaded on the sharing platform.

The content of the files shared through either of the systems would
normally not be visible to users until they have been downloaded and

“8 File sharing is not regarded as a source of design disclosure by IP Office of Thailand.
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opened. Therefore, when assessing disclosure of designs through file
sharing systems, two key aspects should be taken into consideration:

« establishing the link between the contents of the file containing a
design and the file’s reference in the file sharing system;

* establishing the relevant date.

In order to prove disclosure of a design through file sharing, merely
submitting a printout from the platform displaying the indexed file would not
be sufficient. The link between the index of the file and its content would
need to be established. When proving disclosure through file sharing, it is
advisable to submit any additional evidence when available, such as e-
mails informing users of a new upload, etc.

The evidence should also indicate the date of disclosure. In general, the
date when the file has been made available for sharing would be
considered as the date of disclosure, unless it is proven that no file has
actually been downloaded using that hyperlink. In case the date when the
file was made available is not indicated, the date when it was actually
downloaded by a user would serve as the relevant date.

Also, computer-generated timestamping (see item 2.1.3.4.2, below) or
public notary services could be used to establish the relevant date.

The fact that certain file sharing systems restrict access with a password
or are subject to a payment of a fee would not, in principle, prevent a design
from being considered as disclosed (see item 2.1.3.4.4, below).

2.1.3.4.2 Establishing the relevant date of disclosure

It is necessary to ascertain in each case the precise date of the disclosure
of a design on the internet to be able to compare that date against the filing
date or the priority date of the application. The date of an internet
disclosure may not always be readily available.

This section provides a non-exhaustive list of tools which can help to
determine the date when a design has been made available on the internet.

Search engines and website archiving services

The date of disclosure can be established using the relevant data provided
by search engines and website archiving services.

Search engines allow users to search for the information within a specific
time frame. The obtained results may constitute a preliminary indication as
to when the respective content was available online. However, in order to
prove disclosure, the relevant date should be corroborated by further
information, ideally the dates contained in the contents of the particular
websites listed in the search results.

EEAN\
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When searching within a period of time, the obtained date might not
necessarily be the date when the relevant content was published but the
date the tool cached or captured the particular website. Furthermore, the
contents of a website showing a design might not relate to the date shown,
but to the most recent version of that website. Due to these limitations,
search engines should be relied on with caution.

For the purposes of proving disclosure of designs, it is advisable to use
website archiving services instead of search engine services.

Website archiving services (such as the ‘WayBack Machine’) provide
access to archived websites or parts thereof showing a design on a
particular date (‘captures’) (see indication ‘A’ in the example below).
Website archives also provide the possibility to view and navigate them.

The date when a website was archived would be considered as the date
of disclosure, unless an earlier relevant date appears in its contents.*®

4 ‘\WWayBack Machine’ can be accessed at https://web.archive.org
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When navigating an archived website, it should be noted that separate
parts of the website might relate to different dates. In addition, the following
limitations should be taken into account:

. limited access to website content: it might not be possible for a
website archiving service to archive password-protected contents, and
website owners might block archiving systems from accessing its
contents using Robot Exclusion;50

) content removal: website owners have a right to request removal
of the archived contents;

50 Robot Exclusion is a standard used by websites to communicate with web crawlers and
other web robots. Robot Exclusion informs the web robot on which areas of a website should
not be processed or scanned.

| 50_\\\
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. sporadic updates: websites are not archived every time they are
updated or changed, but only when ‘web crawlers’ visit them.5!
Frequency of such visits depends on the website’s popularity.

Computer-generated timestamp information

Electronic timestamping services, if available, may also be used to certify
a date and time of disclosure.

A qualified electronic timestamp is a timestamp that:

a) links the date and time with the data so that the possibility of
modifying the data without being detected is reasonably
eliminated; and

b) is based on a temporary information source linked to Coordinated
Universal Time (internationally managed unified system of atomic
clocks that couples Greenwich Mean Time).

An electronic timestamp assigns an exact time to a file, a message, a
transaction, an image etc., giving evidence that the content existed at a
point in time.

Timestamping can secure the content contained in a screenshot or a
printout to prevent it from being later amended or removed from its original
source. This type of evidence is not subject to any territorial limitations.
Both static websites and browsing sessions can be timestamped.

When a timestamp is requested for a specific website, the timestamping
service will provide a certificate verifying the timestamped content, such as
the URL address, specifying the exact date and time, related to that
website at the moment it was timestamped.

Therefore, it is advisable to use timestamping as a precautionary measure
in order to secure the evidence of disclosure of designs. Also, when several
steps are required in order to obtain the relevant evidence, it is advisable
to timestamp the entire browsing session.

Forensic software tools

Forensic software tools are used to acquire digital and computer-
generated evidence. Some are targeted at non-expert users and are freely
available on the internet.

51 A web crawler is an internet bot that systematically browses the World Wide Web, typically
for Web indexing.
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These tools can be used, in particular, to extract information concerning
the relevant date which might be embedded in images, videos or the
programming used to create a website (i.e. metadata). This data can be
used for proving disclosure of designs on the internet.

Forensic software tools can also be used to monitor social media capturing
posts together with images.

When evidence is extracted using forensic software tools, it is
recommended to provide information explaining the tool, how the
information was obtained, what kind of information was extracted and from
which content it was taken.

2.1.3.4.3 Means of presenting evidence obtained from the internet

Disclosure of a design cannot be proven by means of probabilities or
suppositions but must be demonstrated by solid and objective evidence of
effective and sufficient disclosure of the design.

An interested party can prove disclosure of a design on the internet by
submitting various types of evidence, such as printouts, screenshots,
images, videos and metadata. Even if some items of evidence are not
conclusive of an event of disclosure in themselves, they can be submitted
with other pieces of evidence, since the event of disclosure of a design is
assessed by taking into account all evidence provided.

The evidence extracted from the internet should clearly indicate the source
of disclosure of the design and, if necessary, provide additional information
in that respect. Moreover, it should be of such quality that defines the
features of the disclosed design and identifies the dates of disclosure.

Printouts and screenshots

Printouts and screenshots are the most common means of proving
disclosure of a design on the internet. They should contain information, in
particular, on the source where the content was taken (e.g. URL address);
the relevant date; the disclosed design.

As regards to the relevant date, it is important to make a distinction
between the printing date of the document (printout) and the date of
disclosure of a design. The printing date will be assumed as the date of
disclosure, unless an earlier relevant date can be established from the URL
address, the contents of the document itself or any other evidence.

When several dates are indicated in a printout or a screenshot, it is
advisable to clearly indicate which is the relevant date.

About the disclosed design, if it is disclosed in several views, it is
recommended to submit as many screenshots or printouts (also to enlarge
the smaller views) as necessary to represent the design completely. If

| 52 \\\
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several designs appear in a screenshot or a printout, enlarged views of the
design are preferred. Moreover, it should be clearly indicated which is the
relevant design invoked.

Printouts or screenshots should not be manually modified, for instance, by
adding the date of disclosure or the source. When a printout or screenshot
does not include all of the relevant information, it is recommended to
submit additional evidence providing the missing elements:

- Printouts and screenshots from e-commerce platforms

E-commerce platforms very often indicate the date when the particular
product was first available for sale. This information contained in printouts
or screenshots can be relevant when establishing the date of disclosure of
a design incorporated in that product.

When using printouts and screenshots from e-commerce platforms, it is
recommended to include the reviews that users have left after purchasing
the product on the platform, as this information might be useful for
establishing the date of disclosure of the design.

Also, the specific product reference, such as a unigue code identifying the
product, can serve as a link between the information displayed on the e-
commerce platform (e.g. design) and contained in the other evidence (e.g.
date of sale).52

- Printouts and screenshots from online databases

The publication date specified in the printouts or screenshots from the
online databases can be relevant for the purposes of proving disclosure.

The mere filing or registration date indicated in the online database would
not necessarily mean that the intellectual property right incorporating the
relevant design has been published.

Printouts or screenshots from online databases on the intellectual property
rights should indicate the publication date independently of either the date
of filing or the date of registration.

Also, when presenting the document or the excerpt from an online
database or register referring to patent or design rights, it is recommended
to show the publication date and/or the INID code 43 or 45 as this number
refers to the date of making a design available to the public.53

52 This proceeding is not practiced by the IP office of Brunei nor provided for by Brunei's
law.
53 This proceeding is not practiced by the IP office of Brunei nor provided for by Brunei's
law.
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Images and videos

A design might be disclosed by sharing on the internet the images and
videos that show a product incorporating that design, providing information
on the source as well.

In terms of the relevant date, it shall be either the date when an image or
a video has actually been viewed or, alternatively, when it has been made
available for viewing or downloading, e.g. in an online platform. Moreover,
in certain cases the relevant date might be when an image or a video has
been recorded. This information can be obtained by analysing the
metadata of the respective file.5

While an image would normally be represented in a printout or a
screenshot, the way to present the evidence contained in the video might
be the video itself submitted as the evidence (e.g. as afile) or only captures
of the relevant parts where the design is perceived. Submitting only a URL
of the video would not be sufficient as its contents might be removed or
altered. It must be accompanied by the relevant captures of the design
contained in that video.

When the video itself is submitted, information on when and where the
video was made available to the public (e.g. to provide evidence such as
printouts of the video being posted on social media sites or when the video
has appeared as an advertisement on a website) should be provided.

Also, when submitting the video, it is recommended to indicate the exact
moment (minute(s), second(s)) the design is visible in the video.
Furthermore, if there is no other date indicating disclosure, the comments
made by users could serve as evidence, provided that they are dated.%®

Metadata

The evidence of disclosure of designs on the internet can be constructed
through analysing metadata embedded, for instance, within images, videos
and websites. For example, an image may include information about itself,
such as the author, the date created or modified or the location it was
taken.

Such information can be useful in terms of providing evidence of designs
disclosure, particularly as to the relevant date (for example, the date the

54 This proceeding is not practiced by the IP office of Brunei nor provided for by Brunei’s
law.
55 This proceeding is not practiced by the IP office of Brunei nor provided for by Brunei’s
law.
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image was uploaded to a specific website) or the location the image was
taken.

There are different ways to obtain metadata. Depending on the device
(such as a smart phone or a digital camera) and where the relevant file is
saved, it may be possible to access the metadata either by simply selecting
the “information” option on the image itself or by using more specialised
software (i.e. metadata viewers). The type of metadata that can be
extracted depends on how the device stored the file and its capabilities.

When metadata is submitted as evidence, it is recommended to provide
information explaining how it was obtained, what kind of information was
extracted and from which source it was taken.

URL addresses and hyperlinks

URL addresses or hyperlinks per se cannot be considered as sufficient
evidence for proving the disclosure of a design. They should be
supplemented with additional evidence.

This is because the information accessible through a URL address or a
hyperlink might be later altered or removed. Moreover, it might be difficult
to identify the relevant information (the design, date of disclosure, etc.).

When the URL address or a hyperlink is submitted, a printout or a
screenshot of the relevant information contained therein should also be
provided.

Statements in writing 56

As a matter of principle, statements in writing, sworn or affirmed, such as
affidavits, would not be sufficient on their own to prove an event of
disclosure or, alternatively, that a design has not been made available to
the public. The fact they are made by an independent third party might
increase their probative value but only provided that they are accompanied
by additional evidence showing disclosure.

The information contained in statements in writing, sworn or affirmed,
should be supported by additional evidence, such as printouts or
screenshots, showing the information relevant for disclosure (e.g. design,
date of disclosure, etc.).

56 Statements in writing are not accepted as means for presenting evidence obtained from
the internet by IP Office of Indonesia.
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2.1.3.4.4 Exceptions to the availability of designs on the internet

Given the global nature of the internet, online content is normally available
worldwide.

However, due to certain restrictions to the accessibility or searchability of
the information on the internet, a particular event of disclosure of a design
online may not reasonably be assumed to have become known to the
relevant circles of users operating in a particular geographical area.

When assessing an event of disclosure related to the publication of a
design on a website, it might be necessary to assess whether that website
was technically accessible in a country and whether the relevant circles
would actually have been able to find the prior art on the internet.

Unless the content is subject to restricted access in certain internal
databases (e.g. used only by employees of a company), as a general rule,
neither password nor payment requirements should be considered as
precluding accessibility to the information published on the internet.

When assessing if an event of disclosure of a design has not reasonably
become known in the normal course of business to the circles specialised
in the sector concerned, the following aspects might be relevant: 57

Passwords and payments: Neither restricting access to a limited circle of
people by password protection, nor requiring payment for access would
prevent a design that has been made available on a webpage, app or file
sharing platform from forming the prior art.

Nevertheless, whether such an event of disclosure of a design has not
reasonably become known in the normal course of business to the circles
specialised in the sector concerned might depend on the specific
circumstances of a particular case. On the other hand, the restricted
access to certain internal databases (e.g. those used only by employees
of the company) might prevent an event of disclosure of a design from
reasonably becoming known in the normal course of business to the circles
specialised in the sector concerned.58

Languages and top-level domain names: Although, in general,
languages would not affect perception of designs, they might impair the
possibility to find them on the internet. Therefore, when assessing
disclosure, it has to be established whether in the normal course of
business of the specialised circles in question are expected to search for
information in the respective language. Image search technology has
reached a level of technical sophistication that allows a design to be found

57 These events might not be accepted by IP Office of Singapore and IP Office of Thailand.
%8 |p Office of Thailand considers password and payment requirements as precluding
accessibility to the information published on the internet.
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even if it is published on a website that is not in a language commonly
spoken of the country.5®

As regards top-level domains, in principle, they would not affect the
possibility to find designs on the internet. However, they could serve as an
indication as to whether the specialised circles concerned were more likely
to access a certain website.

Searchability: When assessing whether an event of disclosure of a design
on the internet has not reasonably become known in the normal course of
business to the circles specialised in the sector concerned operating within
a country, it may be necessary to assess whether the specialised circles
were actually able to find the prior art on the internet. In this regard, it
should first be considered whether a particular website was technically
accessible.

Geo-blocking: This can be another factor that might affect the accessibility
to information contained in the internet by the specialised circles operating
in a country. When considering the contents of websites, geo-blocking is
most commonly associated with its use to restrict access to premium
multimedia contents on the internet, such as films and television shows,
primarily for copyright and licensing reasons. However, there might be
other uses of geo-blocking that include blocking malicious traffic, enforcing
price discrimination based on access point and, in certain countries, even
internet censorship.

Confidentiality: The effectiveness of the confidentiality claim might
depend on the particular circumstances. For instance, in the case of e-
mails, the contents, recipients and purpose of the e-mail might affect the
veracity of such a claim. Thus, when an e-mail that includes a
confidentiality claim is sent to a large number of recipients, including
wholesale distributors, regarding new articles on sale, it may not
necessarily be considered as confidential.

2.1.3.5 Disclosure at an exhibition

The legal provision for a grace period in case of the disclosure of a design
at an exhibition may be established independently or in conjunction with the
implementation of the obligation under the Paris Convention to provide
protection for products exhibited in an official or officially recognized
international exhibition.89

59 |P Office of Viet Nam would not accept this approach
% The Paris Convention, Article 11(1), provides:

(1) The countries of the Union shall, in conformity with their domestic legislation, grant
temporary protection to patentable inventions, utility models, industrial designs, and
trademarks, in respect of goods exhibited at official or officially recognized international
exhibitions held in the territory of any of them.
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An industrial design may be disclosed for the first time at an exhibition or
trade fair, especially where such events are used to launch new products
or products of fashion, periodical turnover or seasonal demand. The
presentation of a product at an exhibition should be taken into consideration
to determine the novelty of a design.

The law may provide for a limited grace period following the disclosure of a
product bearing a design (see above item 2.1.2.2). However, the law may
specify that such grace period will be applicable only to disclosures at
official or officially recognized international exhibitions.6* Consequently, the
disclosure of a product in a non-recognized exhibition could effectively
destroy the novelty of the designs embodied in that product.2

The following example illustrates of a novelty-destroying disclosure at an
exhibition that is not officially recognized:®3

Filed design:

Application No: 3-2007-00452 — “Motorbike” LCL: 12-11
Priority Date: 4 January 2007 — Filing Date: 12 April 2007

51t is up to each country to determine what it regards as an ‘official’ or an ‘officially recognized’
international exhibition for the purposes of the disclosure of an industrial design. However, a
country may wish to refer to the criteria established in the Convention relating to international
exhibitions, signed at Paris on 22 November 1928 and supplemented by the Protocols of 10
May 1948, 16 November 1966, 30 November 1972 and the Amendment of 24 June 1982 and
the Amendment of 31 May 1988. See the Convention at: https://www.bie-
paris.org/site/images/stories/files/BIE_Convention_eng.pdf, and the website of the
International Exhibitions Bureau at: https://www.bie-paris.org/site/en/about-the-bie/the-1928-
paris-convention .

52 See, for instance, the provisions in BN DA s. 12(2); ID DL art. 3(a); LA IPL art. 30; MY DA,
s. 12 (3)(a); SG DA s. 8(2),(3); TH DA s. 19, 65; and VN IPL art. 65.4.c).

8 Example provided by the authorities of Viet Nam.
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Cited design disclosure:

The design was rejected for lack of novelty. The motorcycle
appearing in the cited document was disclosed at an exhibition held
in Jakarta, Indonesia before the priority date. The applicant stated
that the design was disclosed at an international exhibition. However,
the applicant failed to prove that the exhibition was an official
international exhibition as required under the law of Viet Nam.

For instance, the law of Viet Nam also provides for a grace period of six
months following the disclosure of a product bearing a design at recognized
national exhibitions in Viet Nam.

2.2 Assessing novelty

2.2.1 Identity of designs

Novelty is assessed by comparing the design in question against any other
design that has been disclosed before the date of filing or the date of priority
of the design being examined. The earlier design may have been disclosed
by a third person or by the applicant himself. In the latter case, the applicant
could benefit from a grace period exception if it is provided in the law (see
item 2.1.2.2, above).

In principle, the requirement of novelty is met if no identical earlier design
can be found that anticipates the design under examination. However,
minor, insignificant or imperceptible differences, and immaterial details,
should not be taken into account when comparing a design against an
earlier disclosure or citation. Such minor differences should not affect the
relevance of the earlier disclosure for novelty purposes.

A difference or variation of appearance should be regarded as minor,
insignificant, imperceptible or immaterial if it would normally not be noticed
by the average consumer of the product that embodies the design, or if the
relevant feature can only be perceived upon close examination. The
average consumer may exercise different levels of circumspection and
attention depending on the type of product. This should also be taken into
account to assess novelty in the specific case.
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The following example illustrates a case where insignificant differences in
the design would not avoid a finding of lack of novelty:54

Eiled design: Application No: 3-2006-01570
Filing Date: 25 December 2006

"Fish sauce bottle” — LCL: 09-01

be

Cited design: Registration No.: HK 0211665.5M004 IP
Office: Hong Kong - Publication date: 8 November 2002

“Plastic bottle” LCL: 09-01

& Example provided by the authorities of Viet Nam.
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The filed design was rejected due to lack of novelty. The design was
anticipated by the cited design. The differences in the cap, the bottom, the
shoulder and the leaf-shaped pattern on the body were deemed to be
insignificant.

Significant variations in the features of a design under examination, as
compared to an earlier design disclosed or cited against the examined
design, can make the later design perceptibly different, and consequently
new with regard to the earlier design.

To determine the degree of variation and novelty of a later design with
regard to earlier designs, a standard of overall impression should be applied
(see item 2.2.2, below).

2.2.2 Overall impression

The assessment of novelty should be undertaken on the basis of the overall
impression that is given by the design under examination, as compared to
the overall impression given by each individual earlier design.

The test will require determining whether — as a matter of first impression —
the design under consideration is perceived as being the same or practically
the same as a design disclosed earlier or cited against the design under
consideration. The examining authority should apply this standard from the
perspective of the potential consumer of the product.

The following examples illustrate the test of novelty as applied on the basis
of the overall impression of the designs in conflict:

EXAMPLE

Eiled desian: Application No.: 3-2006-00347 — “Lighting Controller”
Filing Date: 27 March 2006 LCL: 13-03

% Example provided by the authorities of Viet Nam.
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Cited design: Application No.: 3-2004-00180 — Patent No.: 8695

“Inverter” — LCL: 13-02

The filed design was rejected for lack of novelty. The filed design is
not identical with the cited design (the cited design has buttons and
LCD screen which do not appear on the filed design) but its main
features are totally disclosed in the cited design.

2.2.3 Combinations of earlier designs

In principle, novelty is determined objectively on the basis of the overall,
first impression of identity, similarity or difference between two (or more)
designs. They should be compared individually and separately, in their
entirety, as they appear to the consumer during the ordinary use of the
product.

| 62 \\\
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Novelty should not be assessed by comparing a design against a
combination of features taken from two or more earlier designs. An
amalgamation of different features found in earlier designs will generally
yield a novel design, unless the overall first impression given by this design
is not dissimilar from that given by one or more of the earlier disclosures.

If the overall first impression indicates that the designs are different, the
examiner should not construct a case of similarity by combining separate
features found in earlier disclosures.

However, if a design that combines features taken or inspired from earlier
designs remains closely similar to one of the earlier disclosures when its
overall appearance is considered, the design could be found lacking the
required novelty. Furthermore, in national laws there may be an additional
requirement in connection with novelty, such as creativity, inventive step or
individual character.%8

2.2.4 FEreedom of designer

For the purposes of establishing the novelty of an industrial design, the
degree of freedom enjoyed by the designer in shaping the appearance of
the product in question should be taken into account. The nature of the
object that embodies an industrial design will determine the degree to which
the designer will have leeway to add aesthetically-defined features in the
design of that object.

Industrial designs are intended for embodiment in utilitarian articles and
industrial products. The purpose of a design is — in particular — to make an
article or product aesthetically pleasant to the eye and desirable for
potential purchasers, without interfering with the technical functionality of
the product. If a design was aesthetically valuable but its embodiment
hampered or impeded the intended use or operation of the article in which
the design is embodied, that design would not fulfil its purpose.

A consequence of the fact that a design is embodied in a utilitarian product
that has a predetermined function is that a designer attempting to give that
product a particular new appearance will always face a certain degree of
constraint on his freedom to design. Unlike a sculptor who can create a
work of art by freely shaping a block of marble, the designer of a utilitarian
article cannot disregard the basic features of the product that are necessary
for it to perform its intended function and be used in accordance with its
purpose.

The nature of the product in which the design is to be embodied will
determine the degree to which a designer’s artistic discretion is constrained.

% In Viet Nam requirement of creativity applies. A design may be compared against a
combination of features taken from two or more prior designs, and may be refused due to lack
of creativity if it is found to be merely a combination of two or more previously disclosed
features.
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Some products contain features that are standardised to respond to specific
functional ortechnical requirements. For such products the designer will
have little freedom to alter, move or suppress such features when designing
them.

A designer’s freedom to shape, for example, a mobile telephone is more
limited than would be the case if he were to design, for example, a pattern
for wallpaper or for textile products. A telephone handset will necessarily
have several features that will unavoidably be part of the product’s
appearance, for example the keypad or the screen on the front of the
device. Such features are functionally required and the designer cannot
disregard or suppress them. He will have only marginal discretion to design
the appearance of that sort of product.

By the same token, all the devices that share common functional features
and design constraints, or that have standardised features, will tend to be
similar. In these cases, the designer’s contribution to the appearance of the
product will tend to be subtle and less conspicuous than would be the case
with products that are less standardised and allow for greater freedom of
design.

For example, the following cell phones are inevitably similar or identical in
their shape and appearance because they must all include basic functional
features such as a flat screen, rectangular shape and camera lens:%”

" Images, respectively, from: https://www.telstra.com.au/mobile-phones/mobiles-on-
a-plan/telstra/tough-max-3 , https://gadgets.ndtv.com/samsung-galaxy-j8-5463 ,
https://bahrain.sharafdg.com/product/apple-iphone-x-64gb-silver-9/ , and
https://gadgets.ndtv.com/nokia-6-2-price-in-india-91030 .
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3 Visibility
3.1 Principle

An industrial design provides a particular appearance to a utilitarian product
or article. A design should appeal to, and be judged, by the eye. The design
should therefore be visible to the users to whom the design is addressed
and remain visible during the normal use of the product.58

Features of a design that are not visible or perceptible during the normal,
intended use of the product that embodies the design cannot be claimed for
registration as an industrial design. To this effect, normal use refers to use
by the end user of the product or article, whether a member of the general
public or a professional or specialized user, for example a medical doctor,
a computer programmer or an auto mechanic.

‘Normal use’ of a product does not include interventions to repair or provide
maintenance to machines, apparatuses or devices that contain internal
pieces and components. Internal parts and pieces are not visible during
normal use as the users of such articles do not normally open or
disassemble them to use them for their intended purpose.

The issue of visibility may arise mainly with regard to two groups of
products, namely complex products that contain component parts, and
products that present two or more positions in their normal operation or use.

3.2 Complex products and different positions of aproduct

A complex product is a product that comprises or consists of a number of
individual parts or pieces that are assembled together to form a device,
machine or other larger product. Those parts and pieces may be
assembled, disassembled and replaced, but they may or may not be visible
during the normal use or operation of the device.

This is the case, for example, with an electronic device such as a computer
or a mobile telephone, or a mechanical device such as a pump or a turbine.
These are complex products that are formed of several interconnected parts
and pieces.

Parts and pieces that are internal in a complex product will not be visible to

% See the provisions in BN DA s. 2(1) “industrial design”; KH DL art. 89; LA IPL art. 15.2; MY
DA s. 3(1) “industrial design”; PH IP Code, s. 112, IP Rules r. 1500; TH DA s. 3 “design”; VN
IPL art. 64.3, DR r. 35.3.b(iii). Also the EUIPO Guidelines (Invalidity), paragraph 5.4 “Invisible
component parts of complex products”.

| 66\ \\



COMMON GUIDELINES FOR THE EXAMINATION OF INDUSTRIAL DESIGNS

the potential purchaser or user of the finished device during its normal
operation. Those parts and their features may not be claimed for industrial
design protection and must be disregarded.

If the design is embodied in an object that is a component part or piece of
a complex device, and that part or piece is not visible during the use of that
device, an objection to the registration of the design for that component part
or piece may be raised. A design right should only cover products and
objects that remain totally or partially visible during operation and use.®°

For example, an electrical connector is a component part that, for safety
reasons, is normally incorporated in a casing to shield it from any contact
with users of a complex product that includes the connector, such as an
electric appliance or an electric vehicle. The fact that this component part
could theoretically be made visible if inserted in a transparent casing or cover
should be disregarded, as the component is invisible when in normal use.

Where the features of the design of a component part, for example a sealing
ring or casing gasket, is not visible during the normal use of the complex
product, for example a circulator pump, the design of such component part
may not be claimed or protected as an industrial design. For example:

CASING GASKET —
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¢ N FACEPLATE

\ N %
MECHANICAL SEAL \ SEAL SEAT AND L-CUP

Circulator pump 7

It is not necessary that all parts of a complex object remain visible all the
time. It is enough if a part is visible during a particular position, phase or
step in the normal use or operation of the complex product in such a way
that its essential features can be perceived. If such normal use includes, for
instance, the opening and closing of an article, a part or feature of that
article that becomes visible during the usual opening step during use should

% The requirement that component parts and pieces be visible during ordinary use may not
be applicable in some of the ASEAN Member States.

0 Image from https://jameselectric.ca/help/exploded-views/2-piece-circulator-exploded-view/
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be regarded as a visible feature for purposes of registration and validity of
the design.

Examples of the representation of articles that have different positions
during normal use can be found below, under item 8.4 “Different
appearances of a product during use”.

The following examples illustrate parts and pieces that are contained inside
complex products and are usually not visible during the product’s ordinary
use:

Interior linings for vehicles 7*

1.4

Joint for sliding roofs for trucks 72

1 Example from International Design Registration DM 085065.

2 Example from International Design Registration DM/084724.
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Interior of door for motor vehicles™

73 Example from International Designs Registration DM 085126.

74 Example from International Design Registration DM/084240.
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4 Technical or functional features

4.1 Rationale for refusal

An industrial design right protects only the aesthetic appearance of a
utilitarian product. It does not cover the functional or technical
characteristics of the features of appearance that compose the design.”®

Features of shape of a product will not be covered by an industrial design
right if they have a technical effect or give the product a functional or
economic advantage that is relevant to the product’'s manufacturing
process, its transportation or handling, or its ergonomic performance.

Features of shape that respond to functional considerations or give a
technical effect or advantage amount to ‘technical solutions’ or ‘inventions’.
Such features may only be claimed in an application for a patent of invention
or a utility model patent or registration.

The rationale behind this is that technical solutions should not receive
monopoly-like protection if they do not comply with the strict conditions and
examination procedures established for inventions and other technical
subject matter. Unlike industrial designs, early access to inventions and
other technical solutions is regarded as crucial for knowledge
dissemination, technological advancement and economic development.

As a matter of public policy, a technically determined shape should only be
granted exclusive intellectual property rights through the patent system
(including utility model protection), which has the proper set of legal
conditions and requirements to assess whether the grant of exclusive rights
is warranted. Public policy therefore dictates that inventions should only be
shielded from competition in the marketplace (i.e. by patents) when the
prescribed conditions are met.

Functional and technically determined features of shape cannot be covered
by industrial design protection regardless of whether alternative functional
shapes are available. The rationale for the exclusion of functional features
from industrial design protection will apply equally to other shapes that are
determined by technical considerations.

A practical consequence of the exclusion of technical solutions from
industrial design coverage is that where the entire appearance or shape of
a product, or all its essential features of appearance are dictated solely by

s See the provisions in BN DA, s. 2(1) “industrial design” (a) and (b); KH art. 90; LA IPL art.
22.1; MY DA, s. 3(1) “industrial design” (a) and (b); PH IP Code, s. 113.2, IP Rules r. 1501(a);
SG DA s. 2(1) “industrial design” (a) and (b); VN IPL art. 64.1, r. 33.7.b(i), 35.3.b. Also the
EUIPO Guidelines (Invalidity), items 5.5 and 5.6.
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technical or functional considerations, that shape may not be registered as
an industrial design. Although most utilitarian products leave some leeway
for designers to exercise their artistic freedom and add aesthetic value to
the shape of products, examiners should raise an objection to the
registration of a design where the appearance of the product responds only
to function.

For example, the following product shapes could be refused registration as
industrial designs, and their registrations could be declared invalid, on
grounds that all their essential features of appearance are dictated
solely by technical requirements or by functional considerations:

Fasteners 76

Beams [construction] 77

8 Images, respectively, from: https://gclips.com and
https://www.haufler.com/en/43/Fasteners.html

7 Images, respectively, from : and https://www.alibaba.com/product-detail/Metal-glulam-
support-beams-aluminum-beam 60711912317.html and.
https://www.steelbeamsdirect.com/product/universal-beams/



https://gclips.com/
https://www.haufler.com/en/43/Fasteners.html
https://www.alibaba.com/product-detail/Metal-glulam-support-beams-aluminum-beam_60711912317.html
https://www.alibaba.com/product-detail/Metal-glulam-support-beams-aluminum-beam_60711912317.html
https://www.steelbeamsdirect.com/product/universal-beams/
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Construction bricks 78

Gear and connectors 7°

4.2 Assessment of functionality

To determine whether the functionality ground of refusal (or invalidation) is
applicable, the examiner will have to determine what the function or
utilitarian purpose of the product is. The indication and classification of the
product provided by the applicant or holder of the registration should be

8 Images, respectively, from: https://www.singtexhardware.com/shop/best-selling-
materials/236-common-paragon-brick-facing-brick-piece.html and
https://gosmartbricks.com/why-bricks-have-holes/

® Images, respectively, from: https://www.tradekorea.com/product/detail/P289363/Gears-
Casting-Mechanical-Parts-for-Transmission.html and
https://www.irby.com/product/detail/5692/BLACKBURN-THOMAS-BETTS-L70
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taken into consideration.

The examiner may also consider other documents disclosed in connection
with the product, including parallel filings for patents of invention or of utility
model for the same product, in the country or abroad, and advertising
material published by the manufacturer or distributor of that product.

The technical nature or functional effect of the features of the design must
be assessed objectively from a technical point of view. The perception of
an average consumer or user with respect to the technical functionality of
features of appearance of a device would not be relevant for this purpose.

A shape should be regarded as functional in the following cases, in
particular:

« the shape is necessary to allow the product to be used for its
intended purpose, or is an ergonomic shape for the product,

« the shape allows for a more efficient or more economical
manufacture or assembly of the goods (e.g. by saving material or

- the shape facilitates the transportation or storage of the goods,

- the shape gives the product more strength or better performance
or durability,

- the shape allows the product to fit or be connected with another
product.

An objection based on a finding of functionality should be maintained
regardless of whether the functional features can be replaced by alternative
functional features. The objection cannot be overcome even if other shapes
are available that would afford equivalent functionality or provide the same
effect or advantage.

The functionality exclusion is based on the fact that none of the features of
the product were freely created by a designer with the purpose of adding
aesthetic value, but were all dictated by the functional purpose of the
product, and this was the only factor taken into consideration. It is irrelevant
in this regard that a functional effect may also be achieved using other
technical features disclosed in the state of the art.

A shape that is disclosed and claimed in a patent of invention document or
in technical literature in connection with the type of product for which the
design is to be registered, should be regarded as functional since matter
claimed in a utility patent document should be presumed to be a technical
solution.

For example, the following shapes could be regarded as functional in
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respect of the products indicated:

o

“Hair applicator brush for generating streaks and method of using the same”8!

A type of functional shapes that may be improper for registration as
industrial designs are surface designs that have the function of providing
grip, traction or other physical or technical effect. The fact that such surface
designs may incidentally also be aesthetically pleasing or decorative should
not avoid an objection on grounds of functionality, where applicable (see
item 4.3, below).

For example, the following surface patterns could not be claimed as

industrial designs for tyres if their shape and appearance were determined
solely by function:

80 Example from US patent document US09089184 accessible at
patentscope.wipo.int/search/en

81 Example from patent document PCT/EP2014/056817 accessible at
patentscope.wipo.int/search/en
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Tyres 82

4.3 Functionality ban prevails over aesthetic quality

The fact that a functional feature of shape that is dictated solely by technical
requirements or considerations also happens to be aesthetically attractive
will not avoid the exclusion on grounds of functionality.

If the entire shape of the product claimed in an application is functionally
necessary or is dictated solely by its technical function, the examiner should
raise an objection regardless of any aesthetic value of the product’s
appearance. If that shape has been registered as an industrial design, the
registration should be revoked, cancelled or invalidated on grounds of
functionality.

For example, the shape of a turbine fan may be found to be aesthetically
pleasing (see below). However, to the extent that every element and detalil
of the shape of each feature of that device has been dictated by mechanical
and aerodynamic functional and technical considerations, the appearance
of the product cannot be claimed as an industrial design. In this case, the
designer had no freedom to make a personal aesthetic contribution to the
shape of the product.

Such a shape could be claimed as an invention under patent law if it
complies with the conditions for patentability.

82 Image from http://www.cdxetextbook.com/steersusp/wheelsTires/construct/treaddesign.
html
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Fan for turbofan engine 83

4.4 Spare parts and interconnections

A design right will not cover a feature of a design that must necessarily be
replicated in order that the product that embodies that design may be
mounted on, connected with or assembled in another product of which it is
a part, in order that they may both perform their intended function.8* Such
feature should be regarded as functional and would not be covered by the
registration of the design. The functionality standards would apply (see item
4.5, below).

The following example illustrates a part (screw thread) of a product
(sparkplug) that cannot be claimed because it is functional as it allows the
product to be fixed into position so it may operate according to its purpose.8®

8 Image from: https://grabcad.com/library/fan-for-turbofan-engine

84 See the provisions in BN DA, s. 2 and 10; KH Law, art. 90; LA IPL art. 22.1; MY DA, s. 3;
PH IP Code, s. 113.2, IP Rules r. 1501(a); SG DA s. 2(1); VN IPL art. 64.1.
Also the EUIPO Guidelines (Invalidity), items 5.5.1 and 5.6.

8 Example provided by the Malaysian IP authorities.
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Likewise, any shape of an object such as a spare part that must necessarily
be reproduced in its entirety in identical shape and appearance in order that
such part may fit or match a complex product to which it belongs, may be
regarded as entirely functional and consequently excluded from protection
as an industrial design.® This ground for refusal may apply to certain spare
parts and pieces, in particular to so-called ‘crash parts’ of motor vehicles and
other devices that need to be reproduced identically to fit or match the rest
of the body of the complex product (the vehicle).

The following examples illustrate designs of spare parts that could be
acceptable for registration but could be subject to the ‘must fit'" or ‘must
match’ limitation, where such limitation is applicable.®”

45 Combination of functional and aesthetic features

To the extent that an industrial design is, by definition, embodied in an
object that has a functional and utilitarian nature, the overall combination of
features of the design will maintain the functionality and usefulness of the
object that embodies the design. A good industrial design will add aesthetic
value to the appearance of a useful article without impeding, hampering or
interfering with its functionality.

86 The ‘must-match’ standard might not apply in some of the ASEAN Member States.

87 Examples from International Design Registration DM/053625.
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However, it is only when the totality of the appearance of a product is
dictated by function, and none of its features is imbued with an aesthetic
purpose, that an objection should be raised against registration of the
design (see item 4.1, above).

In most cases an industrial design, i.e. the appearance of a useful product,
will combine both functional and aesthetic features. In fact, the same feature
may be functional and aesthetic simultaneously where the designer has
designed the feature to realise both purposes.

Consequently, industrial design protection will not extend to those features
of appearance of an object that are functional because they are needed in
order that the object may perform its function, or because they provide
some other technical or economic advantage. By contrast, features of
appearance and shape that respond at least in part to the designer’s
intention to make the product’s aspect more pleasing to the eye should not
be objectionable under the functionality standard.

In practice, this means that the fact that one or several features of a
product’s design would not be claimable under design law would not
invalidate the entire design for purposes of registration or continued validity.
It is only if all the essential features of the appearance of a product were
found to be dictated solely by function and were totally lacking in non-
functional features that an objection must be raised and registration denied
or invalidated.

The following examples of running shoes illustrate designs that combine
functional features required to provide grip, stability and ergonomic
advantage with aesthetic features incorporated to make the product
pleasing to the eye: 88

88 [Images, respectively, from http://strengthrunning.com/2013/04/newton-gravity-running-
shoe- review/, http://runblogger.com/2012/09/saucony-grid-type-a5- running-shoe.html, and
http://runblogger.com/2012/04/womens-running-shoe-reviews- merrell.html]
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An industrial design consisting of a combination of functional and aesthetic
features, or containing one or more features that have deliberately been
shaped by its designer to respond to an aesthetic purpose, should be
accepted for registration.

However, in accordance with the applicable law, the registration of the
industrial design embodying such combination will only cover the aesthetic
features in the design, not the functional features. Features and elements
of the design that are functional or technically necessary will not be covered
by that registration, even if they are integrated in the overall design of the
product.

As a further consequence of this principle, features of a design that are
functionally necessary or dictated by technical considerations should not be
taken into account when comparing the design with other (earlier or later)
designs.

Functional and technical features should be disregarded for purposes of
establishing novelty of a design, or similarity between two or more designs,
as such features fall outside the scope of the industrial design.

The following examples further illustrate designs consisting of combinations
of functional and aesthetic features in useful products:8°

89 Examples provided by the industrial property authorities of Malaysia
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5 Conflict with prior rights

To the extent that national law so provides, an industrial design may not be
validly registered if the registration of the design or its commercial use
would conflict with an earlier intellectual property right.

Such conflict may occur, in particular, in respect of prior registered industrial
designs, earlier registered or well-known trademarks, earlier copyright in
protected works, or existing rights in personal names, portraits or images.®°

5.1 Prior rights in registered designs

If an industrial design that is submitted for registration is identical with an
earlier registered industrial design, or is different from an earlier registered
design only in features or details that do not produce a different overall
impression on an informed user or average consumer of those products,
the registration should be objected by the examining authority
(administrative or judicial). If the design is registered, the registration could
be revoked, cancelled or invalidated.

The examining authority should apply the same standards that are applied
to establish novelty of an industrial design in respect of other earlier
disclosed designs, whether registered or unregistered (see above item 2).

The examining authority should presume that an earlier registered industrial
design is valid. However, the applicant or holder of the later design may
challenge the validity of the registration that is the basis for opposition or
invalidation proceedings.

5.2 Prior rights in distinctive signs

If an industrial design that is submitted for registration is identical with an
earlier registered or well-known trade mark, or is different from such
trademark only in features or details that would not produce a different
overall impression on an informed user or average consumer of those
products, the registration should be objected by the examining authority
(administrative or judicial). If the design is registered in spite of the earlier
conflicting mark, the registration could be revoked, cancelled or invalidated
by the IP Office or by the court.

This situation may occur where the earlier registered or well-known
trademark is a three-dimensional mark or a figurative mark. The shape of a
product, a product container or product packaging, may constitute a
trademark and be registered for specific products, if the applicable

% See the provisions in BN DA, s. 9(2)(a), DR, 13, 14; MY DA, s. 12(2)(b); SG DA s. 5(2)(a),
27(2)(a), DR r. 11. Also the EUIPO Guidelines (Invalidity), items 5.8, 5.9 and 5.10.
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requirements under trademark law are complied with — in particular the
requirements of distinctiveness and non-functionality.

If an application for the registration of an industrial design takes up,
reproduces or includes, without due authorization, a registered or well-
known mark that belongs to a third person, this person may oppose the
registration or request the registration to be revoked, cancelled or
invalidated. However, the examining authority should not raise such
objection if the applicant is also the holder of the earlier mark or submits
proof of consent by the holder of the trademark to the effect that the mark
may be included in the industrial design registration.

The following three-dimensional marks and figurative surface pattern marks
are examples of product shapes and appearances that have been
submitted as trademarks but could also be registered as industrial designs
for the products that embody them:

Bottle 9

n il (3
o7,

Bottle 92

91 Example from the Guidelines for Trademark Examination of the Philippines, p. 126.
92 Example from international trademark application N° 1061835 under the Madrid Protocol.
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Surface pattern and handbag 3

Surface pattern and shoe %*

5.3 Prior rights in copyrighted works

An industrial design may be characterized as a blend of functionality and
aesthetics. Every industrial design is based on an artistic concept that is
applied to a utilitarian product or article of industry or handicraft. Thatis why

industrial designs are also recognized under copyright law as ‘works of
applied art’.%

% Images taken respectively, from: http://knitcrochetpat.com/burberry- pattern-background/
and http://www.dailymail.co.uk/femail/article- 2515445/1s-Burberry-losing-rights-infamous-
checked-design-Fashion- house-threat.html

9 Images taken respectively, from: http://vector-magz.com/search/louis- vuitton-pattern/ and
http://mww.mycolorfashion.com/201108/louis-vuitton- romance-pump-in-monogram-idylle.html

% See the provisions on ‘works of applied art’ in the copyright laws of BN, s. 2 and 6; KH art.
7(h); ID art. 12(1)(f); LA art. 92.1.1.9; MY, s. 3, 7(1)(c), 7(5) and 7(6); PH, s. 171.10; SG DA
s. 2(1); THs. 4; and VN IPL art. 14.g.



http://knitcrochetpat.com/burberry-
http://www.dailymail.co.uk/femail/article-%202515445/Is-Burberry-losing-rights-infamous-checked-design-Fashion-%20house-threat.html
http://www.dailymail.co.uk/femail/article-%202515445/Is-Burberry-losing-rights-infamous-checked-design-Fashion-%20house-threat.html
http://vector-magz.com/search/louis-
http://www.mycolorfashion.com/201108/louis-vuitton-%20romance-pump-in-monogram-idylle.html

COMMON GUIDELINES FOR THE EXAMINATION OF INDUSTRIAL DESIGNS

Under the principles of copyright, the creator of a copyrightable “work” is
automatically entitled to certain exclusive rights by virtue of having created
and expressed the work or fixed it in some perceptible form. International
standards establish that registration or deposit of a work is not necessary
for recognition and, generally, enforcement of copyright.%

The artistic work that underlies every industrial design may have been
created purposely for embodiment in an industrial product or may have
been created for purely artistic purposes and was subsequently taken up to
be embodied in a utilitarian article. In either case, the creator of the work
enjoys ab initio copyright and can control any subsequent use of the work.
The copyright holder may assign or license his rights to the economic
exploitation of the copyrighted work.

The holder of the copyright in an artistic work is entitled to claim prior rights
if that work is used in an industrial design, and in case of conflict the person
using the work would have to justify his entitlement to such use.

If the economic rights in the underlying copyrighted work have not been
duly assigned to the applicant of the industrial design registration or to his
predecessor in title, the registration could be opposed or invalidated by the
copyright holder.

Likewise, if an industrial design submitted for registration reproduces or
embodies a work of sculptural or pictorial art, or a work of applied art,
without authorization from the artist or designer of the work, the registration
may be objected by the examining authority (administrative or judicial) on
opposition from the holder of the copyright in the work. If the industrial
design is registered, the registration could be revoked, cancelled or
invalidated upon request by that holder.

For example, the following wallpaper and textile designs are based on
works of pictorial art created by an artist and are therefore protected by
copyright. However, those works may be used to give the wallpaper and
textile products their industrial design:

% The Berne Convention for the Protection for the Protection of Literary and Artistic Works,
Article 5(2) provides that the enjoyment and the exercise of rights in works “shall not be
subject to any formality.”

EEZANN\
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Wallpaper and textile material 7

Likewise, for example, the following mug design is based on a pre-existing work by Spanish
artist Joan Miro. The pictorial work, protected by copyright, was used to become the mug’s
design.

Mug 98

9 Images, respectively, from: https://www.123rf.com/photo_58512803 background-pattern-
wallpaper-advertising-background-tiles-designs-3d-graphic-design-pattern-decorati.html
and https://www.artdictionmagazine.com/a-crash-course-in-textile-design/

% Image from : https://www.redbubble.com/i/mug/Joan-Miro-by-fgironella/50495255.9Q0AD
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6 Public policy, public order and morality

6.1 General considerations

A distinction should be made between the concepts of ‘public policy’ and
‘public order’, on the one hand, and ‘morality’ on the other.

‘Public policy’ and ‘public order’ refer to the general legal framework of a
particular State, and to the rationale and purpose underlying that legal
framework. The legal framework includes, in addition to positive legislation
and executive provisions in force in a country, international treaties and
other international commitments adopted by a State, as well as established
case law. These legal sources reflect and express the policy, basic
principles and values of that State.

‘Morality’ is a set of socially recognised principles that determine practices
and rules of conduct within a particular society or community. These
principles and rules are not cast in positive legislation or executive norms,
and may vary over time. They may be quite different in different countries
or within different regions and communities inside the same country.

Moral principles and rules reflect values that a national society or
community wants to uphold. They are applied alongside positive legal
norms that generally will not deal with the type of issues or details that are
the subject matter of ‘morality’.

Since the definition of ‘public policy’, ‘public order’ and ‘morality’ is a strictly
domestic matter, it can only be judged and decided by the competent
national authorities on a case-by-case basis in each country. The
determination of what is contrary to public order or to prevailing standards
of morality will necessarily depend on the political, cultural and religious
context prevailing in the country concerned.%

In addition, factors such as the degree of outrage calculated to be caused
by the use of the offensive sign and the size and section of the identified
community potentially affected by the sign are factors to be considered in
each case.

The examiner should raise an objection to the registration of a design when
those standards are offended, as determined by reference to the local

% See the provisions in BN DA, s. 11; KH DL art.93; ID DL art. 4, DR, r. 25(1); LA IPL art. 22.2; MY DA, s. 13;
PH IP Rules r. 1501(c); SG DA s. 6; TH DA 58(1); VN IPL art. 8.1. Also the EUIPO Guidelines (Examination),
item 4.2, and Part B, Examination, Section 4, Absolute Grounds for Refusal, Chapter 7, ‘Trade marks contrary
to public policy or acceptable principles of morality’.

‘ ERAW
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perceptions and the context of the country where the application is
examined.

6.2 Particular issues

6.2.1 Nature of the design itself

To the extent that national law so provides, registration of a design should
raise an objection from the examiner if commercial exploitation of the design
would be contrary to public policy or public order, or contrary to accepted
principles of morality, in the country concerned.

When this ground for refusal is invoked, it should refer to the design itself.
Refusal should be based on the fact that the shape or pattern to be
registered as a design is, in itself, contrary to public policy, public order or
accepted principles of morality. This ground for refusal or invalidation will
also apply where the commercial exploitation of the product embodying the
design would be contrary to public policy, public order or morality.

For example, the following designs are unregistrable in Thailand on account
of their being contrary to morality and prevailing standards of decency:1%°

An objection on grounds of public policy, public order or morality may also
be raised in cases where the problem does not lie with the design itself but
with the use to which the article that embodies the design would be put.
This is the case of certain symbols or images that are highly respected or
of restricted use in a particular country. The use of such symbols (for
example, a symbol of royalty) or images (for example, an image of religious
significance) embodied in products traded on the market would be regarded
as offensive and contrary to public policy, public order or accepted morality.

100 Examples taken from the Inspection Manual for the Application for Design Patents of
Thailand, page 65.
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For example, the following design would be found unregistrable on
account of its being contrary to public order or morality:1%?

The following designs would be unregistrable in Thailand on account of
their being contrary to public order and public policy:10?

“Designs with shapes that indicate disrespect to religion,
the monarch, or the royal family, which are revered by the
public, such as using images of Buddha as decoration or
on utility items such as candle holder or table base, or
designs of good luck charms or amulets:”

101 Example provided by the industrial property authorities of Malaysia.

102 Examples taken from the Inspection Manual for the Application for Design Patents
of Thailand, page 64.
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If the industrial design depicts language characters or symbols, the
Office may require that the applicant submit a translation or
explanation of the meaning of those characters or symbols, together
with the transliteration or pronunciation in the language that the
designer intended. This may be particularly required for designs of
printed products.

A translation may be required, for instance, to ensure that the design
does not contain any elements that may be in conflict with public policy
or would be contrary to public order or morality. If necessary, the
Office may require that the translation be done by a certified translator.

Translations may also be required in case of designs that comprise
logos, signhatures, banners or packaging that include language
characters or symbols.

6.2.2 Nature of the product on which the design is applied

The nature of the product that embodies an industrial design may in
some cases affect the registrability of the design. Distinction may be
made between cases where the product is itself inherently illegal or
immoral and cases where the product is subject to regulatory control,
prior marketing approval or regulatory prohibition for importation,
production or distribution in the country.

Where some or all the products in which the design is embodied could
not be produced, imported, distributed or otherwise commercialised in
the country where the application is filed because of a legal or
administrative procedural constraint, the registration of the design
could be allowed to proceed. For instance, it is usual that national laws
will require — in particular for reasons of safety, health and
environmental security — that certain products be subjected to
regulatory approval or prior marketing authorization before they can be
manufactured, imported, distributed or otherwise commercialized in
the country.

It may also happen that, in a particular country, the importation and
distribution of particular goods, or the offering of certain services, is
totally restricted or banned by law.

In case of doubt, the examiner may raise an objection to hear the
applicant’s views or to clarify the scope of the application.

6.2.3 Aesthetic considerations

Industrial designs are applied to useful products with a view to making
them more attractive to potential consumers. The value a design adds
to a utilitarian article is that of increasing its desirability and hence the
price that such product could command in a particular market or in
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respect of a particular segment of the public.

However, aesthetic standards and criteria should not be taken into
account for purposes of registering an industrial design. The examiner
should not apply personal, local or foreign standards of good or bad
taste, fashion or aesthetic acceptability to determine compliance with
public policy or morality standards.

‘m\\
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7 Specific statutory prohibitions

7.1 Prohibitions provided by statute

If the applicable national law or regulations provide for the exclusion of
specified devices, images, representations or other objects from
registration as industrial designs, the examiner should apply the
exclusion ex officio and raise an objection to any application that
contains the excluded matter.

This ground for refusal is additional to any exclusion based on grounds
of public order or public policy. Exclusions based on statutory
prohibitions are established and published beforehand, unlike
exclusions based on public order or public policy, which need to be
interpreted and applied on a case- by-case basis.1%3

For example, in the following countries the specified subject matter is
excluded from registration as whole or part of an industrial design,
although said subject matter may be protected under copyright laws in
these countries:

Brunei Darussalam

(@) works of sculpture (other than casts or models used or
intended to be used as models or patterns to be multiplied by
any industrial process);

(b) wall plaques, medals and medallions;

(c) printed matter primarily of a literary or artistic character,
including book jackets, calendars, certificates, coupons, dress-
making patterns, greeting cards, labels, leaflets, maps, plans,
playing cards, postcards, stamps, trade advertisements, trade
forms and cards, transfers and similar articles.1%*

Philippines

(&) Mere schemes of surface ornamentations existing separately from the
industrial product or handicraft.10

103 See the provisions in BN DR, r. 4; PH IP Rules r. 1501(b); SG DA s. 7(1) and (3), DR
r.9; TH DA s. 58(2); VN IPL art. 64.2.

14BN DR. 4.

105 PH |P Regulations r. 1501(b).



COMMON GUIDELINES FOR THE EXAMINATION OF INDUSTRIAL DESIGNS

(b) Prohibition on the use and registration of industrial designs in making

use of the emblem of the Red Cross, the Red Crescent, or Red Crystal

emblem.106

Singapore

(a) works of sculpture (other than casts or models used or intended
to be used as models or patterns to be multiplied by any
industrial process);

(b) wall plagues, medals and medallions;

(c) printed matter primarily of a literary or artistic character,
including book jackets, calendars, certificates, coupons, dress-
making patterns, greeting cards, labels, leaflets, maps, plans,
playing cards, postcards, stamps, trade advertisements, trade
forms and cards, transfers and similar articles.%7

Viet Nam

The appearance of a civil or industrial construction work.108

7.2 State emblems and official signs

The law may provide that an industrial design cannot be registered if it
consists of or contains emblems, armorial bearings, insignia, orders of
chivalry, decorations, flags or devices of any country, state, city,
government body, statutory board, or other official institution.

In examining this ground for refusal, the examiner may refer to the
database of emblems of States and intergovernmental organisations
which is kept at WIPO in accordance with Article 6ter of the Paris
Convention.109

In these cases, the examiner must ex officio require the applicant to
furnish proof of consent to the registration and use of the emblem or
sign in question. The examiner must assess the reasonable likeliness
that the document of consent is valid and the person giving consent is

1% PH RA 10530 s. 14 and s. 19.

17 SGDAs. 7(3)and DR . 9.

108 VN IPL art. 64.2.

199 See information on Article 6ter at:

https://www.wipo.int/article6ter/en/general_info.html and search the database at:
https://www.wipo.int/ipdl-6ter/struct-search?lang=en
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entitled to do s0.110

For example, in Brunei Darussalam the following signs cannot be
registered as part of an industrial design;11!

1. The standards, coats-of-arms and official seals of His Majesty
the Sultan and Yang Di-Pertuan and Her Majesty the Raja
Isteri.

2. The State Seal of Brunei Darussalam.
3. The Brunei Coat-of-Arms.
4. The emblem or official seal of the United Nations Organisation.

5. The Orders, Insignias, Medals, Badges and Decorations
instituted by Statutes of His Majesty.

6. The Emblem or official seal of the International Criminal Police
Organisation (Interpol).

7. The emblem, formation sign or ensign of the Administrative
Service of Brunei Darussalam [...]

Designs that contain a national or state emblem without due
authorization should raise an objection ex officio. For example, an
application for an industrial design that includes emblems such as any
of the following belonging to the ASEAN Member States and the
ASEAN organisation, should not be allowed to proceed without proper
consent from the competent authority:

é > i
\, * / XA N
i

110 See, for example, BN DR r. 12 and Chap. 94 s.3(c), Schedule; MY DR r.16; SG DA
s. 7(3) and DR r. 10.

111 Chapter 94 -- Emblems and Names (Prevention of Improper Use) 20 of 1967, 3 of
1974 - Amended by: S 128/80 S 163/81.
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7.3 Representations of persons and dignitaries

The law may expressly exclude from registration an industrial design
that reproduces or represents a living or recently dead person unless
the use of the representation is duly authorized by the person
concerned or their legal representatives. In these cases the examining
authority should — either ex officio or at the request of an interested
party in opposition proceedings raise an objection to such registration
and require that the applicant furnish evidence of the consent of the
person or his legal representatives.112

Likewise, the law may provide that the image or representation of
certain public dignitaries may not be included in an industrial design.
In this case the examining authority should ex officio require that the
applicant furnish evidence of proper authorization from the competent
authorities.

For example, in Thailand the following representations of an official
dignitary are not registrable in as an industrial design:

A picture of His Majesty the King or a sculpture of His Majesty
the King or members of the royal family to be made into statue of
worship or decorations such as King Rama the V, etc.*!3

112 See, for example, SG DA s. 7(3) and DR r. 11.

113 Example from the Inspection Manual for the Application for Design Patents of
Thailand, p. 65.
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8 Representation of the design

8.1 General requirements

The representation of the design is an essential part of the application for
registration of an industrial design. The purpose of the representation is to
disclose the features of the design for which legal protection is sought.

Although filing a graphic representation of the design is a formal
requirement that must be observed with the application, it directly concerns
the substantive requirements of compliance with the definition, of design,
and of industrial applicability and visibility of the design.1'4

An adequate, sufficient and clear representation of each industrial design
in an application will be critical to obtaining the registration and will
subsequently determine the scope of protection of the design. The
representation should be self-contained in order to determine with clarity
and precision the subject matter of the protection. This requirement aims
at ensuring legal certainty as to the scope of the right.

The representation submitted by the applicant should be sufficient to
represent accurately and faithfully the real product that embodies the
design, so that no samples or specimens should be necessary. Therefore,
the Office should not normally request samples or specimens of the
products that embody the industrial design.

If the examiner finds that the representations submitted by the applicant do
not represent the design with sufficient clarity, he must raise an objection
and request clearer representations. However, no additional or different
design features may be accepted in respect of a filed design after the
application has received its filing date.

In order for an application to obtain a filing date it must include a
representation that enables the matter for which protection is sought to be
identified. The attribution of a valid filing date would therefore be contingent
on the adequate compliance with the requirements regarding the
representation of the design. If the representations are deficient in any
respect the Office should raise an objection.

The applicant may be allowed to remedy the deficiency by submitting
improved representations, as required. However, no additional designs or
different design features should be accepted on occasion of correcting the

114 See the provisions in BN DA, s. 15(2)(b), DR r. 6(2)(b), 7, KH DL art. 95; ID DL
art. 11(4)(a), DR r. 1; LA IPL art. 32.3; MY DA, s. 14(1)(b), DR 10, 15; PH IP Code, s.
114.1(d), DR r. 1510(c); SG DA s. 11(2)(c), DR 1. 14; TH DA s. 59(1), DR 1. 17, 19; VN
IPL art. 103, DR r. 33.5.d, 33.6. Also the EUIPO Guidelines (Applications), item 2.3.1,
3.3, 5and 5.2, and the Community Design Implementing Regulations (CDIR), Article 4.
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deficiencies of the original representations, as that would entail an
enlargement of the scope of the designs that were initially claimed at the
relevant filing or priority date.

8.2 Form of representation

The representation of the design should consist of aspect views of each
product that embodies a design. The aspect views should present each
design from one or more different angles or perspectives. They may
comprise, for example, a front view, top view, right side view, left side view,
back view and bottom view.

The representation may consist of drawings, photographs or computer-
generated images or any other graphical representation of the design,
either in black and white or in colour, provided they are suitable for
reproduction. If the representation is filed in electronic format, the electronic
document should comply with the same requirements when opened on
screen or printed.

8.2.1 Backaround of the representation

The representation should be presented on a neutral background, and
should not be retouched with ink or correcting fluid. The quality should
permit all the details and features for which protection is sought to be clearly
distinguished.

In particular, when the representation is by means of a photograph, the
background should be neutral enough to allow the contours of the product
or part of the product that embodies the design to be clearly contrasted with
the background environment.

The background should not interfere with or hamper the clarity of the
claimed design, which should distinctly stand out from the background.

The background should be considered neutral if the design shown is
clearly distinguishable from its environment and is without interference
from any other element that could create doubt on the matter or features
for which protection is sought. It is not necessary that the background be
in a ‘neutral’ colour or ‘empty’. What is required is that the design stands
out sufficiently from the background to remain clearly identifiable.

To assess whether a background is ‘neutral’ for these purposes, account
should be taken of the colour, contrast and shadow.
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8.2.1.1 Requirements related to background

The following are examples of different neutral backgrounds that would be
acceptable because they allow for the design to stand out in clear

contrast:11®

A single or predominant colour in a background would normally be
acceptable if it allows the design to stand out against it clearly.

The following is an example of an acceptable background consisting of a
single or predominant colour:

115 Examples taken, respectively, from International Design Registrations DM/087075,
DM/086317 and DM/087323.

‘m\\
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The following are examples of unacceptable representations having a
single or predominant background colour that prevents the design from
standing out clearly (insufficient contrast):

A representation with a background of gradual colouring, or more than one
colour, would be acceptable if the design is clearly distinguishable against
the background.

The following are examples of an acceptable background with gradual
colour and more than one colour:
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8.2.1.2 Requirements related to contrast

The contrast in a representation should be regarded as sufficient if all
features of the design are clearly visible. The contrast is considered
insufficient when the colour of the background and the design are similar
and partly melt into each other. The result is that not all parts of the design
will have sufficient contrast with the background (i.e. it is not clear where
the product finishes and the background starts).

Sometimes a darker background can help when the design is clear or pale
and vice-versa.

The following is an example of a representation with sufficient contrast
between the design and the background:

|10 \A\N
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The following are examples of representations with insufficient contrast
between the design and the background.

- o

8.2.1.3 Requirements related to shadow

Shadows or reflections are acceptable if all of the design features remain
visible.

Shadows or reflections in a representation are unacceptable if, in any of
the submitted views, the subject of protection of the design cannot be
distinguished unambiguously. This can happen if the shadows do not allow
some features of the design to be clearly identified, for example because
they interfere with, or hide parts of, the design.

The following are examples of representations with acceptable shadows
or reflections: 116

116 The IP Office of Myanmar does not follow this approach.
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The following are examples of representations containing unacceptable
shadows or reflections:

8.2.1.4 Elements external to the design

Views of a representation of the design should not include external
elements unless their inclusion serves an illustrative purpose and
does not cause any doubt as to the matter for which protection is
sought.

For example, the inclusion of a hand in the following design serves the
purpose of illustrating how the product in which the design is
incorporated will be used (even though the way of use does not form
part of the design’s subject-matter of protection). As a human hand
cannot be claimed for design protection, the subject matter of the
design is clearly understood.

102 \A\N
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Likewise, the subject matter of a design should be regarded as
sufficiently clear when the background in the representation shows the
context in which the design will be used, and the design is presented
using proper visual disclaimers such as colour shading (see item
8.6.2.3, below) that allow the design’s features to be clearly
perceptible.

The following examples illustrate representations that would be
unacceptable because they contain elements that are external to the
design, such as a dressmaker's mannequin in the first design, and
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hand tools and other elements in the second, that make the subject
matter of protection unclear.1?

2.2 Transparency in the design representation

The representation should clearly show what parts of the product, if any,
are transparent. In the case of photographs, the quality should suffice to
show the parts that are transparent.

In the case of a representation of the design by drawings, the effect of
transparency should be indicated by light parallel lines at the place of the
transparent surface or part.

The appearance of the product behind the transparent surface should be
visible.

The following drawings illustrate the effect of transparency in industrial
design representations by drawings:118

117 Examples from EUIPO Guidelines (Application), item 3.3.2.2.

118 Examples from the Inspection Manual for the Application for Design Patents of
Thailand, p. 31 and 68, respectively.

| 10- \A\N
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8.2.3 Quality of the representations

The representation should be of a quality that is sufficiently high to allow
for reproduction and digitization (scanning) without significant loss of
quality.

The quality should remain high for representation for publication,
including any printing of the design.

The following recommendations should be considered in order to
attain the required quality in the representations of designs filed in the
form of drawings or photographs.

8.2.3.1 Quality recommendations for representations of
designs in the form of drawings

Any representation filed in the form of a drawing should be of good
quality. Each image should be drawn with clear and dark continuous
lines. Representations should be capable of being reproduced so that
the features of the design remain clearly visible.

In order to ensure the required quality of drawing representations, the
following should be avoided:

- Poor line quality

- Blurry lines

- Substantial pixilation

- Lines that merge forming black or undefined areas
- Drawings that are excessively small or large

- Drawings with signs of deletion or correction.
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8.2.3.2 Quality recommendations for representations of
designs files in the form of photographs

The representations of the design filed in the form of photographs
must be of good quality.

Any photographs filed as representation of a design should be of good
quality. The design must be shown in such a way that all features of
the displayed design are clearly visible and suitable for reproduction.
without loss of quality.

In order to ensure the required quality of photograph representations,
the following should be avoided:

- Undefined areas due to a lack of lighting

- Glare on shiny, reflective or transparent surfaces

- Blurriness (unless used as a disclaimer)

- Poor contrast

- Substantial pixilation

- Photographs with obvious deletions or corrections.

8.3 Number and consistency of views

8.3.1 General matters regarding the views

The representation of a design should fully disclose all the relevant
features and details of the appearance of the product. The features
that are not clearly shown on the representation will not be covered by
the industrial design registration.

If all the features of the design cannot be represented in a single view,
the applicant may submit additional views. The applicant is free to
choose the number of views provided that they are sufficient to disclose
all the features that he intends to claim for his design in the registration.

8.3.2 Aspect views

Aspect views show the design from certain directions (angles).
Typically, a full disclosure of a three-dimensional object could be
achieved by six directional views (front, back, right side, left side,
bottom and top) and one perspective view, i.e. a total of seven views.
The following is an example of the standard seven aspect views of a
design:11®

119 Example from the Inspection Manual for the Application for Design Patents of
Thailand, p. 27.

| 10¢ \ A\
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For the purpose of filing a design, it is sufficient to file only one aspect
view. It is recommended that the applicant should file as many views
as necessary in order to fully disclose the features of the design,
subject to the maximum number of views allowed by each Office.120

The following examples illustrate cases where a single view would be
enough to fully disclose the claimed design:

-

=
=
Seating furniture

)Y

Bicycle frames

Each design represented in the application should bear a distinct number,
and the different views of each design should be numbered as a sub-
number of the design’s number, as a series.

120 Regarding the definition of views, IP Office of Singapore may deem the various
states as different designs. IP Office of Thailand considers that a view may reproduce
the design from various directions (angles) but these directions must follow the
technical drawing and must be consistent. In IP Viet Nam, the applicant must submit
at least one perspective view and six directional views for a three-dimensional design.
A directional view can only be omitted if it is exactly the same as, or symmetrical with,
another view already provided. The bottom view of a large and heavy product, or the
view of the surface which is too thin can also be omitted. For the design of a foldable
product that can be unfolded on a flat surface (for example, box, package), directional
views may be replaced with views of the industrial design in the unfolded state.

|10t \A\N



COMMON GUIDELINES FOR THE EXAMINATION OF INDUSTRIAL DESIGNS

3.3 Views magnifyin [t of th ignt2t
Magnified views show one part of an overall design in an enlarged scale.
A single magnified view is acceptable if the magnified part is already visible
in one of the other views. The view that shows the magnified part of the

design must be presented in a separate single view.

For example, the following views showing the magnified part would be
acceptable:
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Multi-well plates 122

For example, the following view showing the magnified part combined
with the main view would not be acceptable:

121 Views magnifying part of the design are not accepted as types of views by IP Office of
Thailand.

122 Example from Registered Community Design No. 001913690-0002 (24.02).
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8.3.4 Sectional views!?

Sectional views are cutaway portions that complement aspect views by
illustrating a feature or features of the product’s appearance, such as
contour, surface, shape or configuration of the product.

A sectional view should clearly and unambiguously pertain to the same
design. Representations containing technical indications, such as axial lines,
sizes, dimensions, numbers, etc., are not acceptable.

Sectional views should not be submitted without other traditional views, such
as aspect views.

The following are examples of sectional views, filed together with other
views, such as aspect views:

123 Sectional views of the design are not accepted as types of views by IP Office of Thailand.

| 11C \ AN
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Aspect view Sectional view

Aspect view Sectional view

8.3.5 Exploded views?*

The applicant may opt for an ‘exploded view’ where the product is
composed of several parts that may be assembled for use. The
representation may illustrate the different parts of the product in their
disassembled disposition to indicate how the parts fit in the assembled
product.

Exploded views must be combined with at least one view representing the
assembled product.’?5>  All the product's parts must be shown
disassembled in a separate single view. Disassembled parts should be
shown in close proximity and in order of assembly.

124 Exploded views of the design are not accepted as types of views by IP Office of Thailand.
In IP Office of Malaysia and the IP Office of Viet Nam, exploded views may be considered as
reference views. For the IP Office of Thailand and IP Office of Viet Nam, disassembled parts
(exploded views) can be shown in free order and positions. In Viet Nam, the scope of
protection is the whole design of the complex product, not each part in the exploded view.

125 |n Viet Nam, seven aspect views must be provided.
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The following examples illustrates adequate representations of
designs with an assembled view and an exploded view:126

3

-

View Assembled View Exploded

Packaging - RCD No. 001847468-0003 (09.03)

View Assembled View Exploded

Bracelets with muscle stimulator

126 Examples from EUIPO Guidelines (Applications), item 5.3.1.

112 \A\N
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8.3.6 Partial views?!?’

A partial view is a view showing a part of a product in isolation. A partial
view can be magnified.

Partial views must be combined with at least one view representing the
product assembled, showing all the different parts connected to each
other.128

For example, in the following design of air filters and containers for air filters
for engines, partial views No. 2, 3 and 4 are presented together with view
No.1 of the assembled product.12°

Assembled view no. 1

Partial view no. 2 Partial view no. 3

127 partial views of the design are not accepted as types of views in IP Office of Thailand.

128 In Viet Nam, seven aspect views must be provided. Partial views are considered as
reference views only. The scope of protection is the whole design of the complex product, not
each part in the partial views.

129 Example from EUIPO Guidelines (Applications), item 5.3.4.
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Partial view no. 4

8.3.7 Sequence of snapshots

Snapshots are a short sequence of views used to show a single
animated design at different specific moments in time, in a clearly
understandable progression.130

All views of an animated icon or graphical user interface must be visually
related, this means that they must have features in common. It is the
responsibility of the applicant to number the views in such a way so as to
give a clear perception of the movement/progression.

The following are examples of a representations of designs consisting,
respectively, of an animated icon and an animated screen display:

0'. -

IS
()

P

130 Sequences of snapshots of a design are not accepted as types of views respectively in the
IP Offices of Malaysia, Thailand and Viet Nam.

AN\
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X 4

L 4

8.3.8 Combination of several means of visual representation

It is recommended that a design is represented using only one visual
format (drawing or photograph) so as to avoid disclosing aspects that
contribute to a different overall impression.

Where multiple representations of a design are used, each must clearly
and obviously relate to the same design and be consistent when
comparing the features disclosed.3!

The following combination of a drawing and a photograph depicting a
vehicle toy is considered unacceptable and thus should not be filed.

131 1n |IP Office of Thailand and IP Office of Viet Nam, all aspect views must be in the same
visual format, but additional views such as reference views of the design in state of use
could be in a different format.
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In the following example of a chair design, the seat is flat in the
drawing but arched in the photograph. The backrests are also of a
different shape.

The same may apply when the graphic representation indicates
features other than contour lines, such as surface features. that are
not consistent with the corresponding features in the photographic
representation.

8.4 Different appearances of a product during use

A product or device may present two or more alternative positions
during its normal use. Designs with alternative positions have an
appearance that can be modified into various configurations without
adding or removing any parts.132

Such is the case, in particular, with articles that require an opening and
closing action to be used, or devices that require folding or unfolding to
operate. The device’s alternative positions will correspondingly produce
different visible appearances of the product, all of which should be
represented in the application.

These designs have predefined stages of use that each correspond to
an alternative position. Views showing different configurations of the
design would be acceptable if no parts are added to, or deleted from,
the basic design.133

132 See the EUIPO Guidelines (Applications), item 5.3.1.

133 Under some laws, alternative positions for use of the product may lead to recognizing
a separate design. This is the case of Viet Nam. As for Malaysia, this will be the case
when not presented as reference views. This in turn may entail filing separate
applications for the additional designs, dividing the application or paying additional fees.

| 11¢ \ AN
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The alternative positions of the movable or removable parts of a
design must be shown in separate views.

In this regard, each design should be represented and claimed in all
the positions or phases that would be visible by the user during the
product’s normal operation. This should be reflected clearly in the
representation or drawings submitted for registration, and can be
supplemented by an explanatory description.

The following examples show representations of the different positions
(open and closed) of a product during its normal use:

Suitcasel3*

Portable Phonel3%

134 Example from International Design Registration DM/086304.

135 Example from the Inspection Manual for the Application for Design Patents of
Thailand, p. 32.
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In some cases, different configurations may result in different
products. For example, the following product consists of a bag that
can be converted into a towel. The representation should illustrate the
different configurations;136

»
A dp (o

8.5 Complex products, sets of articles and variations

8.5.1 Complex products

A complex product is a product, article or device that consists of
several individual component parts that can be assembled and
disassembled, and replaced or alternated among two or more positions
in the ensemble.

Each individual part of a complex product could, in certain cases,
constitute a separate industrial design in itself. Therefore, where
the design of a complex product is allowed to be registered as a single
industrial design, the representation of the design should include
separate representations for each of the individual parts (or individual
features) plus arepresentation of the ensemble viewed as a whole, with
all the individual parts connected. Full representations of all the
designs may also be required.3”

136 Example from EUIPO Guidelines (Applications), item 5.3.1.

137 In Viet Nam, the representation of the design must include full representations
(perspective view and directional views) of the ensemble with all the individual parts

116 \ AN
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The view of the ensemble is required in order that the application may
be treated as an application for a single design and not as a multiple
application. If the individual parts are not clearly presented in a single
representation that shows all of the parts connected as a complex
product, the examiner should treat the application as a multiple
application, or require division of the application if the standard of unity
of design is not complied with (see chapter 10, below).

The ensemble representation of a complex product need not be the
only possible assembly of the product that embodies the design if the
elements allow for more than one assembly.138

For example, design No 1 is an assembly that includes two or more
elements of designs Nos. 3 and 4:13°

connected. Separate representations for each of the individual parts may be submitted
for reference. The applicant will have rights for the whole ensemble and no rights for
each individual parts. Full representations (perspective view and directional views) of
the ensemble are required.

138 In Viet Nam, each ensemble is considered as an individual design. If they are
significant different from each other, they must be filed in different applications.

138 Example from International Design Registration No DM/086204.
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85.2 Sets of articles

A set of articles is a group or ensemble of articles of the same kind that
share an identical or similar design. The articles that compose the set
are normally commercialized as a collection and intended for use
together.140 With regard to the general question of unity of design, see
item 10.1, below.

Unlike a complex product, the individual articles that compose a set are
not physically connected or attached to each other and do not require
any mechanical joining or mounting to be able to function.

A set of articles can be a ‘product’ in itself for the purposes of the
definition of ‘industrial design’ (se item 1.2.2, above). It can be
represented in a single design application if the articles making up this
set are linked by aesthetic and functional complementarity and are
normally sold together as a single product.

An application for registration of an industrial design that refers to a set
of products should be treated as a single design application if the
individual articles in fact share features of appearance and are
functionally complementary in their use. Typical designs for sets relate
to products such as chess games, tableware, cutlery, kitchenware,
table textile products, furniture.

The representations filed in the application for registration of a design
for a set of products should therefore include separate representations
for each of the individual articles and a representation of all the articles
in the set viewed as an ensemble. The view of the set ensemble is
required in order that the application may be treated as an application
for a single design and not as a multiple application.

If the individual articles that compose the set are not clearly presented
in a representation that shows all of them as an ensemble, the
examiner should raise an objection with a view to treating the
application as a multiple application.4!

The following are examples of designs for sets of products:

140 See the provisions in BN DA, s. 2 “set of articles”, 15(6), DR r. 7(2); ID DL art. 13(b);
LA IPL art. 32; MY DA, s. 3(1) “set of articles”, s. 3(2); PH IP Code, s. 115, DR r. 1515;
SG DA s. 2(1) “article” (b), “set of articles”, DR r. 22(b); VN IPL art. 101.3.a, IPRr. 33.2.b.
Also the EUIPO Guidelines (Applications), item 5.3.7.

141 1n Viet Nam an application for registration of a design for a set of products is not treated

as a single design application, because each individual design in the set is protected
independently with its own separate scope of protection.

EEANN
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Cutlery set!#?

Dish43

Chess set 144

142 Example from International Design Registration No DM/083026.

143 Example from International Design Registration No DM/087020.

144 Image from https://www.wayfair.com/furniture/pdp/tizo-lucite-chess-set-
1iz01198.html



https://www.wayfair.com/furniture/pdp/tizo-lucite-chess-set-tizo1198.html
https://www.wayfair.com/furniture/pdp/tizo-lucite-chess-set-tizo1198.html
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8.5.3 Variations of an industrial design

An industrial design is a particular, distinct appearance of a product or
article. Every distinct appearance of a product constitutes a different
industrial design. However, two exceptions to this rule have been
considered. One refers to the case of designs of complex products (see
item 8.5.1, above), and the other refers to designs of sets of products
(see item 8.5.2), which can be treated as single designs as a matter
practical fiction to facilitate the registration of that type of products.

Where several designs consist of different variations of the
appearance of products they are neither a complex product nor a set
of articles. Such distinct designs cannot be regarded as a single design
but could be filed together in a multiple application if they comply with
the applicable requirement of unity of design (see chapter 10,
below).145

The following is an example of a multiple application/registration
containing different product designs that fall under the same class of
the international classification (LCL Cl. 07-03, 04, 06), and could be
filed together if they meet the requirement of unity of design:146

15 In Viet Nam, the standard of unity of design is not based on the classes of the
International Classification of the Locarno Agreement. In fact, a multiple application will
comply with the standard of unity of design if all the designs in the application are
embodied in the same product and they are not significantly different from each other.

146 Example from International Design Registration N° DM/084120.

EEANN\
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2.3 55

8.6 Representation of a design for a part of a product

8.6.1 Representation of aclaim [

Where the law allows, an application for the registration of an industrial
design may refer to only a part or a feature of a larger product. See above,
item 1.2.2.5.

Where the application claims only a part of a larger product, the
representation of the claimed part should clearly identify that part. The
identification of the claimed part or feature is important because the scope
of protection of the design of that part or feature will be defined by the
representation of the design included in the registration.

Viet Nam provides design registration for spare parts that are separable.
Even though, the representation must display the spare part itself as an
independent article, being extracted from the larger product.

Viet Nam and Thailand do not accept the representation that displays the

lager product with specific claimed part on it.

8.6.2 Means of identification of a claimed part; visual
disclaimers

In order to define clearly and distinctly the part of a product to which the
claimed design applies, and disclaim the other parts of a product that will
not be covered by the registration, the applicant may identify the relevant
part by using visual disclaimers;47

Visual disclaimers indicate that protection is not being sought, and
registration has not been granted, for certain features of the design shown

147 See the EUIPO Guidelines (Applications), item 5.4. Visual disclaimers are not accepted
by IP Office of Thailand and IP Office of Viet Nam.
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in the representation. Thus, they indicate what is not intended to be
protected. This can be achieved:

. by excluding with broken lines, blurring or colour shading the
features of the design for which protection is not sought; or

. by including the features of the design for which protection is sought
within a boundary, thus making it clear that no protection is sought
for what falls outside the boundary.

All visual disclaimers should fulfil the following general requirements:

a) visual disclaimers must clearly indicate that protection is not sought
for the features of the design shown in the representation as
disclaimed, and

b) when the design is represented in more than one view, the visual
disclaimer must be shown consistently in all the views where the
disclaimer appears.

The following is an example of a consistent use of visual disclaimers,
where the same form of disclaimer is maintained in the different views:

EEANN
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Images from RCD No. 002322644-0001 (07.02)

To correctly represent a design using disclaimers, applicants are advised
to follow the following general recommendations:

. The disclaimer must be clear and obvious from the representation
of the design. There must be a clear distinction between the claimed
and the disclaimed features.

. The disclaimer should be self-explanatory when appreciated in the
context of the whole design.

. When the representations of the design are line drawings, the use
of dotted lines would be recommendable.

) However, in cases where dotted lines cannot be used due to
technical reasons (e.g. when the dotted lines are used to indicate
stitching for clothes or pattern; or photographs are used), the use of
colour shading, boundaries or blurring would be recommended (see
item 8.6.2.1, below).

The following means of visual disclaimers may be used to show the parts of
an industrial design that are not claimed for protection:

= Dotted or broken lines and continuous or solid lines
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=  Perimetric boundaries
= Shading and blurring

= Separations and cuts.

Where a visual disclaimer is used, dotted or broken lines are
recommended. However, if dotted or broken lines cannot be used due to
technical reasons (e.g. when they are used to indicate stitching on clothing
or patterns, or when photographs are used), other forms of disclaimers
should be used, such as colour shading, boundaries or blurring.

8.6.2.1 Dotted or broken lines and continuous or solid lines

In the representation of a design, the part or feature of a larger article that
is specifically claimed may be delineated using solid lines while the rest of
the larger article that is not claimed is represented using dotted or broken
lines.

Dotted or broken lines consist of a trace made of dots or dashes (or a
combination of both) used to indicate that no protection is sought for the
features that are shown using an interrupted trace.

A visual disclaimer consisting of broken lines must be combined with
continuous or solid lines.

The features for which protection is not sought should be clearly indicated
with dotted or broken lines, whereas the parts for which protection is sought
should be indicated with continuous or solid lines.

In cases where broken or dotted lines are a feature of the design, such as
stitching on clothing, this must be clear from the representation. In such
cases, it may be helpful to use, for example, boundaries or a magnified view.
If the broken or dotted lines are a feature of the design, and a part of the design
needs to be disclaimed, this can be done by using any of the other visual
disclaimers, such as colour shading, blurring or boundaries.

For example:
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The following examples of representations of designs for, respectively, a
mobile phone and a bicycle frame, illustrate this type of lines:148

148 Examples from EUIPO CDR No. 30 606-0005 and International Design Registration
N° DM/084120.
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1.1
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8.6.2.2 Perimetric boundaries 14°

Perimetric boundaries are clear solid lines, drawn a particular
contrasting colour, that surround and identify the part of the larger
product that is claimed in the application and to which the industrial
design relates.1%0

Perimetric boundaries indicate that no protection is sought for the
features that are not contained within the boundary. The parts of the
representation that fall outside the boundary lines are to be regarded as
having only an illustrative purpose of the context where the claimed
part is embodied and should be disregarded when evaluating the
design.

The perimetric boundary lines should clearly separate the claimed and
disclaimed parts of the product whose representation is filed.

For example:15!

149 perimetric boundaries are not accepted by the IP Office of Myanmar.
1%0 For instance, see the EUIPO Guidelines (Applications), item 5.4.4.

151 Examples from European registered community designs No. 164611-0004 and
No. 001873688-0003 (02.04).
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Soles for footwear

Boundaries in drawings and photographs should be carefully used
due to avoid the risk of including within the boundary more than the
claimed design.

For example, the following boundary lines would be incorrectly applied
to the extent that they encompass more than what was claimed as the
design:

Air-intake grilles for vehicles Tone arm to turntables)

8.6.2.3 Shading and blurring

Where the application refers only to a part of a larger product, the
applicant may choose to identify a design of that part by shading or
blurring the parts that are not claimed. The representation (drawings or
photographs) shows a clear image of the claimed part and leaves the
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disclaimed parts of the product covered by a shade or blurred so they
may be disregarded when assessing the design.

Shading uses contrasting tones of colour to dim or cover sufficiently the
features for which protection is not being sought. The features for which
protection is sought are clearly perceptible, whereas the disclaimed
features must be represented in a different tone of colour so they appear
obscured and are less perceptible.

Blurring consists of dimming the features of the design for which
protection is not being sought. 152 The features for which protection is
sought must be clearly distinguishable from the blurred (disclaimed)
features, which appear less perceptible.

The following are examples of shading :152

152 Blurring of the design is not accepted as disclaimer by the IP Offices of Malaysia,
Myanmar, Singapore.

153 Examples, respectively, from International Design Registrations DM/072764 and
DM/083403, and from RCD No. 000244520-0002 (12.15).
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The following is an example of blurring:

Tyres for vehicle wheels, pneumatics

8.6.2.4 Separations and cuts

A design may relate to parts of a larger product that are located only at
one side or one end of that product. The design may also apply to a
product of indeterminate length, such that the design applies to one or
more features that occur along the full length of that product.

In these cases, the representation need not reproduce the entire length
of the larger product. Instead, a separation or a cut may be drawn in
the representation to indicate the omission of a part of the length of the
product. This should be understood to mean that the omitted part does
not add or detract to the design shown in the visible parts.

The length omitted in the representation should be assumed by the
examiner to be a continuation of the visible part the design of which is
claimed as shown in the representation, or a part of the product that is
irrelevant to the part that embodies the claimed design.

For example:1>*

154 Examples taken from the Inspection Manual for the Application for Design Patents of
Thailand, p. 30.
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8.7 Description of views and explanatory text

The applicant may submit, together with the representation of the
design in an application for registration, a description or explanatory
notes in respect of one, some or all views of the representation of the
design.

The description or notes may serve to clarify the purpose or nature of
some of the features where this would facilitate the examination of the
application and dispel doubts about the representation submitted by
the applicant.

The representation of each design should be self-contained and
sufficient to represent faithfully the appearance of the design that will
be registered. A description or explanatory notes to the representations
may be required by some offices for the registration of an industrial
design.t%5

A description must refer only to features of appearance that may be
seen on the representations of the design. It should not refer to other
possible or optional features that are not represented, nor discuss the
novelty, functional or aesthetic value of the design.

A written description or explanatory notes merely supplement the
representation of a design but cannot replace the representation in the
application, and cannot remedy any deficiencies or insufficient clarity
in the representation of the design.

8.8 Representation of repeating surface pattern
designs

Where the design is a repeating pattern of surface appearance the
representation should contain the full extent of the repeating elements
of the pattern so as to disclose all the features that are repeated.

155 Such as in Viet Nam.
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For example:156
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Only the elements visible in the portion of the design that is reproduced
in the application will be covered by the design registration.

The applicant may submit additional views of the pattern applied to a
particular product, for illustration purposes. If it is not intended to claim
the shape of the product bearing the pattern, this should be made clear
by using one of the methods of disclaiming matter in the representation
of the design, as mentioned in item 8.6.2, above.

1% Examples, respectively, from International Design Registration No DM/086803 and
registered Community Design No. 6 574 695-0004.
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8.9 Representation of designs with colours

The representation of a design and the various views of the design
must be either in black and white or in colour.

Colour can be an essential feature of an industrial design. When such
is the case, the design representation should be in colour.157

The application may not contain a combination of views where some
are in black and white and some in colour. If such combination was
submitted, the representation would be ambiguous and unclear, and
the examiner should raise an objection.

Where a design is to be registered with a particular colour or set of
colours, all the views of the design should have the same colour or
colours in a consistent manner. If the colours change in the different
views of the design, the examiner should object the representations for
lack of consistency. Such an inconsistency would suggest that the
application relates to more than one design, and the examiner should
raise an objection in that sense. In this case the application could be
regarded as containing more than one design and treated as such.

For example, the following designs in different colours should be
treated as different designs when examining an application:158
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157 However, under the laws of some ASEAN Member States (e.g. Malaysia) color
cannot be claimed as a feature of industrial designs. See item 1.2.1.2, above.

1%8 Examples from EUIPO Guidelines (Applications), item 5.2.3.
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9 Product indication

9.1 General matters

An indication of the product to which the design will be applied, namely the
product that embodies the design, is an essential element of the registration
of an industrial design.1%°

The product indication and its classification do not affect the scope of
protection of a registered industrial design, unless the law provides
otherwise.'8% The classification of industrial designs serves administrative
purposes, mainly to structure the schedule of fees to be paid for industrial
design registrations and to facilitate the search and retrieval of registered
designs in search databases.

The application must indicate the product or products to which each design
will be applied. The application can indicate one or more products to
embody the designs in a multiple application, but the requirement of unity
of class should be complied with (see item 10, below).

9.2 Classification of products that embody industrial
designs

2.1 Use of the International Classification

The indication of products must be sufficiently clear to allow the Office to
classify the products that embody each design, or to validate the
classification proposed by the applicant.

The classification of a product that embodies an industrial design should be
done using the international classification of the Locarno Agreement
establishing an International Classification for Industrial Designs (LCL).%61

The applicant should indicate the products that embody each design
designating them by their usual specific name. The Office should

159 See the provisions in BN DR r. 6(3)(a); KH DL art. 95; ID DL art. 11(4)(a), DR r. 1; LA IPL
art. 32.4; MY ID Form 1 items 4 and 5; PH IP Code, s. 114.1(c), DR r. 1510(a); SG Form D3
part 4; TH DA s. 59(2), DR r. 18(2); VN IPR r. 33.5.a. Also the EUIPO Guidelines
(Applications), item 6.1.4.1.

160 For instance, in Viet Nam the scope of protection may be confined to the product
indication.

161 The list of classes and subclasses under the Locarno International classification with
explanatory notes is available at:

https:/Awww.wipo.int/classifications/locaro/locpub/en/fr/?class number=14&explanatory notes=show&la
ng=en&menulang=en&notion=class headings&subclasses=show&version=20210101 .
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encourage that — where possible — the indication be made using the terms
of the alphabetical list of products drawn up under the Locarno International
Classification (LCL).162

The use of the product names in the LCL alphabetical list of products will
facilitate classifying the products indicated in an application as well as
validating the classification proposed by the applicant. The use of broad
terms such as those contained in the LCL class headings should not be
encouraged as they could give rise to an objection for an insufficient or
deficient product indication.

The examiner should validate or provide a full classification — i.e. the LCL
class and subclass — for each product indicated in the application. If the
product indication provided by the applicant is insufficient to classify the
design, the examiner should classify the design by reference to the
representations of the design in the application.

9.2.2 Correction of product indication

If the products shown in the application are designated with names that are
not included in the alphabetical list of products of the LCL, the examiner
may propose ex officio to change or amend those indications and replace
a term taken from the alphabetical list of products or from the relevant class
or subclass heading that is of equivalent scope or more general (broader)
scope. The examiner should not propose an indication that would appear
to be narrower in scope than the term used in the application.

The product indications will appear on the registration of the industrial
design and their use will provide the industrial design register with coherent
product indication data. This in turn will facilitate future search and retrieval
of registered design information.

If the design refers to a part of a product, the product indication should
reflect that fact using the expression “(Part of —)” after the indication of the
product to which that part belongs. For example, if the design is for the bezel
(rim) of a wrist watch, the indication should be “Wrist watch (Part of —)”
classified in class 10-02.163

Likewise, if the design is for a set of products, the product indication for
should include the word “Set”. For example, a design for a set of table linen

162 The alphabetical list of products under the Locarno International Classification is available
at
https://www.wipo.int/classifications/locarno/locpub/en/fr/?lang=en&letter=A&menulang=en&n
otion=alphabetical&pagination=no&version=20210101

183 |n Viet Nam, the product indication should be the name of the part rather than the name of
the overall product with the expression “(Part of —)”. The name of the part is more specific
although it may not be in the LCL list of goods. For example, the product indication of a bottle
cap should be “bottle cap” rather than “Bottle (Part of-)”.


https://www.wipo.int/classifications/locarno/locpub/en/fr/?lang=en&letter=A&menulang=en&notion=alphabetical&pagination=no&version=20210101
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should be indicated as “Table linen (Set of —)”. The examiner should amend
or require the applicant to amend the indication to this effect, if necessary.

The same rule applies with regard to designs for an ornamentation product
that is for use with another product. For instance, if the design is intended
for ornamentation of “Carpets” the product indication should be “Carpets
(Ornamentation for —)”, and the product classified in LCL class 32-00.

However, if the application contains also a design for the carpets as they
appear with the embodiment of the ornamentation, both products should be
indicated and the examiner should assign a double classification for
“Carpets” (LCL class 06-11) and ornamentation (LCL class 32-00).164

9.2.3 Objection to product indication

If the examiner finds that the product indication given by the applicant or the
representation of the design is insufficient to allow a proper product
indication and classification of the design in a single class (saving the
exception cases allowed for dual uses and ornamentation products), he
should raise an objection and request the applicant to submit information
about the nature and intended purpose of the design.

The examiner should also raise an objection in cases where the product
indication is vague, unclear or ambiguous and does not allow the product
to be classified within a single LCL subclass.

If no product indication is provided and the information cannot be found in
the description or explanatory notes to the representation or the views of
the design, or in the relevant priority document, if any, the examiner should
raise an objection and request the missing indication.

An obvious discrepancy or mismatch between the product indication and
the representation of the design in the application should be treated as a
case of omission of the product indication.

The examiner can raise an objection to the product indication or the design
classification if the objection is warranted. This applies, regardless of
whether an earlier application was admitted without objection or whether a
priority document from the same or a foreign jurisdiction contains a
different indication or classification.

However, the examiner should try to minimise discrepancies in the product
indications of identical industrial designs, to facilitate the retrieval of
database search information. The harmonization of product indications
and classification could be achieved through good practices as elaborated
in item 9.2.2, above (Correction of product indication).

164 In Viet Nam, ornamentation is not accepted as industrial design. Therefore, in this example,
the application must contain only design of the carpet, not the ornamentation for the carpet.
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10 Multiple application and unity of design

10.1 General aspects

Applications for the registration of industrial designs may contain more than
one design, and may be referred to as ‘multiple applications’.165 Unless the
law prescribes otherwise, the number of different designs in a multiple
application is not limited. However, the number of designs may have a direct
effect on the amount of fees to be paid for the application.

Applications may also refer to ‘sets’ of products.1%6 Sets are defined as an
ensemble of individual articles that are intended to be used together and
that have common features that give them the same overall appearance.
Regarding the representation of sets of articles, see item 8.5.2, above.

In a multiple application each design should be examined individually for
compliance with the applicable grounds for refusal. If one or several designs
do not comply with the applicable conditions for registration, the examiner
should raise an objection in respect of those designs only. Likewise, if
revocation, cancellation or invalidation is requested for one or several
designs in a registration, the designs not affected by the petition should
remain valid.

The Office should resolve the entire application, in respect of all the designs
it contains, in the same decision, deciding what designs are acceptable for
registration and which cannot be validly registered.

10.2 Standard of unity of design

A multiple application requires a standard of unity of design in order to avoid
situations where the different products that embody the designs are totally
unrelated to each other. Such disparity would otherwise make examination
of the application particularly complicated.

As a matter of policy and administrative simplicity, the diversity of designs
contained in a single registration needs to be confined under specified

185 See the provisions in BN DA, s. 15(6)(a), DRr. 16; KH DL art. 97; ID DL art. 13(b); LA IPL art.
32; MY DA, s. 15, DR r. 5(4); PH IP Code, s. 115, IP Rules r. 1515; SG

DAs. 2(1) “article” (b), “set of articles”, DRr. 22; VN IPL art. 101.3, IPR . 33.2. Also the EUIPO
Guidelines (Applications), chapter 7.

166 See the provisions in BN DA, s. 2(1) “set of articles”, 15(6)(a), DR r. 7(2), 16; KH DL art.
97; LA IPL art. 32; MY DA, s. 3(1) “set of articles”, 3(2)(a), 15; PH IP Code, s. 115, IP Rules
r. 1515; SG DA s. 2(1) “article” (b) “set of articles” (c) non-physical product (d) set of non-
physical products, DR r. 22; VN IPL art. 101.3.a, IPR r. 33.2.b and 33.5.e(v). Also the EUIPO
Guidelines (Applications), items 5.2.3 and 6.1.4.4.
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criteria. Also, a standard of unity of design will allow a better structuring of
fees by attaching fee payment to the design’s belonging to a particular
category. Designs that do not fall within that category may not be included
in the same application.

The standard of unity of design is based on the classes of the International
Classification of the Locarno Agreement establishing an International
Classification for Industrial Designs.167

The 13" edition of the International Classification contains a list of 32
classes and 237 subclasses of all products that may embody industrial
designs. The classes of products of the Locarno classification are fairly
broad but each class is further divided into several subclasses, with the
exception of the final classes 31 and 32.168

Under the standard of ‘unity of class’16?, an application containing several
designs will comply with the requirement of unity of design if all the designs
are embodied in products or articles that fall within the same class of the
Locarno classification (LCL).

Where the law requires the applicant to specify the classification of the
products that embody the designs contained in the application, the
examiner should verify that the classification proposed is correct.
Otherwise, the examiner himself should classify each of the designs in the
application. In case of disagreement between the applicant and the Office,
the Office’s view should prevail.

The full classification should comprise one class and one subclass
according to the LCL. In case of an article that has a dual nature or use, the
design of the product should indicate the classifications for both uses of the
article.

For example, the following article is both a clothes hanger and a floor lamp:

167 See the provisions in BN DA s. 15(6)(a), DR r. 6(3)(b) KH DL art. 97; ID DL art. 13(b), DR
art. 3(1)(b), 12(5); LA IPL art. 32; MY DA, s. 15, DR r. 7; PH IP Code, s. 115, IP Rules r.
1515; SG DR r. 22 and 26; TH DR r.18(2). Also the EUIPO Guidelines (Applications),
paragraphs 6.1.4.2 and 7.2.3.1.

168 In Viet Nam, the standard of unity of design is not based on the classes of the International
Classification of the Locarno Agreement. In fact, a multiple application will comply with the
standard of unity of design if all the designs are embodied in the same product and they are not
significantly different from each other. These designs are called ‘variations’.

169 \/iet Nam has not adopted the standard of “unity of class”.
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Clothes hanger and lamp'7°

The classification of each design should be made on the basis of the
product indication and the representation of the corresponding design. If
there is an inconsistency between the representation of the design and the
indication of the product, the classification will not be possible. The
examiner should raise an objection and require the applicant to clarify the
product indication or delete the representation altogether.

A special case of possible double classification is allowed with respect
to the products ‘ornamentation’, ‘graphic symbols’, logos’ and ‘surface
patterns’ that are classified in class 32 of the LCL. Those products can be
produced and commercialized as independent products. However,
‘ornamentation’, graphic symbols’, logos’ and surface patterns’ may be
applied on other products and articles to give them a particular appearance
by means of surface decoration, which in turn will be the design of those
products. In this case, a multiple application may be accepted for both
products with the corresponding double classification: one for the
ornamentation or surface pattern (LCL class 32) and one for the product
that embodies that ornamentation or pattern.

The products ‘ornamentation’, ‘graphic symbols’, ‘logos’ and ‘surface
patterns’ may be combined in a multiple application with any other products.
The examiner should disregard the indication for ‘ornamentation’, ‘graphic
symbols’, ‘logos’ and ‘surface patterns’ for purposes of determining if there
is unity of classification. The products in LCL class 32 should be taken as
neutral. The examination should determine whether the remaining products
in the multiple application comply with the unity of class requirement.

For example, a multiple application could contain ten industrial designs that
are applied to the following products:

170 Example from the Inspection Manual for the Application for Design Patents of
Thailand, p. 75
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o LCL class and
Product indication subclass

Writing paper, cards for correspondence and 19-01
announcements

Calendars 19-03
Books and other objects of similar outward 19-04
appearance

Teaching materials 19 - 07
Surface patterns, ornamentation 32-00
Teaching materials (ornamentation for) 32-00
Writing paper (surface patterns for) 32-00

The first four products indicated belong to a single class of the LCL, class
19, so they comply with the requirement of unity of class. The other three
products belong to LCL class 32 and are not taken into consideration to
determine compliance with the unity-of-class requirement. In this example,
the unity of class standard has been met.

If the application in the above example also included the following additional
products, the unity of class would be broken and an objection should be
raised:

Textile fabrics — class 5 — 05
Curtains — class 6 — 10
Textile fabrics (surface patterns for) — class 32

In this case, the products ‘Textile fabrics (surface patterns for)’ classified in
LCL class 32 could be indicated together with the product ‘Textile fabrics’.

However, the products ‘Textile fabrics’ and ‘Curtains’ are classified in
classes that are different from class 19. Consequently, the application
would have products falling under three different classes and would not
comply with the single class requirement.1”*

[ANNEX | follows]

171 Classification in more than one class with respect to ornamentation, graphic symbols, logos
and surface patterns is not the case in Viet Nam because these subject matters are not
accepted as industrial designs.
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BRUNEI DARUSSALAM

Emergency [Industrial Designs] Order, 1999

2. (1) In this Order, unless the context otherwise requires—
[...]

"article" means any article of manufacture and includes any part of an article
if that part is made and sold separately;

"artistic work" shall be construed in accordance with section 6 of the
Emergency (Copyright) Order, 1999, but does not include a layout design or
an integrated circuit as respectively defined in section 2 of the Emergency
[Layout Designs) Order, 1999;

[..]

"corresponding industrial design”, in relation to an artistic work, means an
industrial design which if applied to an article would produce something
which would be treated for the purposes of Part | of the Emergency
(Copyright) Order, 1999 as a copy of that work;

]

"designer”, in relation to an industrial design, means the person who
creates it or, if there are two or more such persons, each of those persons;

[...]
"industrial design" means features of shape, configuration, pattern or
ornament applied to an article by any industrial process, being features

which in the finished article appeal to and are judged by the eye, but does
not include—

(@) a method or principle of construction; or
(b) features of shape or configuration of an article which—

(i) are dictated solely by the function which the article has to
perform; or

(ii) are dependent upon the appearance of another article of which
the article is intended by the designer to form an integral part;

[.]

"registered industrial design" means an industrial design registered under
section 26;
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"registered owner", in relation to a registered industrial — design, means the
person whose name is entered in the Register as the owner of the industrial
design or, if there are two or more such persons, each of those persons;

[.]

"set of articles" means two or more articles of the same general character
that are ordinarily on sale together or intended to be used together, to each
of which the same industrial design, or the same industrial design with
modifications or variations not sufficient to alter the character or
substantially to affect the identity thereof, is applied;

[..]

(1) Unless the context otherwise requires, any reference in this Order—

[..]

(b) to an article in respect of which an industrial design is registered
shall, in the case of an industrial design registered in respect of a set of
articles, be construed as a reference to any article of that set:

[..]

3. (1) This Order does not apply to computer programs and layout designs.

(2) Provision may be made by rules under section 77 for excluding from
registration under this Order industrial designs for such articles of a
primarily literary or artistic character as may be specified therein.

(3) In subsection (1)-

"computer program" means an expression, in any language, code or
notation, of a set of instructions (whether with or without related information)
intended, either directly or after either or both of the following—

(a) the conversion to another language, code or notation;

(b) the reproduction in a different material form, to cause a device
having information-processing capabilities to perform a particular
function;

"layout design" means the three-dimensional disposition, however
expressed, of the elements, at least one of which is an active element, and
of some or all of the interconnections, of an integrated circuit [as defined in
section 2 of the Emergency (Layout Designs Order, 1999]; and includes
such a three-dimensional disposition prepared for an integrated circuit
intended for manufacture.
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9. (1) Subject to this Order, an industrial design which is new may, upon
application by the person claiming to be the owner, be registered in respect
of any article or set of articles specified in the application.

(2) An industrial design for which an application for registration is made
shall not be regarded as new if it is the same as—

(a) anindustrial design that has been registered in pursuance of a prior
application filed or having effect in Brunei Darussalam, whether or
not that industrial design has been registered in respect of the same
article for which the application is made or in respect of any other
article; or

(b) anindustrial design that has been disclosed in Brunei Darussalam
or elsewhere before the filing date, whether or not it has been
published in respect of the same article for which the application is
made or in respect of any other article,

or if it differs from such an industrial design only in immaterial details or in
features which are variants commonly used in the trade.

(3) The Registrar may, in such cases as may be prescribed, direct that for
the purpose of deciding whether an industrial design is new an application
for registration shall be treated as made on a date earlier or later than that
on which it was in fact made.

10. An industrial design is not registrable in respect of an article if aesthetic
considerations are not normally taken into account to a material extent by
persons acquiring or using articles of that description, and would not be so
taken into account if the industrial design were to be applied to thearticle.

11. (1) Subject to subsection (2), an industrial design the publication or use
of which would be contrary to public order or morality is notregistrable.

(2) The publication or use of an industrial design shall not be considered to
be contrary to public order merely because it is prohibited by any law in
force in Brunei Darussalam.

12. (1) An application for the registration of an industrial design shall not be
refused, and the registration of an industrial design shall not be invalidated
by reason only of—

(a) the disclosure of the industrial design by the owner within twelve
months to any other person in such circumstances as would make
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it contrary to good faith for that other person to use or publish the
industrial design;

the disclosure of the industrial design in breach of good faith within
twelve months by any person other than the owner of the industrial
design;

in the case of a new or original textile industrial design intended for
registration, the acceptance of a first and confidential order for
goods bearing the industrial design; or

the communication of the industrial design by the owner within
twelve months to a government department or to any person
authorised by a government department to consider the merits of
the industrial design, or of anything done in consequence of such
a communication.

(2) An application for the registration of an industrial design shall not be
refused, and the registration of an industrial design shall not be invalidated
by reason only—

@)

(b)

(©)

that a representation of the industrial design, or any article to which
the industrial design has been applied, has been displayed, with
the consent of the owner of the industrial design at an official
international exhibition;

that after any such display as is mentioned in paragraph (a), and
during the period of the exhibition, a representation of the industrial
design, or any article to which the industrial design has been
applied, has been displayed by any person without the consent of
the owner; or

that a representation of the industrial design has been published in
consequence of any such display as is mentioned in paragraph (a),

if the application for registration of the industrial design is made not later
than six months after the opening of the exhibition.

(3) In this section, "official international exhibition" means an official, or
officially recognised, international exhibition falling within the terms of the
Convention on International Exhibitions of 22nd. November, 1928 and any
protocols to that Convention, or falling within the terms of any treaty
replacing that Convention, as respectively revised or amended.

13. (1) Subject to subsection (2), where an application is made by or with
the consent of the owner of copyright in an artistic work for the registration
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of a corresponding industrial design, the industrial design shall not be
treated for the purposes of this Order as being other than new by reason
only of any use previously made of the artistic work.

(2) Subsection (1) does not apply if the previous use consisted of or
included the sale, letting for hire, or offer or exposure for sale or hire, of
articles to which had been applied industrially—

(a) the industrial design in question; or

(b) an industrial design differing from it only in immaterial details or in
features which are variants commonly used in the trade, and that
previous use was made by or with the consent of the copyright
owner.

(3) Provision may be made by rules as to the circumstances in which an
industrial design is to be regarded for the purpose of this section as applied
industrially to articles or any description of articles.

14. (1) Where the registered owner of a design registered in respect of any
article makes an application—

(a) for registration in respect of one or more other articles, of the
registered design; or

(b) for registration in respect of the same or one or more other articles,
of a design consisting of the registered design with modifications or
variations not sufficient to alter the character or substantially affect
the identity thereof,

the application shall not be refused, and the registration made on the
application shall not be invalidated, by reason only of the previous
registration or publication of the registered design:

Provided that the right in a design registered by virtue of this section shall
not extend beyond the end of the period and any extended period for which
the right subsists in the original registered design.

(2) Where any person makes an application for the registration of a design
in respect of any article and either—

(a) the design has been previously registered by another person in
respect of some other article; or

(b) the design to which the application relates consists of a design
previously registered by another person in respect of the same or
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some other article with modifications or variations not sufficient to
alter the character or substantially affect the identity thereof,

then, if at any time while the application is pending the applicant becomes
the registered owner of the design previously registered, subsection (1)
shall apply as if at the time of making the application the applicant had been
the registered owner of that design.

15. (1) An application for registration of an industrial design shall be filed
with the Registrar in the prescribed manner.

(2) The application shall include—
(a) arequest for registration of the industrial design;
(b) arepresentation of the industrial design suitable for reproduction;

(c) a statement that the industrial design isnew;

[..]

(6) Two or more industrial designs may be the subject of the same
application for registration if the industrial designs—

(a) relate to the same prescribed class of industrial designs or to the
same set of articles; and

(b) comply with any prescribed conditions.

25. (1) If an application for registration of an industrial design has been
accorded a filing date under section 16 and has not been withdrawn, the
Registrar shall examine the application to determine whether it complies
with the requirements of this Order and with the formal requirements.

[.]

26. (1) If on an examination by the Registrar under section 25 an application
for registration of an industrial design is found to have satisfied the formal
requirements, then as soon as practicable after such examination but
subject to section 27, the Registrar shall on payment of the prescribed fee—

(a) register the industrial design by entering the prescribed particulars
in the Register;

(b) enter the name of the applicant, or the successor in title to the
application, in the Register as the owner of the industrial design;
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(c) issue a certificate of registration to the person who is the registered
owner of the industrial design at the time the industrial design is
registered; and

(d) advertise the fact of such registration and publish a representation
of the industrial design by notice in the Gazette.

(2) Notwithstanding paragraph (d) of subsection (1), advertisement of the
registration and publication of the industrial design shall, upon request by
the applicant at the time of filing of the application or at any time before the
date on which preparations for publication have been completed, be
deferred for a period not exceeding twelve months from the date of filing or,
if priority is claimed, from the date of priority of the application.

(3) Where a request has been made under subsection (2) for deferment of
publication, upon registration of the industrial design, neither the
representation of the design nor any file relating to the application shall be
open to public inspection. In this case, the Registrar shall publish a mention
of the deferment and information identifying the registered owner, indicating
the filing date of the application, the length of the period for which deferment
has been requested and any other prescribed particulars.

(4) Atthe expiry of the period of deferment, the Registrar shall publish the
registered industrial design.

[.]

27. (1) The Registrar may by notice in the prescribed manner, stating the
reason for his refusal, refuse an application for registration of an industrial
design if, after an examination by him under section 25 and after giving the
applicant the opportunity to correct any deficiencies as provided for in that
section, he determines—

(a) that the application does not satisfy the formal requirements;

(b) that, on the face of the application, the industrial design is not new
or is not registrable for any other reason; or

(c) the prescribed fee for the registration of the industrial design has
not been paid.

(2) Where the Registrar refuses an application for registration of an
industrial design under this section—

(a) the applicant shall continue to enjoy the right of priority under
section 18 which he enjoyed immediately before such refusal; and
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(b) no other right may be claimed under this Order in relation to the
application.

28. Except as expressly provided to the contrary, nothing in this Order shall
be construed as imposing any obligation upon the Registrar to consider or
have regard to, for the purpose of determining whether to accept an
application for registration of an industrial design, any question as to—

(a) the registrability of the industrial design;

(b) whether the applicant is entitled to any priority claimed in the
application; or

(c) whether the industrial design is properly represented in the
application.

44. (1) Any person may at any time after an industrial design has been
registered under this Order refer to the court for determination the question
of whether, having regard to section 11, the industrial design is a registrable
industrial design.

[..]

(3) If the court determines that the industrial design is not a registrable
industrial design under section 11, it shall order the registration of the
industrial design to be revoked.

[.]

45. The court may, on application by any person, order the registration of
an industrial design to be revoked on the ground that, at the time of its
registration, the industrial design was not new or was not registrable for any
other reason.

46. (1) Subject to subsections (2) and (3), the court may, on application by
any person, order the registration of an industrial design to be revoked on
the ground that the person whose name is entered in the Register as the
owner of the industrial design is not entitled to be registered as the owner.

(2) An application under subsection (1) may be made only by a person
found by the court on a reference under section 41 to be entitled to be
registered as the owner of the industrial design.

(3) Where the reference under section 41 was commenced after the end of
the period of two years beginning with the date of registration of the
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industrial design, the court may not order the revocation of the registration
of the industrial design under this section unless the applicant shows that
the person whose name is entered in the Register as the owner of the
industrial design knew at the time of its registration or of the registration of
the transfer of the industrial design to him that he was not entitled to be
registered as the owner.

Industrial Designs Rules, 2000
2. (1) In these Rules—

"Locarno Agreement" means the Locarno Agreement Establishing an
International Classification for Industrial Designs, signed at Locarno onthe
8th. October, 1968, as amended;

"statement of novelty" means a statement in accordance with rule 8;

"textile article" means textile and plastics piece goods, handkerchiefs,
shawls and such other classes of articles of a similar character as the
Registrar may decide, for which the protection under the Order is limited to
features of pattern and ornament only.

[...]

4. There shall be excluded from registration under the Order industrial
designs intended to be applied to any of the following articles—

(a) works of sculpture (other than casts or models used or intended to
be used as models or patterns to be multiplied by any industrial
process);

(b) wall plaques, medals and medallions;

(c) printed matter primarily of a literary or artistic character, including
book jackets, calendars, -certificates, coupons, dress-making
patterns, greeting cards, labels, leaflets, maps, plans, playing
cards, postcards, stamps, trade advertisements, trade forms and
cards, transfers and similar articles.

5. An industrial design is to be regarded for the purposes of section 13 as
"applied industrially" if it has been applied—

(a) to more than fifty articles which do not all together constitute a
single set of articles; or
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(b) to articles manufactured in lengths or pieces, not being hand-made
articles.

6. (1) An application for registration of an industrial design shall be made
on the prescribed form.

(2) The application shall include the information and documents referredto
in subsection (2) of section 14, that is—

(a) arequest for registration of the industrial design;

(b) a representation of the industrial design suitable for reproduction,
in accordance with rules 7 and 8;

(c) the name and address of the applicant;

(d) where the applicant is not the industrial designer, a statement
explaining the applicant's rights in relation to the industrial design;
and

(e) an address in Brunei Darussalam for the service of documents.
(3) In addition, the application shall include—

(a) a statement identifying the article or articles to which the industrial
design is intended to be applied;

(b) a statement identifying the classification of the article or articles to
which the industrial design is intended to be applied, according to
the class and sub-class of the classifications established by the
Locarno Agreement;

(c) six additional representations of the industrial design, in
accordance with sub-rule (3) of rule 7;

(d) any statements or evidence required by rules 9, 10, 11, 12, 13 and
14, whichever are applicable;

7. (1) The representation of the industrial design included with the
application may be either a drawing or a photograph and shall be of a size
of not more than 160 millimetres by 160 millimetres, and one side of the
representation shall be not less than 30 millimetres.
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(2) Where the application is made for the registration of an industrial design
intended to be applied to a set of articles, the representation shall show the
industrial design as applied to each different article included in the set.

(3) The application shall be accompanied by six additional representations
of the industrial design corresponding exactly to the original.

8. (1) A statement describing the features of the industrial design which the
applicant considers to be new shall appear on each representation of the
industrial design filed under rules 6 and 7.

(2) The statement shall appear on the front of each representation except
where the Registrar is satisfied that its appearance on the front is
impracticable, in which case it shall appear in a place approved by the
Registrar.

(3) The statement shall appear separately from any other statement
appearing on the representation.

9. (1) Where an applicant wishes to claim that section 12 applies in relation
to the application, the application shall include a statement to that effect in
accordance with this rule.

(2) Except in the case referred to in sub-rule (3), the statement shall—

(a) identify the provisions of section 12 on which the applicant relies;
and

(b) describe the circumstances of the disclosure of the industrial
design, including any relevant dates.

(3) Where the disclosure of the industrial design relates to an official
international exhibition, as defined in subsection (3) of section 12, the
statement shall specify—

(a) the name of the exhibition and the place where it was held;
(b) the opening date of the exhibition; and

(c) if the first disclosure of the industrial design did not take place on
the opening date of the exhibition, the date of such first disclosure.

[.]

12. Where a reproduction of the armorial bearings, insignia, orders of
chivalry, decorations, emblems or flags of any country, city, town, place,
society, body corporate, institution or person appears on an industrial
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design, the application shall include evidence satisfactory to the Registrar
that such official or other person as is entitled to give consent to the
registration of the industrial design and to the use of the reproduction has
given such consent.

13. Where the name or portrait of a living person appears on an industrial
design, the application shall include evidence satisfactory to the Registrar
that such person has consented to the registration of the industrial design
and to the use of his name or portrait.

14. Where the name or portrait of a person who has recently died appears
on an industrial design, the application shall include evidence satisfactory
to the Registrar that the personal representative of such person has
consented to the registration of the industrial design and to the use of the
name or portrait.

15. Except where the Registrar requires, no specimens shall be filed.

16. Two or more industrial designs may be the subject of the same
application for registration if the industrial designs relate to the same class
of articles as classified in accordance with the classifications established by
the Locarno Agreement or to the same set of articles.

24. For the purpose of the registration of industrial designs, articles shall be
classified in accordance with the classifications established by the Locarno
Agreement.

Chapter 94 —Emblems and Names (Prevention of Improper
Use) 20 of 1967, 3 of 1974 - Amended by S 128/80 S 163/81

2. In this Act unless the context otherwise requires—

[.]

“specified emblem” means any emblems, seal, flag, pennant, insignia,
formation sign, ensign or coat of arms specified in Part | of the Schedule;
“specified name” means any name specified in Part 1l of the Schedule and
includes any abbreviation of any such name.
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3. (1) Notwithstanding anything contained in any law for the time being in
force, no person shall, except with the written permission of His Majesty the
Sultan and Yang Di-Pertuan—

[...]
(c) use or continue to use any specified name or specified emblem, or any

colourable imitation thereof, in the title of any patent, or in any trade mark
or design;

[.]

4. Notwithstanding anything contained in any law for the time being in force,
no competent authority shall-

(a) register any company, firm or other body or persons under any name;
or

(b) register a trade mark or design which bears any emblem, name,
photograph, drawing or other pictorial representation;

[...]
if the use of such name, emblem, photograph, drawing or pictorial

representation would be in contravention of section 3.

SCHEDULE

Part | = Emblems

1. The standards, coats-of-arms and official seals of His Majesty the Sultan
and Yang Di-Pertuan and Her Majesty the Raja Isteri.

2. The State Seal of Brunei Darussalam.
3. The Brunei Coat-of-Arms.
4. The emblem or official seal of the United Nations Organisation.

5. The Orders, Insignias, Medals, Badges and Decorations instituted by
Statutes of His Majesty.

6. The Emblem or official seal of the International Criminal Police
Organisation (Interpol).

7. The emblem, formation sign or ensign of the Administrative Service of
Brunei Darussalam [...]
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Part Il = Names

1. The name of His Majesty the Sultan and Yang Di-Pertuan.
2. The name of Her Majesty the Raja Isteri.

3. The name ICPO - Interpol or International Criminal Police Organisation
(Interpol).

Emergency [Copyright] Order, 1999

2. (1) In this Order, unless the context otherwise requires—
[...]

"architectural work of art", in paragraph (a) of the definition in this
subsection of "artistic work", means any building or structure having an
artistic character or design, in respect of such character or design, or any
model for such building or structure, provided that any protection afforded
by any law relating to copyright in force immediately before commencement
was confined to such artistic character or design and did not extend to the
process or methods of construction;

"article", in the context of an article in a periodical, includes an item of any
description;

"artistic work"—

(a) inthe First Schedule, includes works of painting, drawing, sculpture
(including casts and models) and artistic craftsmanship, and
architectural works of art, and engravings and photographs;

(b) elsewhere in this Order, shall be construed in accordance with
section 6,

but does not include a layout design or an integrated circuit as respectively
defined in section 2 of the Emergency (Layout Designs) Order, 1999;

[.]

"sculpture"” shall be construed in accordance with section 6;

[.]

"typeface" includes an ornamental motif used in printing;

[.]
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3. (1) Copyright is a property right which subsists in accordance with this
Part in the following descriptions of work—

(a) original literary, dramatic, musical or artistic works;

[...]
6. In this Order—
"artistic work" means—

(a) a graphic work, photograph, sculpture or collage, irrespective of
artistic quality;

(b) awork of architecture, being a building or a model for a building; or

(c) a work of artistic craftsmanship; "building" includes any fixed
structure, and a part of a building or fixed structure;

"graphic work" includes—
(a) any painting, drawing, diagram, map, chart or plan; and

(b) any engraving, etching, lithograph, woodcut or similar work;

L.]

"sculpture"” includes a cast or model made for purposes of sculpture.

55. (1) It is not an infringement of any copyright—

(a) in a design document or model recording or embodying a design
for anything other than an artistic work or a typeface, to make an
article to the design or to copy an article made to the design;

(b) to issue to the public, or include in a film, broadcast or cable
programme service, anything the making of which was, under
subsection (1), not an infringement of that copyright.

(2) In this section—

"design" means the design of any aspect of the shape or configuration
(whether internal or external) of the whole or part of an article, other than
surface decoration;

"design document" means any record of a design, whether in the form of a
drawing, written description, photograph, data stored in a computer or
otherwise.
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First Schedule

5. (1) Copyright shall not subsist under this Order in an artistic work made
before such date as the Attorney General may by order determine, which
at the time when it was made constituted a design capable of registration
under any law relating to the registration of designs, and was used, or
intended to be used, as a model or pattern to be multiplied by an industrial
process.

(2) For this purpose, a design shall be deemed to be used as a model or
pattern to be multiplied by an industrial process—

(a) whenitis reproduced or is intended to be reproduced on more than
fifty single articles, unless all the articles in which the design is
reproduced or is intended to be reproduced together form only a
single set of articles; or

(b) when it is to be applied to—
(i) printed paper hangings;

(i) carpets, floor cloths or oil cloths, manufactured or sold in
lengths or pieces;

(i) textile piece goods, or textile goods manufactured or sold in
lengths or pieces; or

(iv) lace, not made by hand.

(3) In sub-paragraph (2), "set of articles" means a number of articles of the
same general character ordinarily on sale or intended to be used together,
to each of which the same design, or the same design with modifications or
variations not sufficient to alter the character or substantially to affect the
identity thereof, is applied.
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CAMBODIA

Law on Patents, Utility Model Certificates and Industrial
Designs, January 22, 2003

Article 89.

For the purposes of this Law, any composition of lines or colours or any
three- dimensional form, or any material, whether or not associated with
lines or colors, is deemed to be an industrial design, provided that such
composition, form or material gives a special appearance to a product of
industry or handicraft and can serve as a pattern for a product of industry
or handicraft, and appeals to and is judged by the eye.

Article 90.

The protection under this Law does not extend to anything in an industrial
design which serves solely to obtain a technical result and to the extent that
it leaves no freedom as regards arbitrary features of appearance.

Article 91.

An industrial design is registrable if it is new.

Article 92.

An industrial design shall be considered as new if it has not been disclosed
to the public, anywhere in the world, by publication in tangible form or by
use or in any other way, prior to the filing date or, where applicable, the
priority date of the application for registration.

For the purpose of the 15t paragraph of this Article, disclosure to the public
of the industrial design shall not be taken into consideration:

(i) ifit occurred within twelve (12) months preceding the filling date or,
where applicable, the priority date of the application;

(ii) if it was by reason or in consequence of acts committed by the
applicant or his predecessor in title or of an abuse committed by a

third party with regard to the applicant or his predecessor in title.
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Article 93.

Industrial designs that are contrary to public order or morality shall not be
registrable.

Article 95.

The application for registration of an industrial design shall be filed with the
Ministry in charge of industry and shall contain a request, drawings,
photographs or other adequate graphic representations of the article
embodying the industrial design and an indication of the kind of products
for which the industrial design is to be used. It may be accompanied by a
specimen of the article embodying the industrial design, where the industrial
design is two-dimensional. The application shall be subject to the payment
of the prescribed application fee, as referred to in Article 130 of this Law.

Article 97.

Two or more industrial designs may be the subject of the same application,
provided they relate to the same class of the International Classification or
to the same set or composition of articles.

Article 102.

After according a filing date, the Registrar shall examine whether:

[.]

(i) the industrial design complies with the requirements of Articles 89
to 90, Article 93 of this Law and the Regulations pertaining thereto.

Article 103.

Where the Registrar finds that the conditions referred to in Article 102 of
this Law are fulfilled, he shall register the industrial design, publish a
reference to the registration and shall proceed to issue to the applicant a
certificate of registration of the industrial design; otherwise, he shall refuse
the application.

Article 110.

Any interested person may request the competent Court to invalidate the
registration of an industrial design.
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Article 111.

The competent Court shall invalidate the registration if the person
requesting the invalidation proves that any of the requirements of Section 1
and Section 2 of this Chapter is not fulfilled or if the registered owner of the
industrial design is not the creator or his successor in title.

Prakas (Declaration) on the Procedure for the Registration
of Industrial Designs; Ministry of Industry, Mines and
Energy N° 707 MIME.DIP.PRK

Rule 4. Classification of Industrial Designs

The Registrar shall apply the International Classification of Industrial Design
as adopted under the Locarno Agreement of October 08, 1968, and updated
in its subsequent editions, for all purposes relating to the registration and
publication of Industrial Design, as well as for the maintenance of classified
search files.

Rule 5. Application for Registration of Industrial Designs

The application for registration of industrial design shall be accompanied as
following:

1. Application for registration of industrial design contained a request,
drawing, photographs or other adequate graphic representations of the
article embodying the industrial design and an indication of the kind of
products for which the industrial design is to be used, as referred in Article
95 of the Law, shall be filed with the Registration Department and shall be
subject to the payment of the prescribed application fee.

[.]

Rule 6. Number, Size of Representation and Specimen

Number and size of graphic and real representation shall be filed as
following:

1. The application shall be accompanied by the following:

a. if the industrial design is two-dimensional, by four graphic
representations or four drawings or tracings; or
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b. if the industrial design is three-dimensional, by four graphic
representations or four drawings or tracings of each of the different
sides of the industrial design; and

c. aprinting block or printing blocks of such dimensions of which shall
not exceed 17 centimeters x 26,2 centimeters.

2. A specimen shall be of a size not exceeding 20 centimeters x 20
centimeters x 20 centimeters. No graphic representation, drawing or tracing
of the industrial design shall exceed 10 centimeters x 20 centimeters. Such
representations, drawings or tracings, shall be affixed on four sheets of
cardboard of A4 size. Drawings and tracings shall be in black ink.

Rule 14. Examination as to Form

[.]

1. The Registrar shall examine whether the application fulfills the
requirements of Article 95 of the Law.

[.]

4. Where the Registrar finds that the conditions set out in Article 89, Article
90, Article 93, Article 95 and Article 96 and the Regulations pertaining
thereto are not fulfilled, he shall invite the applicant, in writing, to file the
required correction within two (2) months from the date of the invitation,
together with the payment of the prescribed fee; if the applicant does not
comply with the invitation to correct a deficiency, or where, despite
corrections submitted by the applicant, the Registrar is of the opinion that
the said conditions are not fulfilled, he shall reject the application and notify
the applicant, in writing, stating the reasons.

[.]

Law on Copyrights and Related Rights, adopted by the
National Assembly on January 21, 2003 and ratified by the
Senate on February 13, 2003

Article 2

In this law, the principal terms shall have the following meaning:

a. “Work” means a product in which thoughts or sentiment are
expressed in a creative way, and which falls within the literary,
scientific, artistic or musical domain;

[.]
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Article 7
The following subject matters, in accordance with the contents of Article 3,
are being protected under this law:

[.]

h. Works of painting, engraving, sculpture or other works of
collages, or applied arts.

[.]

m. Products of collage work in handicraft, hand-made textile
products or other clothing fashions.
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INDONESIA

Law N° 31, regarding Industrial Designs, December 20,
2000

Article 1
In this Law:

Industrial Design shall mean a creation on the shape, configuration, or the
composition of lines or colours, or lines and colours, or the combination
thereof in a three or two dimensional form which gives aesthetic impression
and can be realized in a three or two dimensional pattern and used to
produce a product, goods or an industrial commodity and a handy craft.

[..]

Article 2

(1) The right to Industrial Design shall be granted for an Industrial Design
that is new.

(2) An Industrial Design shall be deemed new if on the filing date such
Industrial Design is not the same as any previous disclosures.

(3) The previous disclosure as referred to in paragraph (2) shall be one
which before:

- the filing date; or
« the priority date, if the application is filed with priority right

has been announced or used in Indonesia or outside Indonesia.

Article 3

An Industrial Design shall not be deemed to have been announced if within
the period of 6 (six) months at the latest before the filing date, such
Industrial Design

a. has been displayed in a national or international exhibition in
Indonesia or overseas that is official or deemed to be official; or

b. has been used in Indonesia by the designer in an experiment for
the purposes of education, research or development.
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Article 4

The right to Industrial Design shall not be granted if an Industrial Design is
contrary to the prevailing laws and regulation, public order, religion, or
morality.

Article 11

[...]
The Application as referred to in paragraph (3) shall be furnished with:

a physical sample or drawing or photograph and the description of
the Industrial Design being applied for registration;

[..]

Article 13
An Application can only be filed for:
< one Industrial Design, or

» several Industrial Designs that constitute a unity of an Industrial
Design, or that have the same class.

Article 24

(1) The Directorate General shall conduct an examination on an
application according to the provisions as provided for in the prevailing
laws and regulation.

(2) The Directorate General shall notify the Applicant regarding the refusal
of an application if the Industrial Design falls within the criteria in Article
4 or notify the assumption that the Application is deemed withdrawn for
not complying with Article 20.

[.]

(4) Where the Applicant does not file any objection as referred to in
paragraph (3), the decision on the refusal or the withdrawal by the
Directorate General as referred to in paragraph (2) shall be permanent.

(5) Upon the decision on the refusal or withdrawal by the Directorate
General, the applicant or his proxy can bring a lawsuit at the
Commercial Court with the procedure as regulated in this Law.
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Article 26

(1) Starting from the commencement of the announcement as referred to in
Article 25 paragraph (1), any party may file an objection that include
substantive matters in writing at the Directorate General with the
payment of fee as regulated in this Law.

[.]

(5) Where there is an objection against an application as referred to in
paragraph (1), the examiner shall conduct a substantive examination.

(6) The Directorate General shall use the objection and the counter that
had been submitted as material for consideration in examining whether
to register or to refuse the application.

[.]

(8) The decision of the Directorate General as referred to in paragraph (7)
shall be notified in writing to the applicant or his proxy at the latest 30
(thirty) days from the date of issue of the decision.

Article 29

(1) Where there is no objection against an Application until the termination
of the announcement period as referred to in Article 26 paragraph (2),
the Directorate General shall issue and grant a Certificate of Industrial
Design at the latest 30 (thirty) days from the date of termination of the
announcement period.

[...]
Article 38
(1) Alawsuit on the cancellation of registration of an Industrial Design may

be filed by any interested party on the grounds as referred to in Article
2 or Article 4 to the Commercial Court.

[.]

Regulation N° 1, 2005, regarding the Implementation of
Law N° 31 of 2000 on Industrial Design

Article 1

In this Government Regulation the meaning of:
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1. Industrial Design is a creation of shape, configuration, or composition of
lines or colors, or lines and colors, or a combination thereof in the form of
three-dimensional or two-dimensional provide aesthetic impression and
can be realized in a pattern of three-dimensional or two-dimensional and
can be used to produce a product, goods, industrial commodity or
handicraft.

The description of Industrial Design is an explanation of the industrial
design itself which includes a statement of the goods or productsindustrial

designs and information matters or protection is sought in the form of
information novelty.

Industrial Design is presenting the image in the form of two-dimensional
images or three-dimensional appearance as complete as possible showing
of all the parts that want to be protected.

Article 2
(1) Industrial Design rights granted for the new design.

(2) Industrial design is considered new if on the filing date Industrial
Design Application is not the same as the previous disclosures.

(3) Previous disclosure, as referred to in paragraph (2) is the disclosure
of which before:

a. Date of receipt of application; or
b. Priority date when the application is filed with the priority rights has
been announced or used in Indonesia or outside Indonesia.
Article 3
(1) Applications may only be submitted for:
a. an Industrial Design; or

b. several industrial designs that constitute a unity, or that have the
same class.

(2) Industrial Design as referred to in paragraph (1) is an industrial design
that meets the criteria referred to in Article 1 paragraph 1.
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Article 5

(1) Each application referred to in Article 4 shall be accompanied by:

a. physical sample or drawing or photograph and description of the
industrial design that can explain the industrial design being applied
for registration for three copies;

[..]

Article 6

(1) Drawings or photographs referred to in Article 5 paragraph (1) letter a
is as follows:

[..]

b. any image or photograph contained in the A4 paper must be
reproduced by photocopy or reproduction equipment scanner without
reducing quality;

c. each image must be accompanied by a caption [...] by including an
image sequence number and explain the appearance of any image
that is made in accordance with the position and angle of view images
made to explain the disclosure of the industrial design which protection
is sought;

[..]

f. drawings or photographs must be in accordance with the original
sample;

g. Industrial Design drawings can be created with a dotted line, if the
part that made the dotted line is not requested protection, [...];and

h. Industrial Design drawings submitted in the application may be
accompanied by a diskette containing the image data to simplify the
process of announcement.

Article 11

(1) Directorate General administrative checks referred to in Article 4 to
Article 9 of the application that includes a physical examination, formality
and clarity of disclosure requirements Industrial Design within a maximum
period of 30 (thirty) days from the filing date of the Application.

[.]

(5) When the provisions referred to in paragraph (3) and paragraph (2) are
not met, the Directorate General shall notify in writing to the applicant or his
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proxy that his application is considered withdrawn within a maximum period
of 14 (fourteen) days from the expiry of the time limit provisions of
paragraphs (3) and (4).

[...]

Article 12

(1) In the administrative inspection as referred to in Article 11 (1), the
Directorate General shall notify the applicant or his proxy when there is lack
of clarity in the description of the disclosure of the industrial design, photo
or caption including those relating to union application within a period of
thirty (30) days from the application filing date.

[.]

(5) At the time of examination of clarity, Examiner also perform classification
for each application in accordance with applicable regulations.

Article 13

(1) When the administrative checks referred to in Article 11 paragraph (1)
there is more than one application, [...] the Directorate General shall notify
in writing to the applicant or his proxy to break the application.

[...]
Article 24
(1) In the event of objections to the application as referred to in Article 23,

examiner checks matters relating to the clarity of disclosure of Industrial
Design.

[...]

(3) Examination referred to in paragraph (2) conducted by Coroner:
a. researching and comparing the application by doing a search on
the disclosure of an industrial design that has been there before for

related classes.

b. examine and compare the application against the objections raised
by the parties filed an objection; and

c. reported the results of the Directorate General.
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(4) Examination report referred to in paragraph (2) (c) includes:
a. the novelty of the industrial design;

b. clarity of disclosure of Industrial Design.

[..]

Article 26

(1) The Directorate General may refuse the application contrary to Article
2 of the Law, and disclose in writing to the applicant and attorney.

(2) The rejection of the application referred to in paragraph (1), the
applicant may make improvements do not extend the scope of the industrial
design [...].

Article 43

Industrial designs registered in the Directorate General may be canceled:

[..]

b. based lawsuit registration of Industrial Designs by interested parties and
has obtained court decision that has had permanent legal force that states
the lawsuit is accepted.

Law N° 19, 2002, Regarding Copyright
Article 1
[...]

Work shall mean any result of works of an author, which shows originality
in the field of science, arts and literature.

Article 12

In this Law, a work that is protected shall be the work in the field of science,
arts and literature which includes:

[.]

f. all forms of art, such as paintings, drawings, engravings, calligraphy,
carvings, sculptures, collage, and applied arts;

i. batik art;
[...]
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Guidelines — Substantive Examination of Industrial Design
- 2015

Available from the IP authorities of Indonesia.
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LAO PDR

Law on Intellectual Property (Amended) N° 38/NA, 15
November 2017

Article 3 (revised). Definitions

The terms as used in this law have the following meanings:

[.]

8. Industrial design means the form or shape of the product, which is to be
created which includes the shape, pattern, line, color, etc;

[...]

14. Applied art means adaptations of art to be used for other purposes;
Article 15 (revised). Requirements for Obtaining an Industrial Design
Certificate

Design eligible to obtain an industrial design certificate, shall meet all the
following requirements:

1. shall be new: that it has not been disclosed to the public by
publication or by use or displayed, or in any other means in the Lao PDR or
any place in the world prior to the date of filing the application for registration
or prior to the priority date of the application for registration;

2. shall be ornamental: that it gives a special appearance to the object
to which the design is applied or in which it is embodied.

Article 22. Designs Ineligible for Industrial Designs Registration

Designs ineligible for industrial designs registration shall be as follows:

1. a design the appearance of which is dictated by technical features
of the object to which the design is applied or in which it is embodied;

2. a designs that is contrary to social order and the fine traditions of
the nation.
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Article 32 (revised). Applications for Registration of Industrial Designs

Applications for registration of industrial designs shall include the following
documents:

[.]

3. one or more drawings or photographs that clearly disclose the industrial
design as needed to illustrate its appearance;

4. a brief statement of the type of goods to which the industrial design
relates;

[.]

Each application for industrial design registration shall apply to a single
industrial design or a series of related designs for a single class as per the
international classifications.

[.]

Article 40 (revised). Substantive Examination of Industrial Property
Applications

After completion of the formality examination of the application, the Ministry
of Science and Technology will examine as to substance the invention,
utility invention, industrial design, trademark and geographical indication
applications for registration.

[..]

Article 41 (revised). Substantive Examination of Industrial Property
Applications

[.]

The registration applications for industrial design, integrated circuit layout-
design, trademark and geographical indication are not examined as to
substance.

Article 42 (new). Amendment and division of the application

At any time an application is pending before the Ministry of Science and
Technology but before it is in order for grant an applicant may amend or
divide the application based on the following conditions:

[.]
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2. upon payment of the application fees, divide the application into two or
more divisional applications or re-file the application with or without
amendments;

[.]

An amendment as provided in item 1 of paragraph 1 of this Article shall not:

[.]

2. change the essential appearance of an industrial design or the essential
nature of a mark or geographical indication.

[.]

Article 44 (revised). Registrations

After consideration and examination of the industrial property registration
applications which are considered to fulfill the requirements provided for in
this law, the Ministry of Science and Technology will issue a patent, petty
patent or industrial property registration certificate, enter the registration in
the registrar and publish the registration on the official industrial property
gazette.

Where the registration has been done, the third party may request an
objection or a cancellation or revocation of such registration within period
of five years from the date of publication on the official industrial property
gazette.

Article 45 (revised). Termination of Industrial Property Rights

Patents, petty patents, and industrial property registrations shall terminate
as follows:

[.]

3. the patent, petty patent, or registration is invalidated based on a finding
that one or more requirements for protection have not been satisfied; where
such finding applies to only a portion of the industrial property, the
termination shall apply only to such portion as is invalidated. In such case,
the invalidation shall be effective as from the grant of the patent, petty
patent, or registration;

[.]

Industrial Designs Manual — October 2003

Available from the IP authorities of Laos.
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Decision of the Minister of Science and Technology on the
implementation of Law on Intellectual Property
concerning Industrial Design, No. 755/MOST, 20
September 2012

Available from the IP authorities of Laos.
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MALAYSIA

Industrial Designs Act 1996, Act 552, Incorporated
changes up to 1St July 2013

3. (1) In this Act, unless the context otherwise requires —
[...]

“article” means any article of manufacture or handicraft, and includes any
part of such article or handicraft if that part is made and sold separately but
does not include an integrated circuit or part of an integrated circuit within
the meaning of the Layout-Designs of Integrated Circuits Act 2000 [Act
601], or a mask used to make such an integrated circuit;

[..]

“industrial design” means features of shape, configuration, pattern or
ornament applied to an article by any industrial process or means, being
features which in the finished article appeal to and are judged by the eye,
but does not include—

(a) a method or principle of construction; or
(b) features of shape or configuration of an article which—
(i) are dictated solely by the function which the article has to perform; or

(ii) are dependent upon the appearance of another article of which the
article is intended by the author of the design to form an integral part;

[.]

“set of articles” means a number of articles that are of the same general
character and ordinarily on sale together, or intended to be used together,
being articles to each of which there is applied an industrial design that is
the same as, or which differs only in immaterial details or in features
commonly used in the relevant trade from, the industrial design applied to
the other articles or to any of them;

[.]

(2) Areference in this Act to an article shall be read as including a reference
to—

(a) a set of articles;
(b) each article in a set of articles; and

(c) both a set of articles and each article in that set, as the case requires.
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12. (1) Subject to this Act, an industrial design shall not be registered unless
it is new.

(2) An industrial design for which an application for registration is made
shall not be considered to be new if, before the priority date of that
application, it or an industrial design differing from it only in immaterial
details or in features commonly used in the relevant trade—

(a) was disclosed to the public anywhere in Malaysia or elsewhere; or

(b) was the subject matter of another application for registration of an
industrial design filed in Malaysia but having an earlier priority date made
by a different applicant in so far as that subject matter was included in a
registration granted on the basis of that otherapplication.

(3) For the purposes of paragraph (2)(a), an industrial design shall not be
deemed to have been disclosed to the public solely by reason of the fact
that, within the period of six months preceding the filing date of an
application for registration—

(a) it appeared in an official or officially recognized exhibition; or
(b) it has been disclosed by a person other than the applicant or his

predecessor in title as a result of an unlawful act committed by that other
person or another person.

13. Industrial designs that are contrary to public order or morality shall not
be registrable.

14. (1) An application for the registration of an industrial design—

(@) shall be made in the prescribed form and shall be filed at the
Industrial Designs Registration Office;

(b) shall be accompanied by the prescribed number of representations
of the article to which the industrial design is applied;

(c) shall contain a statement of novelty in respect of the industrial design
to which the application relates; and

[.]
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15. Two or more industrial designs may be the subject of the same
application, provided they relate to the same class of the International
Classification for Industrial Designs or to the same set or composition of
articles.

20. (1) Where a request for amendment under Section 19 has been
granted, and the amendment has the effect of excluding one or more
industrial designs from the initial application, the applicant may at any time
during the pendency of the initial application make a further application,
referred to in this section as a “divisional application”, for registration of the
industrial design or designs so excluded.

(2) A divisional application shall be entitled to the priority date of the
initial application

21. (1) Where an application for the registration of an industrial design has
been accorded a filing date and the application is not withdrawn, the
Registrar shall cause the application to be examined to determine whether
it complies with the formal requirements.

[..]

22. (1) Where the Registrar is satisfied that an application for the
registration of an industrial design complies with the requirements of section
21, he shall—

(a) regqister the industrial design by recording the prescribed particulars
in the Register; and

(b) issue to the applicant a certificate of registration of the industrial
design in the prescribed form.

[...]
(3) The certificate of registration shall be prima facie evidence of the facts
stated therein and of the validity of the registration.
23. (1) Where an industrial design has been registered in respect of any

article and the owner thereof makes an application—

(a) forregistration, in respect of one or more other articles, of the
registered industrial design; or

(b) for registration, in respect of the same or one or more other articles,
of an industrial design consisting of the registered industrial design with
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modifications or variations not sufficient to alter the character or
substantially to affect the identify thereof,

the application shall not be refused, and the registration made on that
application shall not be invalidated by reason only of the previous
registration, or of any disclosure or use after the priority date in respect of
the application for the previous registration, of the industrial design
registered on that application.

[.]

24. (1) Subject to the provisions of this Act—

(a) the Court may, on the application in the prescribed manner, of any
person aggrieved by or interested in the non-inclusion in or omission
from the Register of any entry, or by or in any entry made in the Register
without sufficient cause, or any entry wrongfully remaining in the
Register, or any error or defect in any entry in the Register, make such
order for including, making, expunging or varying any such entry or for
the correcting of any such error or defect as it deems fit;

[..]

(c) in case of fraud in the registration, assignment or transmission of a
registered industrial design or if in his opinion it is in the public interest
to do so, the Registrar may himself apply to the Court under this section;

[.]

27. (1) At any time after the registration of an industrial design, any person
may apply to the Court—

(a) for the revocation of the registration of the industrial design on the
ground, subject to section 12, that the industrial design has been
disclosed to the public prior to the priority date of the application for
registration of the industrial design;

(b) for the cancellation of the registration of the industrial design on the
ground that the registration of the industrial design has been procured
by unlawful means; or

(c) for the grant of a compulsory licence in respect of the industrial
design on the ground that the industrial design is not applied in Malaysia
by any industrial process or means to the article in respect of which itis
registered to such an extent as is reasonable in the circumstances of the
case, and the Court may make such order on the application as it
considers just.
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(2) Paragraphs (1)(a) and (1)(b) shall be without prejudice to the right of the
owner of an industrial design to request the Registrar for the revocation of
a registered industrial design of which he is owner, or to the power of the
Registrar to order the revocation of the registration of an industrial design
on any other ground as he thinks fit.

Industrial Designs Regulations 1999, P.U.(A) 182, with
changes up to 1 July 2013

Regulation 5. Application for registration of an industrial design.

[...]

(4) Where pursuant to section 15, two or more industrial designs are the
subject of the same application, the applicant shall specify the number of
designs and pay the prescribed additional fees.

Regulation 7. Classification.

The application shall indicate a class and subclass in accordance with the

International Classification for Industrial Designs.

Regulation 10. Size, etc. of documents.
[...]
(2) Representations shall be filed in one copy.

(3) Where representations consist of specimens, the specimens shall be of
a size not exceeding 20cm x 20cm x 20cm.

(4) The Registrar may require the specimens to be replaced by
representations comprising of drawings, or photographs.

(5) The photographs and drawings shall be of a size of 12. 5cm x 9cm.
(6) In an application where words, letters or numerals appear in an industrial

design, the Registrar may require that a disclaimer of any right to their
exclusive use shall appear on each representation.
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Regulation 11. Numbering of industrial designs.

(1) Each industrial design contained in an application shall be given a
number.

(2) The numbering shall appear in the margin next to each representation.

(3) When the same article is represented on the representation from
different angles, the numbering shall consist of two separate figures
separated by a dot.

(4) Each industrial design included in a multiple application shall be shown
by a different number.

Regulation 15. Representation which consists of a repeating surface
pattern.

Each representation of an industrial design which consists of a repeating
surface pattern shall show a complete pattern and a sufficient portion of the
repeat in length and width, and shall be of a size not less than18cm x13cm.

Regulation 16. Consent to registration

(1) Where a portrait of Seri Paduka Baginda Yang di-Pertuan Agong or,
Ruler of a State, or the reproduction of the armorial bearings, insignia,
orders of chivalry. Decorations of flags of any country, state, city, town,
society, body corporate, institution or persons appears on an industrial
design, the Registrar shall consider whether to refuse to accept an
application for the registration of the industrial design unless a consent to
the registration and use of such portrait or reproduction from such official or
other person as appears to the Registrar to be entitled to give consent is
filed.

L.

Regulation 19. Formal requirements and examination.

(1) For the purposes of subsection 21(5) the requirements of regulations 3
to 14 shall be designated as formal requirements.

(2) Where the Registrar determines that the application does not satisfy any
of the formal requirements, the Registrar shall notify the applicant in writing
and give him an opportunity to make observations on such finding and
amend the application within three months from the date of the notification.
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(3) If within the specified period, the applicant fails to satisfy the Registrar
that the formal requirements have been complied with, or to amend the
application so as to comply with the requirements the Registrar may refuse
the application or, in the case of a multiple application, exclude from the
registration any industrial design in respect of which the requirements have
not been complied with.

[.]

Regulation 27. Application for rectification or request for revocation.

(1) An application to the Registrar for rectification of the Register pursuant
to subsection 24(3) or a request for revocation of registration of the
industrial design under subsection 27(2) shall be made on ID Form 6
accompanied by the prescribed fee and a statement setting out fully the
applicant's interest and the facts upon which he relies.

[..]

Regulation 28. Application to Court.

(1) An application to the Court under paragraph 24(1)(a), subsection 24(3)
or paragraph 27(1) (a), (b) or (c) may be made by notice of motion.

[.]

Copyright Act 1987, Act 332, A1420, incorporated changes
up to 1 March 2012

Section 3. Interpretation.

In this Act, unless the context otherwise requires—

[.]

"artistic work" means (a) a graphic work, photograph, sculpture or collage,
irrespective of artistic quality; (b) a work of architecture being a building or
a model for a building; or (c) a work of artistic craftsmanship, but does not
include a layout-design within the meaning of the Layout-Designs of
Integrated Circuits Act 2000 [Act 601];

[...]
"graphic work" includes—
(a) any painting, drawing, diagram, map, chart or plan; and

(b) any engraving, etching, lithograph, woodcut or similar work;

[..]
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Section 7. Works eligible for copyright.

(1) Subject to this section, the following works shall be eligible for copyright:

L.]

(c) artistic works;

L.]

(2A) Copyright protection shall not extend to any idea, procedure, method
of operation or mathematical concept as such.

(3) Aliterary, musical or artistic work shall not be eligible for copyright
unless—

(a) sufficient effort has been expended to make the work original in
character; and

(b) the work has been written down, recorded or otherwise reduced to
material form.

[.]

(5) Copyright shall not subsist under this Act in any design which is
registered under any written law relating to industrial design.

L.

(7) For the purpose of this section, "any written law relating to industrial
design" includes:

(a) the United Kingdom Designs (Protection) Act 1949 [Act 214];

(b) the United Kingdom Designs (Protection) Ordinance of Sabah
[Sabah Cap. 152]; and

(c) the Designs (United Kingdom) Ordinance of Sarawak [Swk. Cap 59].

Section 13A. Design documents and models.

(2) It shall not be an infringement of any copyright in a design document or
model recording or embodying a design for anything other than an artistic
work or a typeface—

(a) to make an article to the design, or to copy or to reproduce an article
made to the design; or

(b) to issue to the public, or include in a film, broadcast or cable
programme service, anything the making of which was, by virtue of
paragraph (a), not an infringement of that copyright.

134 ANNEX I. EXCERPTS OF LEGAL PROVISIONS OF THE ASEAN COUNTRIES RELEVANT TO THE EXAMINATION
AND REGISTRATION OF INDUSTRIAL DESIGNS



COMMON GUIDELINES FOR THE EXAMINATION OF INDUSTRIAL DESIGNS

(2) In this section —

"design" means the design of any aspect of the shape or configuration
(whether internal or external) of the whole or part of an article, other than
surface decoration; and

"design document" means any record of a design, whether in the form of a
drawing, a written description, a photograph, data stored in a computer or
otherwise.
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MYANMAR

NOTE:

On January 30, 2019, Myanmar enacted the Industrial Design Law
No. 2 /2019.

This is the first legislation in Myanmar specifically addressing the
protection of industrial designs as a form of intellectual property.

The Law currently is under implementation.
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PHILIPPINES

REPUBLIC ACT N°. 8293 - an Act prescribing the
Intellectual Property Code and establishing the Intellectual
Property Office, providing for its powers and functions,
and for other purposes, 1997, as amended by REPUBLIC
ACT N°. 9150, an Act Proving for the Protection of Layout-
Designs (Topographies) of Integrated Circuits

SEC. 112. Definition of Industrial Design

112.1. An Industrial Design is any composition of lines or colors or
any three-dimensional form, whether or not associated with lines or colors:
Provided, that such composition or form gives a special appearance to and
can serve as pattern for an industrial product or handicraft;

112.2. Integrated Circuit means a product, in its final form, or an
intermediate form, in which the elements, at least one of which is an active
element and some or all of the interconnections are integrally formed in
and/or on a piece of material, and which is intended to perform an electronic
function; and

112.3. Layout-Design is synonymous with "Topography' and means
the three-dimensional disposition, however expressed, of the elements, at
least one of which is an active element, and of some or all of the
interconnections of an integrated circuit, or such a three-dimensional
disposition prepared for an integrated circuit intended for manufacture.”

SEC. 113. Substantive Conditions for Protection

113.1. Only industrial designs that are new or original shall benefit
from protection under this Act.

113.2. Industrial designs dictated essentially by technical or
functional considerations to obtain a technical result or those that are
contrary to public order, health or morals shall not be protected.

113.3. Only layout -designs of integrated circuits that are original
shall benefit from protection under this Act. A layout-design shall be
considered original if it is the result of its creator's own intellectual effort and
is not commonplace among creators of layout-designs and manufacturers
of integrated circuits at the time of its creation.
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113.4. A layout-design consisting of a combination of elements and
interconnections that are commonplace shall be protected only if the
combination, taken as a whole, is original.

SEC. 114. Contents of the Application

114.1. Every application for registration of an industrial design shall
contain:

[.]

(c) An indication of the kind of article of manufacture or handicraft
to which the industrial design or layout-design shall be applied;

(d) A representation of the article of manufacture or handicraft by
way of drawings, photographs or adequate graphic representation of the
industrial design or of the layout-design as applied to the article of
manufacture or handicraft which clearly and fully discloses those features
for which protection is claimed; and

(e) The name and address of the creator, or where the applicantis
not the creator, a statement indicating the origin of the right to the industrial
design or layout-design registration.

114.2. The application may be accompanied by a specimen of the
article embodying the industrial design or layout-design and shall be subject
to the payment of the prescribed fee."

SEC. 115. Several Industrial Designs in One Application

Two (2) or more industrial designs may be the subject of the same
application: Provided, that they relate to the same sub-class of the
International Classification or to the same set or composition of articles.

SEC. 116. Examination

116.1. The Office shall accord as the filing date the date of receipt
of the application containing indications allowing the identity of the applicant
to be established and a representation of the article embodying the
industrial design or the layout -design or a pictorial representationthereof.

116.2. If the application does not meet these requirements, the
filing date should be that date when all the elements specified in Sec. 114
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are filed or the mistakes corrected. Otherwise, if the requirements are not
complied within the prescribed period, the application shall be considered
withdrawn.

116.3. After the application has been accorded a filing date and the
required fees paid on time, the applicant shall comply with the requirements
of Sec. 114 within the prescribed period, otherwise the application shall be
considered withdrawn.

116.4. The Office shall examine whether the industrial design or
layout-design complies with requirements of Sec. 112 (Definitions) and Sec.
113 (Substantive Conditions for Protection).”

SEC. 117. Registration

117.1. Where the Office finds that the conditions referred to in Sec.
113 are fulfilled, it shall order that registration be effected in the industrial
design or layout-design register and cause the issuance of an industrial
design or layout-design certificate of registration; otherwise, it shall refuse
the application.

117.2. The form and contents of an industrial design or layout-
design certificate shall be established by the Registrations: Provided, That
the name and address of the creator shall be mentioned in every case.

117.3. Registration shall be published in the form and within the
period fixed by the Regulations.

117.4. The Office shall record in the register any change in the
identity of the proprietor of the industrial design or layout design or his
representative, if proof thereof is furnished to it. A fee shall be paid, with the
request to record the change in the identity of the proprietor, if the fee is not
paid, the request shall be deemed not to have been filed. In such case, the
former proprietor and the former representative shall remain subject to the
rights and obligations as provided in this Act.

117.5. Anyone may inspect the Register and the files of registered
industrial designs or layout-designs including files of cancellation
proceedings."
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SEC. 118. The Term of Industrial Design or Layout-Design Registration.

118.1. The registration of an industrial design shall be for a period
of five (5) years from the filing date of the application.

118.2. The registration of an industrial design may be renewed for
not more than two (2) consecutive periods of five (5) years each, by paying
the renewal fee.

118.3. The renewal fee shall be paid within twelve (12) months
preceding the expiration of the period of registration. However, a grace
period of six (6) months shall be granted for payment of the fees after such
expiration, upon payment of a surcharge.

118.4. The Regulations shall fix the amount of renewal fee, the
surcharge and other requirements regarding the recording of renewals of
registration.

118.5. Registration of a layout-design shall be valid for a period
often (10) years, without renewal, and such validity to be counted from the
date of commencement of the protection accorded to the layout-design. The
protection of a layout-design under this Act shall commence:

a) on the date of the first commercial exploitation, anywhere in the
world, of the layout-design by or with the consent of the right holder:
Provided, that an application for registration is filed with the Intellectual
Property Office within two (2) years from such date of first commercial
exploitation; or

b) on the filing date accorded to the application for the registration
of the layout-design if the layout-design has not been previously exploited
commercially anywhere in the world."

SEC. 119. Application of Other Sections and Chapters.

119.1. The following provisions relating to patents shall apply
mutatis mutandis to an industrial design registration.

Section 23 — Novelty;

An invention shall not be considered new if it forms part of a prior
art.
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Section 24 — Prior art; Provided, That the disclosure is contained in
printed documents or in any tangible form;

Prior art shall consist of:

24.1. Everything which has been made availableto
the public anywhere in the world, before the filing date
or the priority date of the application claiming the
invention; and

24.2. The whole contents of an application for a
patent, utility model, or industrial design registration,
published in accordance with this Act, filed or effective
in the Philippines, with a filing or priority date that is
earlier than the filing or priority date of the application:

Provided, That the application which has validly claimed
the filing date of an earlier application under Section 31
of this Act, shall be prior art with effect as of the filing
date of such earlier application:

Provided further, that the applicant or the inventor
identified in both applications are not one and the same.
(Sec. 9, R.A. No. 165a)

Section 25 — Non-prejudicial Disclosure;

25.1. The disclosure of information contained in the
application during the twelve (12) months preceding the
filing date or the priority date of the application shall not
prejudice the applicant on the ground of lack of novelty
if such disclosure was made by:

(a) The inventor;

(b) A patent office and the information was
contained (a) in another application filed by
the inventor and should not have been
disclosed by the office, or (b) in an
application filed without the knowledge or
consent of the inventor by a third party which
obtained the information directly or indirectly
from the inventor; or

(c) A third party which obtained the information
directly or indirectly from the inventor.
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119.2. If the essential elements of an industrial design which is the
subject of an application have been obtained from the creation of another
person without his consent, protection under this Chapter cannot be
invoked against the injured party.

119.3. The following provisions relating to patents shall apply
mutatis mutandis to a layout-design of integrated circuits registration;

Section 28 — Right to a Patent;

Section 29 — First to File Rule;

Section 30 — Inventions Created Pursuant to a Commission;
Section 33 — Appointment of Agent or Representative;
Section 56 — Surrender of Patent;

Section 57 — Correction of Mistakes of the Office;

Section 58 — Correction of Mistakes in the Application;
Section 59 — Changes in Patents;

Section 60 — Form and Publication of Amendment;
CHAPTER VIl — Remedies of a Person with a Right to Patent;

CHAPTER VIII — Rights of Patentees and Infringement of Patents:
Provided, that the layout-design rights and limitation of layout-
design rights provided hereunder shall govern:

CHAPTER X — Compulsory Licensing;
CHAPTER Xl — Assignment and Transmission of Rights

119.4. Rights Conferred to the Owner of a Layout-Design
Registration. The owner of a layout-design registration shall enjoy the
following rights:

1) to reproduce, whether by incorporation in an integrated circuit or
otherwise, the registered layout-design in its entirety or any part thereof,
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except the act of reproducing any part that does not comply with the
requirement of originality; and

2) to sell or otherwise distribute for commercial purposes the
registered layout design, an article or an integrated circuit in which the
registered layout-design is incorporated.

119.5. Limitations of Layout Rights. The owner of a layout design
has no right to prevent third parties from reproducing, selling or otherwise
distributing for commercial purposes the registered layout-design in the
following circumstances:

1) Reproduction of the registered layout-design for private
purposes or for the sole purpose of evaluation, analysis, research or
teaching;

2) Where the act is performed in respect of a layout-design created
on the basis of such analysis or evaluation and which is itself original in the
meaning as provided herein;

3) Where the act is performed in respect of a registered lay-out-
design, or in respect of an integrated circuit in which such a layout-design
is incorporated, that has been put on the market by or with the consent of
the right holder;

4) In respect of an integrated circuit where the person performing
or ordering such an act did not know and had no reasonable ground to know
when acquiring the integrated circuit or the article incorporating such an
integrated circuit, that it incorporated an unlawfully reproduced layout-
design: Provided, however, that after the time that such person has
received sufficient notice that the layout-design was unlawfully reproduced,
that person may perform any of the said acts only with respect to the stock
on hand or ordered before such time and shall be liable to pay to the right
holder a sum equivalent to at least 5% of net sales or such other reasonable
royalty as would be payable under a freely negotiated license in respect of
such layout-design; or

5) Where the act is performed in respect of an identical layout-
design which is original and has been created independently by a third

party."
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SEC. 120. Cancellation of Design Registration

120.1. At any time during the term of the industrial design registration, any
person upon payment of the required fee, may petition the Director of Legal
Affairs to cancel the industrial design on any of the following grounds:

a) If the subject matter of the industrial design is not registerable
within the terms of Sections 112 and 113;

b) If the subject matter is not new; or

c) If the subject matter of the industrial design extends beyond the
content of the application as originally filed.

120.2. Where the grounds for cancellation relate to a part of the
industrial design, cancellation may be effected to such extent only. The
restriction may be effected in the form of an alteration of the effected
features of the design.

120.3. Grounds for Cancellation of Layout-Design of Integrated
Circuits. Any interested person may petition that the registration of a layout-
design be cancelled on the ground that:

(i) the layout-design is not protectable under this Act;
(ii) the right holder is not entitled to protection under this Act; or

(iif) where the application for registration of the layout-design, was
not filed within two (2) years from its first commercial exploitation anywhere
in the world.

Where the grounds for cancellation are established with respect
only to a part of the layout-design, only the corresponding part of the
registration shall be cancelled.

Any cancelled layout-design registration or part thereof, shall be
regarded as null and void from the beginning and may be expunged from
the records of the Intellectual Property Office. Reference to all cancelled
layout-design registration shall be published in the IPO Gazette.

SEC. 171. Definitions

For the purpose of this Act, the following terms have the following meaning:

171.10. A "work of applied art" is an artistic creation with utilitarian functions
or incorporated in a useful article, whether made by hand or produced on
an industrial scale;

[.]
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SEC. 172. Literary and Artistic Works

172.1. Literary and artistic works, hereinafter referred to as "works", are
original intellectual creations in the literary and artistic domain protected
from the moment of their creation and shall include in particular:

[.]

Original ornamental designs or models for articles of manufacture, whether
or not registrable as an industrial design, and other works of applied art;

[.]

172.2. Works are protected by the sole fact of their creation, irrespective of
their mode or form of expression, as well as of their content, quality and
purpose. (Sec. 2, P.D. No. 49a)

The Revised Implementing Rules and Regulations for
Patents, Utility Models and Industrial Designs, 20 April
2011

Rule 1500. Industrial Design. An industrial design is any composition of
shape, lines, colors, or a combination thereof, or any three-dimensional
form, whether or not associated with shape, lines, or colors, which produce
an aesthetic and ornamental effect in their tout ensemble or when taken as
a whole; Provided, that such composition or form gives a special
appearance to and can serve as pattern for an industrial product or
handicraft.

Industrial products include articles of manufacture that belong to the useful

or practical art, or any part including thereof, which can be made and sold
separately.

Rule 1501. Non-registrable Industrial Design. The following industrial
designs shall not be registrable:

(a) Industrial designs that are dictated essentially by technical or functional
considerations to obtain a technical result;

(b) Industrial designs which are mere schemes of surface ornamentations
existing separately from the industrial product or handicraft; and

(c) Industrial designs which are contrary to public order, health, or morals.
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Rule 1502. Requisites for Registrability of Industrial Design. In order to be
registrable, an industrial design must be a new or original creation.

Rule 1503. Degree of Novelty Required. The standard of novelty
established by Section 23 (Novelty) and Section 25 (Non-prejudicial
Disclosure) of the IP Code applies to industrial designs; Provided, that the
period of twelve (12) months specified in Section 25 regarding non-
prejudicial disclosure shall be six (6) months in the case of designs.

An industrial design shall not be considered new if it differs from prior
designs only in minor respects that can be mistaken as such prior designs
by an ordinary observer.

Rule 1505. Registration of Industrial Design. The Office shall adopt an
expeditious registration process for industrial design. All applications for
industrial design shall be registered without substantive examination
provided all required fees, including fees for publication are paid and all
formal requirements set forth in these Regulations are complied with.
However, applicants may wish to request for a registrability report in
accordance with Rules 1901-1903 before enforcing their rights to benefit
from the determination on the novelty or originality of the design by the
Office.

Rule 1506. Formality Examination of Industrial Design Application. The
Office shall conduct a formality examination of the application and a report
thereon shall be transmitted to the applicant.

The application shall be evaluated taking into consideration the formality
requirements stated in these Regulations, such as:

(a) Itis one of those falling under the non-registrable industrial designs;

L.]

Rule 1510. The Industrial Design Application.
[...]

The application shall contain the following:

[...]
(b) A description containing the following:

(1) Title;
(2) Brief description of the different views of the drawings;
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(3) Characteristic-feature description of the design; and
(4) Claim.

(c) Drawings of the different views of the design showing the complete
appearance thereof including the signature of the applicant or
representative. The Bureau may also accept photographs or other
adequate graphic representation of the design provided the same comply
with the requirements of these Regulations regarding drawings of industrial
designs.

Rule 1513. Special Form of Description for Application for Registration of
Industrial Design. The application for registration of an industrial design
shall include a description containing the following matters, arranged in the
order hereunder shown:

[..]

(b) Detailed description of the several views or figures of the formal
drawings;

(c) Statement of the characteristic features of the design, if required; and
(d) Claim.

[...]

Rule 1513.2. Brief Description of the Several Views of the Drawings. Every
view of the drawing should be briefly described, i.e. perspective, front, side,
top, bottom, or back, and given corresponding figure numbers.

Rule 1513.3. Characteristic Feature. A characteristic feature statement
describing the particular novel and ornamental features of the claimed
design which are considered to be dominant, if required.

Rule 1513.4. Claim. The claim shall be in formal terms of the ornamental
design for the article (specifying name) substantially as shown and
described. More than one claim is neither required nor permitted.

Rule 1514. Special Requirements for the Drawing of an Industrial Design.
In addition to the drawings being made in conformity with the common rules
stipulated in these Regulations for drawings of utility models and industrial
designs, the drawings for an industrial design must comprise a sufficient
number of views to constitute a complete disclosure of the appearance of
the article. Appropriate surface shadings must be used to show character
or contour of the surfaces represented.

The applicant may submit photographs of the design in lieu of the required
format of the drawings as specified by these Regulations; Provided, that the
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photographs are printed on the paper prescribed by these Regulations, with
figure numbers shown in black ink on the paper proximate the
corresponding photograph.

Where color is a material feature of the industrial design as used or intended
to be used, the color or colors employed may be actually reproduced in the
drawings. Otherwise, a statement must be made giving the name or names
of the color or colors claimed indicating the principal part or parts of the
article which is in such color or colors.

Rule 1514.1. Requirements for Graphic Representation of Industrial
Designs. Graphic representation of industrial designs such as computer-
aided drawings (CAD) in lieu of the India ink drawings may be accepted;

[.]

Rule 1514.2. Use of Broken Lines in the Design Drawings. Unclaimed
environmental structure in the drawing disclosure may be shown only in
broken lines, where necessary, as where the nature and intended
application of the claimed design cannot be indicated adequately by a
reasonable concise title or statement in the description. Such showing by
broken lines should not be executed in a manner as to obscure or confuse
the appearance of the claimed design. In general, when such broken lines
are used, they should not intrude upon or cross the showing of the claimed
design and should not be of heavier weight than the lines used in depicting
the claimed design. Where a broken line showing the environmental
structure must necessarily cross or intrude upon the representation of the
claimed design, such an illustration should be included as a separate figure
in addition to the other figures which disclose fully the subject matter for
which the design protection is sought.

Rule 1515. Several Industrial Designs in One Application. More than one
embodiment of an industrial design in one application may be permissible
in a proper case. A number of articles presented should not be patently
distinct from each other, and they should be of substantially similar
dominant design features that are embodied in a single design concept.
They must relate to the same subclass of the International Classification or
to the same set or composition of articles. A “set of articles” which is
customarily sold or used together as a set may be made a proper subject
matter in one application for design registration, provided that each article
is of, or has, the same design or a substantially similar design.

Where two or more articles are used together as a set of articles, the design
of the set of articles may acquire design registration, provided that the set
of articles constitutes a coordinated whole.
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Rule 1516. Restriction; Division. A restriction or division of multiple design
embodiments may be deemed proper if two or more independent or distinct
designs are presented in one design application for registration.

[.]

Rule 1600. Novelty; Prior Art. The provisions on “Novelty” and “Prior Art”
as provided for in Part 2, Rules 203, 204 and 204.1 of the Regulations for
Patents shall apply, mutatis mutandis, to utility models or industrial designs.

Rule 203. Novelty. An invention shall not be considered new if it
forms part of a prior art (Sec. 23, IP Code).

Rule 204. Prior Art. Prior art shall consist of:

(a) Everything made available to the public anywhere in the world
by means of a written or oral disclosure, by use, or in any other way,
before the filing date or the priority date of the application claiming
the invention. Information is deemed available to the public when it
is not confidential or restricted to the use by a selective group. Prior
use and oral disclosure, whether within or outside the Philippines,
must be proven with substantial evidence.

(b) The whole contents of an earlier application for a patent, utility
model, or industrial design registration, published by the Intellectual
Property Office of the Philippines, filed or effective in the
Philippines, with a filing or priority date that is earlier than the filing
or priority date of the application; Provided, that the application
which has validly claimed the filing date of an earlier application
under Section 31 of the IP Code, shall be prior art with effect as of
the filing date of such earlier application; Provided further, that the
applicant or the inventor of the invention identified in both
applications are not one and the same (Sec. 24, IP Code).

(c) The whole contents of corresponding foreign applications
disclosing substantially the same invention, or a description thereof,
published before the filing date of the application. Inventions are
considered substantially the same if the composition of all important
particulars, excluding mere formal, unimportant or obvious
variations, define the invention.

(d) Where two or more applications are independently filed with
respect to the same invention, and the later applications are filed
before the first application or earlier application is published, the
whole contents of the first or earliest filed application published in
accordance with Section 44 of the IP Code on or after the filing date
or priority date of the later filed application shall be novelty
destroying with respect to the later application filed.
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Rule 1601. Non-prejudicial Disclosure. The disclosure of information
contained in the industrial design application during the six (6) months
preceding the filing date or the priority date of the application or during the
twelve (12) months preceding the filing date or priority date in the case of
utility model applications shall not prejudice the applicant on the ground of
lack of novelty if such disclosure was made by:

(a) The maker, designer or any person who, at the time of the date of filing,
has the right to the registration;

(b) A foreign patent office, the Bureau, or the Office, and such information
was contained in:

(i) another application filed by the maker or designer and should have
not been disclosed by the Office; or

(ii) an application filed without the knowledge or consent of the maker or
the designer by a third party which obtained the information directly or
indirectly from the maker or designer; or

(c) A third party which obtained the information directly or indirectly from the
maker or designer, provided further that all foreign patent offices that
publish pending patent applications, as well as the WIPO which publishes
patent applications filed through the PCT are excluded therefrom.

Rule 1700. Community Review of the Utility Model and Industrial Design
Applications. In the interest of transparency in registering utility models or
industrial designs and quality of utility models or industrial designs
registered, the concerned community shall be notified by the Office upon
publication of the utility model or industrial design applications.

Rule 1701. Adverse Information. Within thirty (30) days from the date of
publication of the utility model or industrial design application, any person
may present written adverse information concerning the registrability of the
utility model or industrial design including matters pertaining to novelty and
industrial applicability while citing relevant prior art.

Rule 1702. Decision of the Director. The Director shall decide whether or
not to register the utility model or industrial design. The Director may also
direct the applicant to amend the application to conform with the
requirements of registrability. For this purpose, the Director may issue a
registrability report motu proprio. Amended applications shall be re-
published prior to registration in accordance with these Regulations.

150 ANNEX I. EXCERPTS OF LEGAL PROVISIONS OF THE ASEAN COUNTRIES RELEVANT TO THE EXAMINATION
AND REGISTRATION OF INDUSTRIAL DESIGNS



COMMON GUIDELINES FOR THE EXAMINATION OF INDUSTRIAL DESIGNS

In case the Director refuses or denies the registration of the utility model or
industrial design, the applicant may appeal such decision to the Director
General pursuant to Section 7.1 (b) of the IP Code, and in accordance with
Part 13 of these Regulations. No motion for reconsideration of the decision
or order of the Director shall be allowed.

In case the Director allows the registration of the utility model or industrial
design, any interested party may file a petition for cancellation with the
Bureau of Legal Affairs in accordance with [...] Section 120 for industrial
design of the IP Code [...]

Memorandum Circular No. 14-004 issued by the Director
of Patents regarding "Deferred Publication of Industrial
Design Application”, 20 May 2014.

To enable designers and companies applying for the registration of
industrial designs to keep them secret from competitors until such time that
these are placed in the market, applicants may opt to file a request for the
deferred publication of their industrial design application. The request may
be filed simultaneous with the filing of the application, or at any time prior to
its publication in accordance with Part 17 of the Revised Implementing
Rules and Regulations (IRR).

The maximum period allowed for the deferred publication of an industrial
design application shall be thirty (30) months from the filing date or priority
date of the application. In case the request for the deferred publication is
made after the filing of the application, the allowable period for the deferred
publication shall be the remaining time from the allowed thirty (30) months
deferred publication period. The applicant/s may request for a specific time
for this Office to publish the application, provided it does not go beyond the
allowed deferment period of thirty (30) months.

Furthermore, as industrial design applications which satisfy the formal
requirements provided under Rule 1517 of the revised IRR are immediately
published by the Office within five (5) days from the date of filing thereof,
applicants are encouraged and strongly advised to file their request for
deferred publication upon the filing of their applications. This is to prevent
the inadvertent publication of the design applications with subsequent
requests for deferred publications.
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SINGAPORE

Registered Designs Act (Chapter 266) (Original
Enactment: Act 25 of 2000, 13th November 2000, Revised
Edition 31st July 2005)

2. (1) In this Act, unless the context otherwise requires —
[...]

“article” means any thing that is manufactured (whether by an industrial
process, by hand or otherwise), and includes —

(a) any part of an article, if that part is made and sold separately; and
(b) any set of articles;

“artistic work” has the meaning assigned to it in section 7(1) of the Copyright
Act (Cap. 63);
[...]

“corresponding design”, in relation to an artistic work, means a design
which, when applied to an article or a non-physical product, results in a
reproduction of that work;

[.]

“design” means features of shape, configuration, colours, pattern or
ornament applied to any article or non-physical product that give that article
or non-physical product its appearance, but does not include —

(a) a method or principle of construction;

(b) features of shape, configuration or colours of an article of a non-
physical product that —

(i) are dictated solely by the function that the article or non-physical
product has to perform;

(i) are dependent upon the appearance of another article or non-
physical product of which the article or non-physical product is
intended by the designer to form an integral part; or

(iii) enable the article or non-physical product to be connected to, or
placed in, around or against, another article or non-physical product,
so that either article or non-physical product may perform its function;
or
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(c) features consisting only of one or more colours that —
(i) are not used with any feature of shape or configuration; and
(ii) do not give rise to any feature of pattern orornament;
“formal requirements” means —
(a) the requirements of section 11(2)(c) and (4)(a); and
(b) any other requirements of section 11, or of the rules made for the
purposes of that section, that are prescribed as formal
requirements;
“non-physical product” —
(a) means any thing that —

(i) does not have a physical form;

(ii) is produced by the projection of a design on a surface or into a
medium (including air); and

(i) has an intrinsic utilitarian function that is not merely to portray
the appearance of the thing or to convey information; and

(b) includes any set of non-physical products

“set of articles” means 2 or more articles of the same general character that
are ordinarily on sale together or intended to be used together, and to each
of which the same design, or the same design with modifications or
variations not sufficient to alter the character or substantially to affect the
identity of the design, is applied.

“set of articles and non-physical products” means one or more articles and
one or more non-physical products —

(a) all of which are of the same general character and are ordinarily on
sale together or intended to be used together; and

(b) to each of which the same design, or the same design with
modifications or variations not sufficient to alter the character or
substantially to affect the identity of the design, is applied;

“set of non-physical products” means 2 or more non-physical products of
the same general character that are ordinarily on sale together orintended
to be used together, and to each of which the same design, or the same
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design with modifications or variations not sufficient to alter the character
or substantially to affect the identity of the design, is applied.

5. (1) Subject to the provisions of this Part, a design which is new may,
upon application by the person claiming to be the owner, be registered in
respect of an article, a non-physical product, or a set of articles and non-
physical products, specified in the application.

(2) A design for which an application for registration is made shall not be
regarded as new if it is the same as a design —

(a) registered in respect of the same or any other article, non-physical
product or set of articles and non-physical products in pursuance of a
prior application; or

(b) published in Singapore or elsewhere in respect of the same or any
other article, non-physical product or set of articles and non-physical
products before the date of the first-mentioned application,

or if it differs from such a design only in immaterial details or in features
which are variants commonly used in the trade.

(3) The Registrar may, in such cases as may be prescribed, direct that, for
the purpose of deciding whether a design is new, an application for
registration of the design shall be treated as filed on a date earlier or later
than that on which it was in fact filed.

6. A design is not registrable if the publication or use of it would be contrary
to public order or morality.

7. (1) No computer program or layout-design may be registered under this
Act.

[.]

8. (1) Subject to subsection (2A), an application for registration of a design
shall not be refused, and the registration of a design shall not be revoked,
by reason only of —

(@) the disclosure of the design by the owner to any other person in
such circumstances as would make it contrary to good faith for that other
person to use or publish the design;

(b) the disclosure of the design in breach of good faith by any person
other than the owner of the design;
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(c) in the case of a new or original textile design intended for
registration, the acceptance of a first and confidential order for goods
bearing the design; or

(d) the communication of the design by the owner to a Government
department or the Office or to any person authorised by a Government
department or the Office to consider the merits of the design, or of
anything done in consequence of such a communication.

(2) Subject to subsection (2A), an application for registration of a design
shall not be refused, and the registration of a design shall not be revoked,
by reason only —
(a) that a representation of the design, or any article to which the design
has been applied, has been displayed, with the consent of the owner of
the design, at an official international exhibition;
(b) that after any such display as is mentioned in paragraph (a), and
during the period of the exhibition, a representation of the design, or any
article to which the design has been applied, has been displayed by any
person without the consent of the owner; or

(c) that a representation of the design has been published in
consequence of any such display as is mentioned in paragraph (a),

if the application for registration of the design is made no later than 6
months after the opening of the exhibition.

(2A) This section only applies to —
(a) a disclosure mentioned in subsection (1)(a) or (b);
(b) an acceptance mentioned in subsection (1)(c);

(d) a communication mentioned in subsection (1)(d), or anything done
in consequence of such a communication;

(d) a display mentioned in subsection (2)(a) or (b); or
(e) a publication mentioned in subsection (2)(c),

that occurs before the date of commencement of section 6 of the Registered
Designs (Amendment) Act 2017.

[.]
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8A. (1) An application for registration of a design must not be refused, and
the registration of a design must not be revoked, by reason only of any of
the following:

(a) a disclosure of the design made to a person other than the designer,
or any successor in title of the designer, under conditions of
confidentiality (whether express or implied);

(b) a disclosure of the design made by the designer, or any successor
in title of the designer, during the period of 12 months immediately
before the date of filing of the application for registration of the design;

(c) adisclosure of the design made by a person other than the designer,
or any successor in title of the designer, during the period of 12 months
immediately before the date of filing of the application for registration of
the design, in consequence of information provided, or any other action
taken, by the designer or any successor in title of the designer;

(d) a disclosure of the design made during the period of 12 months
immediately before the date of filing of the application for registration of
the design, as a consequence of an abuse in relation to the designer or
any successor in title of the designer.

(2) This section only applies to a disclosure mentioned in subsection (1)(a),
(b), (c) or (d) that is made on or after the date of commencement of section
7 of the Registered Designs (Amendment) Act 2017.

8B. An application for registration of a design in respect of a non-physical
product must not be refused, and the registration pursuant to that
application of the design in respect of the non-physical product must not be
revoked, by reason only of a disclosure of the design made before the date
of filing of that application, if that application is filed during the period of 12
months immediately after the date of commencement of section 7 of the
Registered Designs (Amendment) Act 2017.

9. (1) Subject to subsection (2), where an application is filed by or with the
consent of the owner of copyright in an artistic work for the registration of a
corresponding design, the design shall not be treated for the purposes of
this Act as being other than new by reason only of any use previously made
of the artistic work.

(2) Subsection (1) shall not apply if —

(@) the previous use consisted of or included the sale, letting for hire,
or offer or exposure for sale or hire of —

(i) articles or non-physical products to which had been applied —
(A) the design in question; or
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(B) a design differing from the design in question only in
immaterial details or in features which are variants commonly
used in the trade (called in this subsection an immaterial
variant); or

(i) devices for projecting any non-physical products mentioned in
sub-paragraph (i);

(b) the design in question or an immaterial variant had been applied
industrially in relation to those articles, non-physical products or devices;
and

(c) the previous use was made by or with the consent of the copyright
owner.

(3) The Minister may make rules to provide for the circumstances in which
a design is to be regarded as having been applied industrially, in relation to
articles, non-physical products or devices for projecting non-physical
products, for the purposes of this section.

10. (1) Where the registered owner of a design registered in respect of an
article or a non-physical product files —

(a) an application for registration of the registered design in respect of
one or more other articles or non-physical products; or

(b) an application for registration of a design consisting of the registered
design with modifications or variations not sufficient to alter the character
or substantially to affect the identity of the registered design, in respect
of the same or one or more other articles or non-physical products,

the application shall not be refused, and the registration made on the
application shall not be revoked, by reason only of the previous registration
or publication of the registered design.

[.]
1.[..]

(2) The application shall —
[...]

(c) contain a clear representation of the design.

L.]
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(4) An application may be filed under subsection (1) for the registration of 2
or more designs, if —

(@) the articles, non-physical products, or sets of articles and
non-physical products, to which any of those designs is intended to be
applied, as specified in the application, fall within the same class, or (if
they fall within more than one class) all of the same classes, under the
classification mentioned in section 75(1)(c), as the articles, non-physical
products, or sets of articles and non-physical products, to which each of
the other designs is intended to be applied, as specified in the
application; and

(b) the application complies with such other requirements as may be
prescribed.

(5) Every application filed under subsection (1) for the registration of 2 or
more designs is to be treated as if a separate application had been filed
under that subsection for the registration of each of those designs.

16. (1) The Registrar shall examine an application for registration of a
design, being an application which has not been withdrawn, to determine
whether it satisfies the formal requirements.

[.]

17. (1) The Registrar may refuse an application for registration of a design
if —

(a) after an examination by him under section 16; and

(b) after giving the applicant the opportunity to correct any non-
compliance with the formal requirements,

the Registrar determines that the application does not satisfy the formal
requirements.

(2) The Registrar may refuse an application for registration of a design if,
on the face ofthe application, the design is not new or is not registrable for
any other reason.

[.]

19. The Registrar, in determining whether to accept an application for
registration of a design, shall not be required to consider or have regard to
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(a) the registrability of the design;
[...]

(c) whether the design is properly represented in the application.

27. (1) Atany time after a design has been registered, any interested person
may apply to the Registrar or the Court for the revocation of the registration
of the design on the ground that the design was not, at the date of its
registration, new, or on any other ground on which the Registrar could have
refused to register the design; and the Registrar may make such order on the
application as he thinks fit.

(2) At any time after a design has been registered, any interested person
may apply to the Registrar or the Court for the revocation of the registration
on the ground that —

(a) the design was at the time it was registered a corresponding design
in relation to an artistic work in which copyright subsisted; and

(b) the right in the registered design has expired in accordance with
section 22(1),

and the Registrar may make such order on the application as he thinks fit.

[.]

Registered Designs Rules, R1 G.N. No. S 504/2000, 13th
November 2000, Revised Edition 2002, 31st January 2002

2. (1) In these Rules, unless the context otherwise requires —

[...]

“textile article” means textile or plastics piece goods, handkerchiefs, shawls
or such other class of articles of a similar character as the Registrar may,
from time to time, decide, for which the protection required is limited to

features of pattern and ornament only.

9. The Registrar shall refuse to register a design intended to be applied to
any of the following articles:

(&) works of sculpture (other than casts or models used or intended to
be used as models or patterns to be multiplied by any industrial process);

(b) wall plaques, medals and medallions;
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(c) printed matter primarily of a literary or artistic character, including
book jackets, calendars, certificates, coupons, dress-making patterns,
greeting cards, labels, leaflets, maps, plans, playing cards, postcards,
stamps, trade advertisements, trade forms and cards, transfers and
similar articles.

10. (1) Where a representation of the name, initials, armorial bearings,
insignia, orders of chivalry, decorations, flags or devices of any state,
settlement, city, borough, town, place, society, body corporate, government
body, statutory board, institution or person appears on a design which is
the subject of an application for registration, the Registrar may, before
proceeding to register the design, require the applicant to furnish the
Registrar with the consent to the registration and use of the matter in
question of such official or other person as appears to the Registrar to be
entitled to give consent.

(2) The Registrar shall refuse to register the design if no such consent is
furnished within the time specified by the Registrar.

11. (1) Where the name or representation of any person appears on a
design which is the subject of an application for registration, the Registrar
may, before proceeding to register the design, require the applicant to
furnish the Registrar with the consent of the person or, in the case of a
person recently dead, of his legal representatives.

(2) Where such consent is not furnished within the time specified by the
Registrar and the applicant fails to satisfy the Registrar that it is impossible
or impracticable in the circumstances of the case to obtain the consent, the
Registrar shall refuse to register the design.

12. (1) For the purposes of section 9 of the Act, on or after 30 October 2017
but before 30 October 2018, a design is to be regarded as having been
applied industrially in relation to articles, if —

(@) the design is applied to one or more articles (not being hand-made
articles) that are manufactured in lengths; or

(b) the design is applied to more than 50 articles, no 2 or more of which
are part of the same set of articles.

(2) For the purposes of section 9 of the Act, on or after 30 October 2018, a
design is to be regarded as having been applied industrially in relation to
articles, if —
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(a) the design is applied to one or more articles (not being hand-made
articles) that are manufactured in lengths or in pieces;

(b) the design is applied to more than 50 articles, no 2 or more of which
are part of the same set of articles; or

(c) all of the following apply:

(i)
(ii)

(iii)

the design is applied to articles and non-physical products;
the total of the number of those articles, and the number of
those non-physical products that can be projected
simultaneously by one or more activated devices for
projecting non-physical products, is more than 50;

no 2 or more of those articles and non-physical products are
part of any of the following:

(A) the same set of articles;
(B) the same set of non-physical products;

(C) the same set of articles and non-physical products.

(3) For the purposes of section 9 of the Act, on or after 30 October 2018, a
design is to be regarded as having been applied industrially in relation to
non-physical products or devices for projecting non-physical products, if —

(a) all of the following apply:

(i)
(ii)

(iii)

the design is applied to non-physical products;

more than 50 of those non-physical products can be projected
simultaneously by one or more activated devices for
projecting non-physical products;

no 2 or more of those non-physical products are part of the
same set of non-physical products; or

(b) all of the following apply:

(i)
(ii)

the design is applied to articles and non-physical products;

the total of the number of those articles, and the number of
those non-physical products that can be projected
simultaneously by one or more activated devices for
projecting non-physical products, is more than 50;
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(i) no 2 or more of those articles and non-physical products are

part of any of the following:

(A) the same set of articles;

(B) the same set of non-physical products;

(C) the same set of articles and non-physical products.

(4) For the purposes of paragraphs (1), (2) and (3), the date on which the
design is applied to an article or a non-physical product is irrelevant.

14.1...]

(2) The representation of a design or, where there is more than one view
filed as representation of a design, the representation of each view of the
design shall be in the form of a drawing or photograph that is suitable for
reproduction.

(3) Where the application is made for the registration of a design intended
to be applied to a set of articles, the representation shall show the design
as applied to each different article in the set.

(4) Where the application is made for the registration of a design intended
to be applied to a set of non-physical products, the representation must
show the design as applied to each different non-physical product in the
set.

(5) Where the application is made for the registration of a design intended
to be applied to a set of articles and non-physical products, the
representation must show the design as applied to each different article and
each different non-physical product in the set.

20. (1) An application for registration of a 2-dimensional design intended to
be applied to a textile article may be accompanied by a sample of the article.

(2) The sample of the article shall not exceed such size or weight as the
Registrar may specify.

(3) The Registrar may, in his discretion, refuse the acceptance of any
sample of article.
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21. Unless the Registrar otherwise requires, no specimen shall be filed.

22. For the purposes of section 11(4)(b) of the Act, the other requirements
that an application for the registration of 2 or more designs must comply
with are as follows:

(a) the registration of all of those designs must be applied for at the time
of filing the application form;

(b) the application is for the registration of not more than 50 designs.

27. (1) For the purposes of paragraph (b) of the definition of “formal
requirements” in section 2(1) of the Act, the requirements of rules 10, 11,
13, 14, 15, 17, 18 and 19 (being rules made for the purposes of section 11
of the Act) are formal requirements.

(1A) For the purposes of section 16 of the Act and this rule, the Registrar
need not take into account any document filed by an applicant after the
Registrar has started examining the applicant’s application for registration
of a design.

(2) I, in the course of an examination of an application for registration, it
appears to the Registrar that the formal requirements for registration are
not met, the Registrar shall give a written notice of this to the applicant.

[.]

40. (1) An application under section 27 of the Act to the Registrar for
revocation of the registration of a design shall be made in Form D13.

(2) The application shall be accompanied by a statement of the grounds on
which the application is made.

[...]
Practice Direction No. 1 of 2017 — Classification of Articles, Non-Physical

Products or Sets of Articles and Non-Physical Products for the Purposes of
the Registration of a Design

Copyright Act (Chapter 63), Act 2 Of 1987, Revised Edition
2006, 31st January 2006

7. (1) In this Act, unless the context otherwise requires —
[...]
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“artistic work” means —

(a) apainting, sculpture, drawing, engraving or photograph, whether the
work is of artistic quality or not;

(b) a building or model of a building, whether the building or model is of
artistic quality or not; or

(c) a work of artistic craftsmanship to which neither paragraph (a) nor
(b) applies,

but does not include a layout-design or an integrated circuit within the

meaning of section 2(1) of the Layout-Designs of Integrated Circuits Act
(Cap. 159A);

Practice Direction No. 4 of 2018 — Registration of Graphical
User Interfaces (GUIs) — 20 June 2018

Registration of Graphical User Interfaces (GUIs) as designs

D Applicants can file with the Registry of Designs at the Intellectual
Property Office of Singapore to seek the registration of Graphical User
Interfaces (GUIs) as designs under the Registered Designs Act (RDA).

(2) This practice direction supplements and is to be read in accordance
with the Registered Designs Act and Rules, other relevant provisions in
other Acts and Rules, as well as other practice directions and circulars
issued by the Registry.

Applicant must indicate, in Form D3, the article or non-physical product that the

GUI is applied to

1) Where a GUI contains features of shape, configuration, colours,
pattern or ornament and such GUI is applied to an article or non-physical
product so as to give that article or non-physical product its appearance, an
applicant may seek registration of the GUI as a design under the RDA. All
GUIs sought to be registered as designs under the RDA must meet the
definition of “design” in Section 2(1) of the RDA.

(2) If the applicant is seeking to register the GUI as a design in relation
to an article, the applicant must indicate, in the field provided for the “Article
Name”, the name of the article that the GUI is applied to. An article is any
thing that is manufactured (whether by an industrial process, by hand or
otherwise), and it includes any part of an article, if that part is made and
sold separately. An article has a physical form (in contrast to non-physical
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products). The name of the article indicated by the applicant must meet the
definition of “article” in Section 2(1) of the RDA.

3) If the applicant is seeking to register the GUI as a design in relation
to a non-physical product, the applicant must indicate, in the field provided
for the “Non-physical Product Name”, the name of the non-physical product
that the GUI is applied to. A non-physical product is anything that (a) does
not have a physical form; (b) is produced by the projection of a design on a
surface or into a medium (including air); and (c) has an intrinsic utilitarian
function that is not merely to portray the appearance of the thing or to
convey information. The name of the non-physical product indicated by the
applicant must meet the definition of non-physical product in Section 2(1)
RDA.

4) If the applicant is seeking to register the GUI as a design in relation
to both articles and non-physical products, the applicant must comply with
both paragraph (2) and paragraph (3) above.

(5) In Form D3, under the part on “Statement of Novelty”, the applicant
must provide a statement describing the features of the design that the
applicant considers to be new. This statement of novelty may be in the

following form “Novelty resides in the as shown in the
representation(s)”.
(6) For further details on filing Form D3 via the electronic online system

(EOS), please refer to the special IP2SG Practice Direction No. 1 of 2017
which specifies the practice to be adopted when using the EOS provided
by the Registry of Designs.

Applicants must file a dynamic GUI as a series of static representations of the

design

D GUIs may be either static (e.g. non-animated) or dynamic (e.qg.
animated).
(2) A dynamic GUI is to be filed in an application as a series of static

representations, where each representation (in the form of a drawing or
photograph) shows a freeze-frame of the GUI in action.

3) The parts for which protection is sought are to be identified in solid
lines. The parts for which protection is not claimed are to be indicated by
means of broken or stippled lines, or shaded portions, and these disclaimed
portions are to be indicated in Form D3 accordingly.

(4) The applicant may provide, in a cover letter or separate document
accompanying Form D3, an explanatory statement for each representation
to clearly describe the elements in the GUI (e.g. how they are activated,
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how they interact, whether the GUI only appears in an “on” state, whether
certain GUI elements subsequently arise from user interaction, etc.). As far
as possible, the representations must be filed in consecutive order.

Number of views allowed for GUIs

(1) Each application should contain a sufficient number of different
views to completely disclose the appearance of the claimed design.

(2) A total of up to 40 different views of the same GUI may be filed as
representations of the design which protection is being sought for.

3) At least 2 views should be filed for a single dynamic GUI.
4) The Registry may, on written request, allow for more than 40 views
to be filed.

IP2SG Practice Direction No. 1 of 2021 - Electronic Online
System (EOS), 10 September 2021

1. The Electronic Online System

The Registries of Patents, Trade Marks and Designs established an
electronic online system (“EOS”) for conducting Intellectual Property
(IP) transactions as specified in the respective IP Rules.

[.]

6A. [Specific to the Registry of Designs] Size and
Mode of Representations in Electronic Form

Mode of Representations

(1) The representations of the submitted design (or, where there is more
than one view filed as the representation of the submitted design, the
representation of each view of the design) shall be either in the form
of photographs or drawings which should be visually clear, of good
quality and be suitable for reproduction. As the application shall
contain a clear representation of the design, the submitted views of
the design shall be either in the form of photographs, or in the form
of drawings, and shall not be in the form of both photographs and
drawings.

(2) Al photographs shall show the article against a plain contrasting
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background. Any extraneous articles that are not intended to form
part of the design shall be excluded.

If the representations submitted consist of drawings, the drawings
must be accurately drawn and be of well-defined, even, black lines.
Rough-hand sketches are not acceptable.

Image files must be in jpg or jpeg format only. The image file name
should not contain any spaces or special characters.

IJFmEa;ppﬁ cations I|Ie.d£|a tl.ne Eesﬂtlne H agellllesl II ustbe-in JPGo
spaces-or-special-characters:

Views of Representations

()

(6)

The drawings or photographs should contain a sufficient number of
views to completely disclose the appearance of the claimed design,
for example, front, rear, right and left sides, top and bottom views.

Cross section views of the design should not be submitted unless it
is to clearly show the appearance and shape of three-dimensional
designs.

Number of Views

()

(8)

9)

Each application shall, as far as possible, contain up to 10 different
views of the design. Where more than 10 views are provided, the
Registry may disregard the additional views lodged.

Each view is to be submitted as one image file. The Registry will
accept the views in the consecutive order that they are provided by
the applicant.

If the application is for a design which is to be applied to a set of
articles, a set of non-physical products or a set of articles and non-
physical products, the view selected for publication shall show the
design as applied to all the items (articles and/or non-physical
products) that are in the set. For example, if the application is for a
set of jewellery consisting of a pendant, a ring and a bangle, these
three items must be shown within the view selected for publication.

Dimensions of Views

(10) The dimensions for each of the views of the design should not exceed

13 cm x 15 cm, and should not be smaller than 3 cm x 3cm.

(11) Inthe case of a set of articles, a set of non-physical products, or a set

of articles and non-physical products, where the view selected for
publication shows all the items that are in the set (articles and/or non-
physical products), the dimension of this view selected for publication
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should also not exceed 13 cm x 15 cm.

(12) The total file size of all the images and the attachments submitted
should not exceed 100 megabytes.

Labelling the Views
(13) The views may be labelled numerically such as “Fig. 1”7, “Fig. 2” or
include terms such as “Perspective view” or “View of one side”.

(14) The labels should not include dimensions, wordings that describe all
or parts of the design, or elements of any trade mark.

(15) To protect a design which only applies to a part or parts of an article,
clearly identify the part or parts of the article in solid lines. The parts
for which protection is not claimed may be indicated by means of
broken or stippled lines, or shaded portions. Broken or stippled lines
and/or shaded portions are for illustrative purposes only.

(16) Images labelled as “Reference View” are also for illustrative purposes
only. Reference views may, for example, show the design in use.
Where an applicant indicates that a view is a “Reference View”, the
applicant is indicating that that view is not to be taken into
consideration in determining the design for which protection is
claimed.

[L..]
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THAILAND

Patent Act B.E. 2522 (1979), as amended by the Patent Act
(No. 2) B.E 2535 (1992) and the Patent Act (No. 3) B.E. 2542
(1999)

3. In this Act:
[...]

“design” means any form or composition of lines or colors which gives a

special appearance to a product and can serve as a pattern for a product
of industry or handicraft;

[..]

56. A patent may be granted under this Act for a new design for industry,
including handicrafts.
57. The following designs are not new: —

(1) a design which was widely known or used by others in this country
before the filing of the application for a patent;

(2) a design which was disclosed or described in a document or a printed
publication in this or a foreign country before the filing of the application for
a patent;

(3) a design which was published under Section 65 and Section 28 before
the filing of the application for a patent;

(4) any design so nearly resembling any of the designs prescribed in (1),
(2) or (3) as to be an imitation.

58. The following are unpatentable: —

(1) designs that are contrary to public order or morality;

(2) designs prescribed by a Royal Decree.

59. The application for a patent shall comply with the requirements and

procedures as prescribed by the Ministerial Regulations. Every application
for a patent shall contain: —
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(1) a representation of the design;
(2) an indication of the product for which the design is to be used;

(3) a clear and concise claim;

L.]

60. An application for a patent shall relate to a design to be used with only
one product.

[.]

61. When an application is published under Sections 65 and 28, but before
the registration of and grant of a patent for the design, if it appears that the
application does not comply with the provisions of Section 56, 57 or
Sections 65 and 10, 11 and 14, the Director-General shall reject the
application. The competent officer shall notify the applicant and the
opposing party under Sections 65 and 31 of that decision, and a copy of
the decision shall be displayed at the place where the application is filed.

[..]

64. Any patent granted which is not in compliance with the provisions of
Section 56, 58 or 65 and Sections 10, 11 and 14 shall be invalid.

The validity of a patent may be challenged by any person. A petition to
cancel an invalid patent may be submitted to the Court by any person who
has an interest in the patent or by the public prosecutor.

Patent Regulations — Ministerial Regulations No. 19, No.
21, No. 22, No. 23, No. 24, No. 25, No. 26, No. 27, of
September 24, 1999

Clause 7

The drawings shall be clear, consistent with the description and in
compliance with the principles on drawings. For the purpose of this Clause,
drawings shall also mean plans and charts.
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Clause 17

An application for a design patent shall be filed together with a
representation of the design and a claim.

Clause 18

Applications shall be on the forms prescribed by the Director-General and
shall:

(1) state the number of design representations, and
(2) designate the product for which the industrial design is to be used
and its class under the classification published by the Minister.
Clause 19
The representation may consist of photographs or drawings which shall
show all the features of the product for which protection is sought. The
representation shall be in black and white or if the design is in color, the
representation shall also be in color.
Clause 20
A description of the design, not exceeding one hundred words, may be
included with the application.

Clause 21

Only one claim shall be made in each application.

Copyright Act B.E. 2537 (1994), 9th December B.E. 2537
(1994)

Section 4 In this Act:
[...]

"artistic work" means a work of any one or more of the following characters:

[.]
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(7) work of applied art which means a work which takes each or a
composition of the works mentioned in (1) to (6) for utility apart from
the appreciation in the merit of the work such as for practical use of
such work, decorating materials or appliances or using for
commercial benefit. Provided that, whether or not the work in (1) to
(7) has an artistic merit and it shall include photographs and plans of
such work.

Manual for the Application for Design Patent - 2011

Available from the IP authorities of Thailand.
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VIET NAM

Law on Intellectual Property, No. 50/2005/Qhl1l, 29
November 2005

Article 4. Interpretation of terms in this Law, the following terms shall be
construed as follows:

[.]

13. An industrial design means a specific appearance of a product
embodied by three-dimensional configurations, lines, colors, or a
combination of these elements.

[..]

Article 6. Bases for the emergence and establishment of intellectual
property rights
[...]

3. Industrial property rights are established as follows:

a/ Industrial property rights to an invention, industrial design, layout-design,
mark or geographical indication shall be established on the basis of a
decision of the competent state agency on the grant of a protection title
according to the registration procedures stipulated in this Law or the
recognition of international registration under treaties to which the Socialist
Republic of Viet Nam is a contracting party;

[...]
Article 14. Types of works covered by copyright
1. Literary, artistic and scientific works covered by copyright include:
[...]
g/ Plastic-art works and works of applied art;
[...]
Article 63. General conditions for industrial designs eligible for protection

An industrial design shall be protected when it satisfies the following
conditions:
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1. Being new;
2. Being creative;

3. Being susceptible of industrial application.

Article 64. Subject matters not protected as industrial designs
The following subject matters shall not be protected as industrial designs:

1. Appearance of a product, which is dictated by the technical features of
the product;

2. Appearance of a civil or an industrial construction work;

3. Shape of a product, which is invisible during the use of the product.

Article 65. Novelty of industrial designs

1. An industrial design shall be considered new if it significantly differs from
other industrial designs that are already publicly disclosed through use or
by means of written descriptions or in any other form, inside or outside the
country, prior to the filing date or the priority date, as applicable, of the
industrial design registration application.

2. Two industrial designs shall not be considered significantly different from
each other if they are only different in appearance features which are not
easily noticeable and memorable and which cannot be used to distinguish
these industrial designs as whole.

3. An industrial design shall be considered having not yet been publicly
disclosed if it is known to only a limited number of persons who are obliged
to keep it secret.

4. An industrial design shall not be considered having lost its novelty if it is
published in the following cases, provided that the industrial design
registration application is filed within 6 months from the date of publication:

a/ It is published by another person without permission of the person
having the right to register it defined in Article 86 of this Law;

b/ It is published in the form of a scientific presentation by the person
having the right to register it defined in Article 86 of this Law;
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¢/ It is displayed at a national exhibition of Viet Nam or at an official or
officially recognized international exhibition by the person having the
right to register it defined in Article 86 of this Law.

Article 66. Creativity of industrial designs

An industrial design shall be considered creative if, based on industrial
designs already publicly disclosed through use or by means of written
descriptions or in any other form, inside or outside the country, before the
fiing date or the priority date, as applicable, of the industrial design
registration application, it cannot be easily created by a person with average
knowledge in the art.

Article 67. Susceptibility of industrial application of industrial designs

An industrial design shall be considered susceptible of industrial application
if it can be used as a model for mass manufacture of products with
appearance embodying such industrial design by industrial or handicraft
methods.

Article 96. Invalidation of protection titles

1. A protection title shall be entirely invalidated in the following cases:

[.]

b/ The subject matter of industrial property fails to satisfy the protection
conditions at the time the protection title is granted.

2. A protection title shall be partly invalidated when that part fails to satisfy
the protection conditions.

3. Organizations and individuals may request the state management
agency in charge of industrial property rights to invalidate protection titles
in the cases specified in Clauses 1 and 2 of this Article, provided that they
pay fees and charges.

Article 101. The requirement on the uniformity of industrial property
registration applications

1. Each industrial property registration application shall request the grant of
only one protection title for a single industrial property subject matter,
except for the cases specified in Clauses 2, 3 and 4 of this Article.

[.]
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3. Each registration application may request the grant of one industrial
design patent for several industrial designs in the following cases:

a/ Industrial designs of a set of products consist of numerous items
expressing a single common inventive idea and used together or for a
common purpose;

b/ An industrial design is accompanied by one or more variants, i.e.,
variations of such industrial design that express a single common
inventive idea and that are not significantly different from such industrial
design.

Article 103. Requirements on industrial design registration applications

1. Documents identifying an industrial design registered for protection in an
industrial design registration application include a description and a set of
photos or drawings of such industrial design. The industrial design
description consists of a section of description and a scope of protection of
such industrial design.

2. The section of description of an industrial design must satisfy the
following conditions:

a/ Fully disclosing all features expressing the nature of the industrial
design and clearly identifying features which are new, different from the
least different known industrial design, and consistent with the set of
photos or drawings;

b/ Where the industrial design registration application consists of
variants, the section of description must fully show these variants and
clearly identify distinctions between the principal variant and other
variants;

¢/ Where the industrial design stated in the registration application is that
of a set of products, the section of description must fully show features
of each product of the set.

3. The scope of protection of industrial designs must clearly define features
which need to be protected, including features which are new and different
from similar known industrial designs.

4. The set of photos and drawings must fully define features of the industrial
design.
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Article 109. Formal examination of industrial property registration
applications

1. Industrial property registration applications shall be subject to formal
examination for evaluating their validity.

2. An industrial property registration application shall be considered invalid
in the following cases:

a/ It does not fulfill the formal requirements;

b/ The subject matter stated in the application is ineligible for protection;

[..]

Article 114. Substantive examination of industrial property registration
applications

1. The following industrial property registration applications shall be
substantively examined for evaluation of the eligibility for grant of protection
titles for subject matters stated in such applications under protection
conditions and for determination of the respective scope of protection:

[..]

b/ Industrial design registration applications [...] which have been accepted
as being valid.

[.]

Article 117. Refusal to grant protection titles

1. The grant of a protection title for an [...] industrial design [...] application
shall be refused in the following cases:

al/ There are grounds to affirm that the subject matter stated in the
application does not fully satisfy the protection conditions;

[.]

Decree No. 103/2006/ND-CP of September 22, 2006,
detailing and guiding the implementation of a number of
articles of the Law on Intellectual Property regarding
Industrial Property

Article 6. Bases and procedures for the establishment of industrial property
rights
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1. Industrial property rights to inventions, layout designs, industrial designs,
marks and geographical indications are established on the basis of
decisions of the state management agency in charge of industrial property
which grants protection titles to applicants for registration of those objects
according to the provisions of Chapters VII, VIII and IX of the Law on
Intellectual Property. Industrial property rights to marks internationally
registered under the Madrid Agreement and the Madrid Protocol are
established on the basis of recognition of such international registration by
the state management agency.

[.]

Circular No. 01/2007/TT-BKHCN of February 14, 2007,
Guiding the Implementation of the Government’s Decree
No. 103/2006/ND-CP of September 22, 2006, Detailing and
Guiding the Implementation of a number of articles of the
Law on Intellectual Property regarding Industrial Property
(last amended in 2016 by Circular No. 16/2016/TT-BKHCN
on June 30, 2016)

1. Grounds for establishment of industrial property rights
[...]

1.2 Industrial property rights to [...] industrial designs [...] shall be
established under decisions of the National Office of Intellectual Property
(IP Viet Nam) on the grant of protection titles to persons that register those
objects.

[...]
15. Substantive examination of applications
[..]
15.1. Purpose and coverage of substantive examination
a/ The purpose of substantive examination of applications is to assess

the protectability of objects stated in those applications under the
protection conditions and corresponding protection coverage (volume).

[..]

15.6. Examination contents

a/ Substantive examination of an application covers the following contents:
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(i) Assessment of compatibility of the object stated in the application with
the type of protection title applied for;

(ii) Assessment of the object based on each protection condition;
(i) Inspection of observance of the first-to-file rule.

b/ The assessment of the object based on the protection conditions shall
be conducted for objects one after another (if the application contains many
and still ensures the uniformity). For each object, the assessment shall be
conducted based on each specific protection condition:

[.]

(ii) For an industrial design registration application, the assessment shall
be conducted for the design of each product (if the application is for a
set of products); in case the application shows many variations of an
industrial design, those variations shall be assessed one after another,
starting from the basic variation (the first variation shown in the
application);

[...]

¢/ The substantive examination with regard to each object specified at Point
15.6.b (i), (ii) and (iii) above shall be completed when that object has been
assessed based on all protection conditions and there are enough grounds
to conclude whether or not the object satisfies the protection conditions,
specifically:

() Any reason is found to conclude that the object fails to satisfy
one/several/all protection conditions; or

(i) No reason is found to conclude that the object fails to satisfy atleast
one protection condition.

[..]

16. Re-examination of applications

16.1. Re-examination of an application challenged by an opposition after
the issuance of a notice on intended grant/intended refusal to grant a
protection title.

a/ The re-examination of an application according to the provisions of
Clause 4, Article 117 of the Intellectual Property Law shall be conducted in
the cases provided for in subparagraph (i) and shall meet the conditions set
out in subparagraph (ii) and subparagraph (iii) below:

(i) A written opinion is sent by the applicant to IP Viet Nam during the
period from the date of issuance of a notice on intended grant/intended
refusal to grant a protection title to the date prior to the issuance of a
decision on grant/an official notice on refusal to grant the relevant
protection title; or a report is made by a third party opposing the
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intention to grant the protection title, stating justifiable reason(s) for the
absence of a reasonable condition or opportunity to express his/her/its
opinions;

(ii) Opinions mentioned at Point 16.1.a (i) above are well-grounded and
supported by proofs or references to reliable information sources;

(iiiy Arguments or evidence to prove that opinions mentioned at Point
16.1.a (i) above must be different from those previously furnished (if any),
or though they are not different from the previously furnished ones but
IP Viet Nam has not yet replied according to the provisions of Point 6.2
of this Circular.

[.]

17. Amendment /supplementation / division / conversion / ownership
change/withdrawal of applications

[...]
17.2. Division of applications

a/ Before IP Viet Nam issues a decision refusing to accept the
application, the decision on grant or refusal to grant the protection title,
the applicant may divide, on his/her own initiative or upon the request of
IP Viet Nam, his/her application (division and transfer of [...] one or
several industrial designs in an industrial design registration application,
[...D-

[...]

18. Refusal to grant, grant or re-grant of protection titles, grant of protection
title duplicates

18.1. Refusal to grant protection titles

Applications for protection titles may be rejected if they fall into one of the
cases specified in Clauses 1 and 2, Article 117 of the Intellectual Property
Law.

[...]

33. Requirements for industrial design registration applications

[...]

33.2. Industrial design registration applications must ensure uniformity
according to the provisions of Clauses 1 and 3, Article 101 of the Intellectual

Property Law and the provisions of this item.

a/ An industrial design registration application is considered uniform if:
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(i) It requests protection of an industrial design of a product; or

(ii) It requests protection of industrial designs of more than one products
in a set of products, of which each product has its own industrial
design; or

(i) It requests protection of an industrial design of a product
accompanied with one or several variations of that industrial design.
The first variation must be the principal variation.

All variations of an industrial design are not substantially distinguishable
from the principal variation and from one another.

b/ Product means obiject, tool, equipment, product, device or a part to be
assembled, or component of that product, manufactured by an industrial or
manual method, has detailed features and functions and is independently
circulated.

33.5. Requirements for industrial design descriptions

An applicant shall submit one copy of the industrial design description that
contains the following contents:

a/ Name of the industrial design, which is the name of the product imbued
with the industrial design, expressed briefly in common words and phrases,
not of the advertising nature, does not contain symbols, annotations and
trade indications;

b/ Field in which the industrial design is used, which is a specific field in
which the product imbued with the industrial design is used, clearly stating
the use purpose of the product, function and utility of that product;

¢/ The most similar industrial design: To clearly state whether there is a
similar industrial design, and in case there is a similar industrial design, to
clearly state an industrial design which is least different from the industrial
design of the same product stated in the application and widely known
before the filing date or the date of priority (if the application contains a claim
for priority), indicating the information source publicly disclosing the most
similar industrial design;

d/ List of photos or drawings, which enumerates photos, three-dimensional
drawings, shadows, cross-sections, etc., of the industrial design one after
another according to the ordinal numbers of those photos or drawings;

d/ The section of description of the industrial design must satisfy the
provisions of Clause 2, Article 103 of the Intellectual Property Law, and is
clearly stated as follows:

(i) It fully discloses the nature of the industrial design sought to be
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protected, adequately showing design features presenting the nature of
the industrial design as well as new design features that are
distinguishable from the most similar industrial design defined at Point
33.5.c above and consistent with those shown in the set of photos or
drawings;

(i) Design features of the industrial design sought to be protected must
be presented one after another in the following order: Configuration and
line features, correlation between configuration and/or line features,
color features (if any);

(iii) For a product that have different usages (for example: a product with
cover or foldable), its industrial design must be described in different
states;

(iv) If an industrial design consists of many variations, the principal
variation must be stated in the application and the remaining variations
must be numbered in order; additionally, distinctive characteristics of the
principal variation in comparison with those of remaining variations must
be clearly indicated;

(v) If an industrial design is the design of a set of products, the design
of each product in the set must be described.

e/ Coverage of protection (or claim for protection) of the industrial design
must fully enumerate prerequisite and sufficient design features to identify
the nature of the industrial design sought to be protected and the scope of
industrial property rights to the industrial design, shown on photos or
drawings stated in the application, and including new and distinctive design
features as compared with known similar industrial designs.

33.6. Requirements for sets of photos or drawings of industrial designs

An applicant shall submit four sets of photos or four sets of drawings of an
industrial design, presenting objects sought to be protected uniformly and
precisely, printed or placed on unframed A4-sized papers. Sets of photos
or drawings must fully present design features of the industrial design
sought to be protected, based on which any person with average knowledge
in the art can identify that industrial design, and follow the following
guidance:

a/ Photos or drawings must be clear and well defined; the industrial design
must be presented with unbroken lines; the background of a photo or
drawing must be monochrome and contrast with the industrial design; a
photo or drawing must show only the product imbued with the industrial
design sought to be protected (not accompanied with another product),
except for cases specified at Item 33.6.g and 33.6.h; photos or drawings
must not include indications of technical drawings or indications explaining
the industrial design, except for brief indications necessarily to indicate
cross-sections, magnified pictures, opening and closing states.
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b/ Photos or drawings must show the industrial design on the same scale.
The size of the industrial design shown in photos or drawings must neither
be smaller than 90 mm x 120 mm nor larger than 190 mm x 277 mm.

¢/ Photos and drawings must show the industrial design viewed in the same
direction and be numbered in the following order: perspective view of the
industrial design, front view, rear view, right view, left view, top view and
bottom view of the industrial design; views must be frontispieces.

d/ Views similarly or symmetrically to available ones, photos of the bottom
surface of large-sized and large-weighted product, views of the surface with
too low flatness of the industrial design are unnecessary to be shown in the
application, provided that such is clearly stated in the list of photos and
drawings in the description.

d/ For the industrial design of an product expandable on flat surface (for
instance: box, package), directional views of the industrial design may be
replaced with photos or drawings of the industrial design in an expanded
state.

e/ Depending on the complexity of an industrial design, more photos or
three-dimensional drawings from other angles, cross-sections or magnified
pictures of parts, pictures of exploded components or parts of the product,
photos or drawings illustrating the position for fitting or use of such part on
the complete product may be required to clearly show the nature and
design features of the industrial design (but not to establish the industrial
property rights for the industrial design of those parts).

g/ For the industrial design of the product assembled or constituted from
different parts, photos or drawings of each part may be supplied with the
only view to illustrating, but not establishing the industrial property rights for
the industrial design of those parts.

h/ Photos or drawings must show the industrial design at the same selected
state of usage; photos or drawings showing other states of usages may be
supplied to present the nature of the industrial design.

i/ For the application with several variations, the principle variation must be
firstly presented. Each variation of the industrial design must be fully
presented by an adequate set of photos or drawings according to the
provisions of this Point.

k/ For a set of products, there must be three-dimensional pictures of the
whole set and a set of photos or drawings of each product in the set
according to the provisions of this Point.

33.7. Design features of industrial designs

a/ Design features of an industrial design are elements presented in the
form of lines, configurations, colors, position or size correlation, which
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constitute, in combination with other features (signs), a gathering necessary
and sufficient for the formation of that industrial design.

b/ Substantial design features are design features that are easily
perceived/remembered, prerequisite and sufficient to determine the nature
of the industrial design and distinguish the industrial design from another
industrial designs imbuing with the products of the same type.

The products of the same type are products having the same or similar
purpose and function of utilization. Finished products and parts used for
assembling or constituting a complete product are products of different

types.

¢/ The following elements are not regarded as design features of an
industrial design:

(i) Configurations and lines dictated by the technical functions of the
product (for example: the flat shape of data-recording disks is dictated
by the relative motion between disks and reading heads);

(i) Elements whose presence in the combination of signs gives no
aesthetic impression (impression of the shape of the product remains
unchanged with or without those elements; for example: if a change in
a familiar configuration or line is not impressive enough to be noticed, the
changed configuration or line will therefore be taken as old one);

(iii) Materials used for manufacture of the product;

(iv) Signs affixed or stuck on the product merely for the purpose of
informing or guiding the origin, features, composition, utility and usage
of the product, for example: words in a goods label (like producer,
commercial indication, origin, barcode, etc.), trademark, geographical
indication, etc.;

(v) Size of the product, except for change of size of patterns of a fabric
sample or similar materials.

(vi)Other elements that fail to satisfy conditions stated at Point 33.7.b of
this Circular.
34. Formality examination and publication of industrial design registration
applications
Procedures for formality examination and publication of industrial design

registration applications shall comply with the general procedures specified
at Points 13 and 14 of this Circular.

35. Substantive examination of industrial design registration applications
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35.1. Assessment of similarity of industrial designs:

a/ Two industrial designs are considered identical when they are used for
the same type of product and have the same gathering of substantial and
insubstantial design features;

b/ Two industrial designs are considered not significantly different when
they are used for a product of same type and have the same gathering of
substantial design features;

¢/ Two industrial designs are considered similar when they are used for the
same type of product and have at least one identical or not significantly
different substantial design features;

d/ Two industrial desighs among similar industrial designs are considered
most similar when the number of their identical or not significantly different
substantial design features is larger than that of all other similar industrial
designs.

d) Two industrial designs are considered significantly different when they
are used for a product of different type, or for the same type, but have at
least one different substantial design feature.

35.2. Order for carrying out procedures for substantive examination of
industrial design registration applications

The substantive examination of industrial design registration applications
(applications) shall be conducted according to the general order specified
at Point 15 of this Circular and specific provisions of this Point.

35.3. Assessment of compatibility of objects stated in applications with the
type of industrial design protection title

An object stated in an application shall be considered incompatible with the
type of industrial design protection title when:

a/ The object is not the appearance of a product; the appearance is design
features (shapes, lines, colors or combination of these elements) which are
visible in the process of using the product (exploitation of a product’s utility
by ordinary methods and by any user, excluding maintenance, preservation
or repair);

b/ The object stated in the application is:
(i) A product’s appearance dictated by its technical characteristics;

(ii) A civil or industrial construction work’s appearance except for the
appearance of modules or separate units which are independently
used or assembled to constitute a construction work such as shops,
kiosks, mobile homes or similar products;
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35.4. Information search
a/ Purpose of information search

The purpose of information search is to find in the mandatory minimum
information source industrial designs identical or similar to the industrial
design stated in the application.

b/ The mandatory minimum information source used in the substantive
examination of an application consists of the following documents:

() Industrial design registration applications already received by
IP Viet Nam and having dates of publications earlier than the filing date
or date of priority of the examined application (if it enjoys priority);

(i) Industrial design registration applications and industrial design
protection titles published by other organizations or countries within 25
years before the filing date or date of priority of the examined application
(if it enjoys priority), which are archived in IP Viet Nam’s database on
existing industrial designs;

(iii) Other information related to industrial designs collected and archived
by IP Viet Nam;

(iv) Industrial design registration applications received by IP Viet Nam
and having filing dates or dates of priority (if they enjoy priority) earlier
than the filing date or date of priority of the examined application (used
to inspect the observance of the first-to-file rule specified at Point 35.9
of this Circular).

¢/ When necessary and possible, the search may be expanded beyond the
mandatory minimum information source.

35.5. Search reports

Search results shall be presented in a search report that clearly states the
searched field, search scope, search results within that scope (statistics on
and clear indication of control industrial designs found, information sources
and date of publication of information) and the full name of the report maker
(search person).

At this point, a control industrial design means an industrial design identical
or similar to the industrial design stated in the application and compared
with the latter upon assessment of novelty and creativity.

35.6. Assessment of susceptibility of industrial application of industrial
designs according to Article 67 of the Intellectual Property Law

a/ The industrial design stated in the application shall be considered
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susceptible of industrial application if any person with average knowledge
in the art can, based on information on the industrial design supplied in the
application, use that industrial design as a model to manufacture by an
industrial or manual method a product with an appearance identical to that
industrial design.

The concept “any person with average knowledge in the art” is understood
according to the relevant provisions of Point 23.6.a of this Circular.

b/ In the following cases, the object stated in the application shall be
considered insusceptible of industrial application:

(i) It is the shape of a product with an unfixed state of existence (products
in gaseous or liquid form);

(ii) A product whose shape identical to the object stated in the application
can only be created with special skills or it is impossible to repeatedly
manufacture a product whose shape identical to the object stated in the
application;

(iii) Cases where there exist other justifiable reasons.

35.7. Assessment of novelty of industrial designs according to the
provisions of Article 65 of the Intellectual Property Law

a/ Method of assessment of novelty of industrial designs

To assess the novelty of an industrial design stated in an application, it is
necessary to compare the gathering of substantial design features of that
industrial design with that of each reference industrial design found through
the information search.

b/ Conclusion on novelty of industrial designs
The industrial design stated in an application shall be considered novel if:

(i) No control industrial design is found in the mandatory minimum
information source; or

(i) Though a control industrial design is found in the mandatory
minimum information source but the industrial design stated in the
application has at least one substantial design feature not found in (not
belonging to) the gathering of substantial design features of the control
industrial design; or

(iii) The control industrial design is the very industrial design stated in
the application published/disclosed in the cases specified in Clauses 3
and 4, Article 65 of the Intellectual Property Law.

35.8. Assessment of creativity of industrial designs according to the
provisions of Article 66 of the Intellectual Property Law
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a/ Method of assessment of creativity of industrial designs

To assess the creativity of an industrial design stated in an application, it is
necessary to compare the gathering of substantial design features of that
industrial design with that of reference industrial design found through the
information search.

b/ Conclusion on creativity of industrial designs

In the following cases, the industrial design stated in an application shall be
considered non-creative:

(i) Itis a simple combination of known design features (publicly disclosed
design features are put together or assembled in such a simple way as
replacement, interchange of positions, increase or decrease of
guantity).

(i) It is a reproduction/imitation of part of or the whole inherent natural
shape of a tree, fruit or animal, shapes of geometric figures (round,
ellipse, triangle, square, rectangular, regular polygons and prisms, cross-
sections of which are foregoing figures), which are widely known.

(i) It is a simple reproduction of the shape of a product or work well
known or publicly known in Viet Nam or worldwide.

(iv) It is an imitation of an industrial design in another field, if such an
imitation is widely known in reality (for example: toys imitating cars,
motorcycles, etc.).

If not falling into the above cases, an industrial design is considered
creative.

35.9. Inspection of the first-to-file rule for industrial designs.

For industrial design applications considered satisfying conditions of
protection, before issuing the notice on intended issuance of industrial
design patent according to Point 15.7.a (iii) of this Circular, IP Viet Nam
shall conduct the inspection according to the following regulations to
ensure the first-to-file rule according to Clause 1 and 3 Article 90 of
Intellectual Property Law:

a/ To inspect the first-to-file rule, it is necessary to search information
from the mandatory source defined at Point 35.4.b (iv) of this Circular.

b/ The information search is to find out industrial design applications of
products of same type which are similar or not significantly different, or
to find out industrial design applications of products having part(s)
whose industrial design is identical or not significantly different with
registered industrial designs, and to identify the application having the
earliest filing date or date of priority.
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c/ If there are several applications in the cases specified at Point 35.9.b,
the industrial design patent shall be only granted to the valid application
having the earliest filing date or date of priority among those applications
satisfying conditions for grant of industrial design patents.

d/ Among the applications in the cases specified at Point 35.9.b which
register for a product of same type, if there are several applications
having the same filing date or date of priority, the industrial design patent
shall be granted for only one application among those applications as
agreed by all applicants; if no agreement is reached, all the applications
shall be refused to grant industrial design patent.

[ANNEX I1 follows]
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WEBSITES FOR INFORMATION ON INDUSTRIAL
DESIGNS IN THE ASEAN COUNTRIES

BRUNEI DARUSSALAM
BRUIPO - Home: www.bruipo.gov.bn

BRUIPO - Legislation: www.bruipo.gov.bn/sitepages/legislation.aspx

BRUIPO - ID Forms: http://bruipo.gov.bn/sitepages/idforms.aspx
https://internationalipcooperation.eu/en/ariseplusipr/ip-information

CAMBODIA

https://www.misti.gov.kh
https://internationalipcooperation.eu/en/ariseplusipr/ip-information

INDONESIA
http://www.dgip.go.id
https://internationalipcooperation.eu/en/ariseplusipr/ip-information

LAO PDR
https://www.dip.gov.la/

https://internationalipcooperation.eu/en/ariseplusipr/ip-information

MALAYSIA
http://www.myipo.gov.my/web/quest/reka-bentuk-perindustrian

http://www.myipo.gov.my/web/quest/fullSite

https://internationalipcooperation.eu/en/ariseplusipr/ip-information

MYANMAR

https://www.ipd.gov.mm

https://internationalipcooperation.eu/en/ariseplusipr/ip-information

PHILIPPINES

http://www.ipophil.gov.ph/index.php/services/design/about-industrial-

design

https://internationalipcooperation.eu/en/ariseplusipr/ip-information



http://www.bruipo.gov.bn/SitePages/Home.aspx
http://www.bruipo.gov.bn/
http://bruipo.gov.bn/SitePages/ID%20Forms.aspx
http://bruipo.gov.bn/sitepages/idforms.aspx
https://internationalipcooperation.eu/en/ariseplusipr/ip-information
https://www.misti.gov.kh/
https://internationalipcooperation.eu/en/ariseplusipr/ip-information
http://www.dgip.go.id/
https://internationalipcooperation.eu/en/ariseplusipr/ip-information
https://internationalipcooperation.eu/en/ariseplusipr/ip-information
http://www.myipo.gov.my/web/guest/reka-bentuk-perindustrian
http://www.myipo.gov.my/web/guest/fullSite
https://internationalipcooperation.eu/en/ariseplusipr/ip-information
https://www.ipd.gov.mm/
https://internationalipcooperation.eu/en/ariseplusipr/ip-information
http://www.ipophil.gov.ph/index.php/services/design/about-industrial-
https://internationalipcooperation.eu/en/ariseplusipr/ip-information

SINGAPORE

https://www.ipos.gov.sg/about-ip/designs

https://www.ipos.gov.sg/about-ip/designs/managing-designs/guides

http://www.ipos.gov.sg

https://internationalipcooperation.eu/en/ariseplusipr/ip-information

THAILAND

http://www.ipthailand.go.th/en/index.php?option=com_content&view=atrticl
e&id=53&Itemid=169

http://www.ipthailand.go.th/en/index.php?option=com docman&task=cat
view&gid=114&Iltemid=169

http://www.ipthailand.go.th/en/

https://internationalipcooperation.eu/en/ariseplusipr/ip-information

VIET NAM

https://ipvietnam.gov.vn/en _US/web/english/industrial-designs
Industrial designs overview

https://ipvietnam.gov.vn/en _US/web/english/industrial-design-
examination-procedure
Industrial design examination procedure

https://ipvietham.gov.vn/en _US/web/english/legal-documents
IP Legislation

https://ipvietham.gov.vn/web/english/home

https://internationalipcooperation.eu/en/ariseplusipr/ip-
information
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ANNEX [II

CONTACT DETAILS OF IP OFFICES OF ASEAN

MEMBER STATES

BRUNEI DARUSSALAM
Brunei Darussalam Intellectual Property Office (BrulPO)

Address:

The Law Building, Ground Floor

Jalan Raja Isteri Pengiran Anak Saleha
Bandar Seri Begawan BA1910

Brunei Darussalam

Phone: (673) 2225919

Website: http://www.bruipo.gov.bn

CAMBODIA

Department of Intellectual Property
Ministry of Commerce

Address:

Lot 19-61, 113B Road, Phum Teuk Thla
Khand Sen Sok, Phnom Penh
Cambodia

Phone: (855) 012261536

Website: http://www.cambodiaip.gov.kh/default.aspx?lang=en


http://www.bruipo.gov.bn/
http://www.cambodiaip.gov.kh/default.aspx?lang=en
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INDONESIA

Directorate General of Intellectual Property
Ministry of Law and Human Rights

Address:

JI. H.R. Rasuna Said Kav. 8-9
South Jakarta 12190
Indonesia

Phone: (62 21) 57905517

Website:
http://www.dqgip.go.id/

LAO PDR
Department of Intellectual Property
Ministry of Industry and Commerce

Address:
Phonxay Village, Saysettha District,
Vientiane Capital, Lao PDR, P.O Box: 4107

Phone: (856) 21 213 470 148
Website: www.dip.gov.la

MALAYSIA
Intellectual Property Corporation of Malaysia (MylPO)

Address:

Unit 1-7, Aras Bawah, Tower B,
Menara UOA Bangsar No. 5
Jalan Bangsar Utama 1

59000 Kuala Lumpur, Malaysia

Phone: (603) 2299 8400

Website:
http://www.myipo.gov.my/en/myipo/
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MYANMAR

Intellectual Property Department
Ministry of Commerce

Building No. 52
Ministry of Commerce
Nay Pyi Taw, Myanmar
Phone: (95 67) 430595

Website:
https://www.ipd.gov.mm

PHILIPPINES

Intellectual Property Office of the Philippines (IPOPHL)
Address:

Intellectual Property Center, 28 Upper McKinley Road,
McKinley Hill Town Center, Fort Bonifacio

Taguig City 1634, Philippines

Phone: (63 2) 2386300

Website:
http://www.ipophil.qgov.ph/

SINGAPORE
Intellectual Property Office of Singapore (IPOS)

Address:
1 Paya Lebar Link, #11-03, PLQ 1 Paya Lebar Quarter

Singapore 408533
Phone: (65) 63398616

Website:
https://www.ipos.gov.sg/
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THAILAND

Department of Intellectual Property
Ministry of Commerce

Address:

563 Nonthaburi Rd., Bang Krasor,
Muang, Nonthaburi 11000,
Thailand

Phone: (66 2) 547 4315

Website:
https://www.ipthailand.go.th/en/home-eng.html

VIET NAM

Intellectual Property Office of Viet Nam (IP Viet Nam)
Address:

386 Nguyen Trai St., Thanh Xuan Dist.

Ha Noi, Viet Nam

Phone: (84) 24 3858 3069

Website: http://www.ipvietham.gov.vn
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