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IP Office roles as Office of a Designated Contracting Party (DCP)
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Spanish Patent and Trademark Office (SPTO) and The Hague Sy

Spain was one of the first contracting countries of the original
The Hague Arrangement in 1925

National regulations on Industrial Designs apply (Law 20/2003)

Implementing Rules/Regulations

Date of Text Title
September 27, Regulation for the Implementation of Law No. 20/2003 of July 7, 2003, on Legal Protection of Industrial Designs
2004 (approved by Royal Decree No. 1937/2004 of September 27, 2004, and amended up to Royal Decree No. 316/2017 of

March 31, 2017)

October 15, 1999 Royal Decree No. 1595/1939 of October 15, 1999 setting Time Limits for the Payment of Industrial Property Fees

ArraxorMEST DE Lo Have 621

IV. ARRANGEMENT DE LA HAYE
DU 0 NOVEMBRE 1925
CONCERNANT

LE DEPOT INTERNATIONAL DES DESSINS OU MODELES
INDUSTRIELS

Les soussignés Plénipotentiaires des Gouvernements ci-dessus énumérés,

Vu larticle 15 de In Convention d'Union internationale du 20 mars 1835
pour lu protection de ln propri6ts industrielle, revisée 3 Bruxelles le 14 décembre
1000 et & Washington le 2 juin 1911,

Ont, dun commun accord et sous réserve de ratification, arrété I"Armange-
ment suivant:

ARTICLE PREMIER

Les ressortissants do chacun des pays contractants ainsi que los
ayant sabisfait sur le territoire de I'Union restreinte aux conditions dablies par
Vurtiele § de la Convention génémle, powrront #assurer dens tous les autres pays
contractants la protection de leurs dessins ou modiles industricls, au moyen d'un
dépit international effectod an Buresu internstional de la propriéié industrielle &
Berne,

Apmcre 2

Le dépit international comprendrn les dessins ou modles soit sous ln forme
du produit industriel anquel ils eont destinds, eoit sous celle dun deesin, d'une
photographie ou de toute sutre représentation graphigue suffisante dudit dessin
on moddle,

Les objets seront accompagnés dume demande de dépét international en
double exemplaire oontenant en langue frangaise les indications que précisers lo
Reglement, dexéention.

Ammore 3

Aussitét quo lo Bureau ‘international de Berne wore regu la- demande de
procéder & un dépot international, il inscrim cette demande dans un T
spécial, notifiera cette inseription 4 I'Administration qui li aura ¢té indiquée par
chague pays contractant st ls publiers dans mne feuille périodique dont il distrie
buers.gratui i chaque Administration le nombre s ires. vouln.

TLes dépéta seront comservés dans les archives du Burean international.

Antioie 4

Celui qui effectue le dépdt international d'un dessin ou modile industriel
¢t considéré jusqud preuve du contraire comme propriétuire de Lamuvre, .



Spanish Patent and Trademark Office (SPTO) and The Hague System

Currently, Spain adheres to the Geneva Act (1999) of the Agreement (not to the 1960 Act)

Source: https://wipolex.wipo.int/es/treaties/parties/remarks/ES/9




Spanish Patent and Trademark Office (SPTO) and The Hague System

Historically, Spain (ES) ranks #9 for total registered designs as designated country

—
Designed = ES
Expired 37885
Valid 4473
Total 42358

Source: WIPO — Hague Express



Spanish Patent and Trademark Office (SPTO) and The Hague System

SPTO is receiving or designated office for:
National (ES) designs
EU designs (EUIPO)

C IR designs (WIPO)

Year ACP =ES HOLDER ACP =ES
2010 25| 'SANTA & COLE NEOSERIES S.L. 25
2011 321 SEAT,S.A 24
igﬁ ii VIBIA LIGHTING, S.L.U 23
oLa 20| SEAT.SA. 23
OIS Z3| ROTHENBERGER, S.A. 17
>016 56| ANDREUWORLD, S.A. 11
2017 44| SEATS.A. 10
2018 85| SIMON, S.A.U. 10
2019 81 IMAGINARIUM, S.A. 10
2020 87| BELEN MAYORAL DEL BARRIO 9

Sources: WIPO — Hague Express; OEPMStat
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IP Office roles as Office of the Applicant’s Contracting Party

= Advice to national applicants
Advantages of the Hague system to obtain design protection in various countries
How to prepare and file an international application (I1A)
How to manage the international registration (IR)

= Role as transmittal Office (Art. 4.1)
Language - IPO may choose (English, French or Spanish)
Modality - paper form (DM/1 Form) or electronic filing
Fees - IPO may charge a transmittal fee and collect rest of fees and transmitting to IB
Transmittal - IPO sends the IA to the IB (preferably within one month)
- IPO must indicate the date of receipt at IPO
Filing date - can maintain date of receipt at IPO (if received by IB within one month)



IP Office roles as Office of the Applicant’s Contracting Party

Notes:

In practice, all applications are directly filed with WIPO (by the applicant or representative), most
of them using electronic filing

. simplified procedure

. no transmittal fee

Possible provisions in national regulations may imply using indirect filing (through national IPO),
possible assistance of IPO within indirect filing (language, forms...)

Usually, applicants of International Designs are international companies

There is no need to have a national application or registration as the base for an international
application (# Madrid System — Trademarks)
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IP Office roles as Office of a Designated Contracting Party

Main points:

u Natlonal and reglonal Oﬁlces CheCk AL Albania CILT Lithuania CJRW Rwanda

[JAM Armenia [IFI Finland [JLV Latvia [ 8G Singapore
deS|gnat|OnS of International Reg|strat|ons [ AZ Azerbaijan [IFR France DIMC Manaco 0181 Slovenia
[JBA Bosnia and [ GB United Kingdom O MD Republic of Moldova [0 SM San Marino

Herzegovina

» Formal requirements and examination are S—— o8 fean R

[JGH Ghana [JMK The Republic of North [ ST Sao Tome and Principe

[0 SR Suriname

performed by International Bureau (IB - WIPO) oo SRR mme - D1SY Syren A Repubiic
[JHU Hungary ongolia [ TJ Tajikistan
[ BX Benelux O MX Mexico

» Designated office can refuse protection based S DL st - CITM Turkmenistan

118 Iceland 1 TN Tunisia

on substantive grounds defined in national G Canas 4P Japan HINO Nerway OTR Turkey

[ CH Switzerland [IKG Kyrgyzstan [0 OA African Intellectual [CTUA Ukraine

1 Property Organization (OAPI)
regU|atI0nS LIDElGernany CIKH Cambodia Como C1US United States of
man
L DKDenmark I KP Democratic People's Soeca

™ Same effects Of the |R in the Designated CIEE Estonia Republic of Korea LIPL Poland CIVN Viet Nam

O EG Egypt [JKR Republic of Korea LIRO Romania [OWS Samoa

CO ntracting Party aS a regu |ar|y filed CJEM European Union OILI Liechtenstein LIRS Serbia

O RU Russian Federation

application as from the date of the IR



IP Office roles as Office of a Designated Contracting Party

IB - WIPO:

All formalities, including classification, publication
and certificate B <

International Application

(" : L
Formal examination
Register and publication
> — :
SPTO: » Definition of design
Examination of grounds of refusal - _Public policy/morality
\

A reference to IR publication made in national * Mention at BOPI
bulletin SPTO < « Opposition (2 months)

Opposition by third party, as in national law

Renewal, refusal and effects also according to
national law

Appeal in front of SPTO
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Spanish Patent and Trademark Office (SPTO) and The Hague System
IP Office roles as Office of the Applicant’'s Contracting Party
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The procedure: practical example




The procedure: practical example DM/211697

International Registration DM/211697

Date of International Registration: 13/10/2020
B International Publication: 16/04/2021 — 15/2021 (WIPO International Bulletin)

Weekly and electronically programmed communication between WIPO and SPTO to
indicate IRs designating Spain (ES)

After examination, reference (mention) published in BOPI (National Bulletin): 04/05/2021
No oppositions are filed

Design is confirmed valid (granted) when opposition period is terminated (with no
oppositions filed)

SPTO



The procedure: practical example DM/211697

Automatic weekly upload
from the International
Bulletin of IRs designating
Spain (ES) as designated Designfiles  Tasks
contracting party (DCP) Advanced | Fast

Not saved searches

Examiner’'s desktop within

BaCk Ofﬁce (EU'PO) Recent files I Pending International Designs I
elements Go to page
Task  Application Number  Status Presentation date File Id Applicants Last user File subtype
Granted
Granted
Granted



The procedure: practical example DM/211697

IR (DM) G (national coding)

«_/

DM/211697 G211697

-/

Source: http://consultas2.oepm.es/ceoljsp/busqueda/busqRapida.xhtml




The procedure: practical example DM/211697

Source: https://www.wipo.int/haguebulletin/?locale=en Source: http://consultas2.oepm.es/ceo/jsp/busqueda/busqRapida.xhtml




The procedure: practical example DM/211697

Reference in the national bulletin (BOPI) to the publication of an IR that designates Spain (ES)

04 MAY 2021 — OFFICIAL BULLETIN OF INDUSTRIAL PROPERTY

MENTION TO THE REGISTERS THAT DESIGNATE SPAIN

From the publication date of the current official bulletin, a period a two months is open for the filing of oppositions, as
indicated in Art. 33.1 of the Law 20/2003, July 7t , of Legal Protection of Industrial Designs, to the international
registers having effects in Spain, and published in the International Designs Bulletin of the World International
Intellectual Property Office (WIPO), that are listed below:

International Bulletin Number

WIPO Publication date

Source: https://consultas?2.0epm.es/bopiweb/descargaPublicaciones/




The procedure: practical example DM/211697

Once the 2 months period has
expired with no oppositions, an
automatic electronic communication
from SPTO to WIPO confirms the
grant of the IR in Spain, as a
National ES Design

Source: https://www3.wipo.int/designdb/hague/en/




The procedure: practical example DM/211697

Statement of Grant of Protection is
published in the International
Bulletin and added to the record of
the IR by WIPO

Source: https://www.wipo.int/haguebulletin/?locale=en
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