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The Nice Classification



Administered by WIPO

11th Edition, 2020 version now in force

- Now one version per year

- New edition every 5 years

Committee of Experts

- Meeting every year

- 88 contracting parties

- EUIPO observer status

The Nice Classification



EUIPO involvement:

- Changes to class headings

- Revision of explanatory notes

- Cooperation with WIPO

- Cooperation with National Offices

The Nice Classification



Class headings
(general indications relating to the fields to which, in principle, the goods

or services belong)

Explanatory Notes
(describe in greater detail the types of products or services included in

that class)

Alphabetical list terms
(indications of goods or services)

The Nice Classification



Databases
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Use of the class headings

- Clear and precise?

- Usual and literal meaning?

- Cover all terms?

Use of alphabetical list terms

- Obligatory?

- Indications only?

- Clear and precise?

Use of explanatory notes

- Define scope?

- Clear and precise?

The Nice Classification



Clear and 

precise?



Terms lacking clarity and precision



IP Translator (case C-307/10)

- Absolute grounds objection against application in Class 41: Education;

providing of training; entertainment; sporting and cultural activities

- Office practice at the time: “the use of all the general indications listed in the

class heading of a particular class constitutes a claim to all the goods or

services falling within this particular class” (Communication 4/03, point IV)

Terms lacking clarity and precision



IP Translator (case C-307/10)

- Should goods and services be identified with clarity and precision?

- Does this level of clarity and precision mean that the class headings should

not be used?

- Does this preclude the use of all the general indications of a class heading

from being considered to be a claim with regard to all the goods/services of

that class.

Terms lacking clarity and precision

✓
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Reassessment of scope of class headings

Reassessment of general indications in class headings

Reassessment of clarity and precision

Terms lacking clarity and precision



SKYKICK (Case C-371/18)

• Can a trademark be declared invalid on the ground that terms used to

designate the goods and services lack in clarity and precision?

• If so, do terms such as ‘computer software’ meets that requirement of clarity

and precision?

• Does it constitute bad faith to apply for goods and services which are not

intended to be used?

Terms lacking clarity and precision

http://curia.europa.eu/juris/liste.jsf?num=C-371/18&language=en


SKYKICK Opinion of the Advocate General:

- A trademark cannot be declared invalid on the grounds that the terms used

lack clarity and precision.

- The requirement of clarity and precision may be covered by grounds for

refusal or invalidity of marks which are contrary to public policy.

- Terms such as computer software do lack clarity and precision.

- Bad faith may be applicable if there is no intention to use the goods and

services applied for.

Terms lacking clarity and precision

http://curia.europa.eu/juris/document/document.jsf?text=&docid=219223&pageIndex=0&doclang=EN&mode=req&dir=&occ=first&part=1&cid=4099048


SKYKICK (Case C-371/18)

• Can a trademark may be declared invalid on the ground that terms used to

designate the goods and services lack in clarity and precision?

• If so, do terms such as ‘computer software’ meets that requirement of clarity

and precision?

• Does it constitute bad faith to apply for goods and services which are not

intended to be used?

Terms lacking clarity and precision
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http://curia.europa.eu/juris/liste.jsf?num=C-371/18&language=en


Clarity and precision: application terms

Class 9 Electronic apparatus and instruments

Class 29 Food

Class 36 Charitable services

Class 40 Manufacturing services

Class 44 Wellness services

Class 45 Humanitarian services
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Clarity and precision: Nice

Unacceptable class headings:

Class 7 Machines

Class 37 Repair; installation services

Class 40 Treatment of materials

Class 45 Personal and social services rendered by others to meet the needs

of individuals

Terms lacking clarity and precision



Clarity and precision: the application

- Scope of the original application

- Use of list of goods and services for comparisons purposes

- Comprehensible before relevant authorities

Terms lacking clarity and precision



Clarity and precision: challenges for offices

- Long lists

- User-defined terms

- Manual examination of application

Terms lacking clarity and precision
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Databases
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TMClass:

- 85.106 terms

- Terms divided into concepts (synonymous groupings)

- Concepts include master and variant terms

- Base language English

- All concepts exist in all EU languages

- Other translations available (38 languages in total)

Databases



Sources:

- Nice alphabetical list

- MGS terms

- ID List (CNIPA, JPO, KIPO, USPTO)

- User suggestions

- Frequently-used terms

Databases



Taxonomy:

hierarchical grouping of terms in each class

Databases



Grouping using the class

heading:

Databases



Grouping using taxonomy:

Databases



Taxonomy:

visibility in TMClass:

Databases



Uses of databases:

- Help for users

- Help for examiners

- International registrations

- Searching

Databases
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